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The TRADE-MARR REPORTER 


Part I 


TRADEMARK LICENSING AND USE BY RELATED COMPANIES* 
By John A. Wortmann** 
Trademarks as Business Assets 


The commercial emblems, such as trademarks, service marks, 
collective marks or certification marks of any organization are 
among its most valuable assets even though often carried at a mere 
nominal value of One Dollar. 

The creation, development and protection (by registration and 
other means), both at home and overseas, of any important ‘‘silent 
salesman’’ often involves a very sizable investment. 

Use of any commercial emblem by a third party outsider with 
the consent of the commercial emblem’s owner involves important 
legal considerations. Certain types of licenses or consents, or 
improperly drafted ones, may well: 

(a) weaken or dilute the owner’s exclusive rights in the 
commercial emblem involved, 

(b) destroy its exclusive property status, 

(c) subject the licensor-owner to criminal prosecutions 
or civil proceedings and perhaps even a combination of these. 


Present Day Theories About Functions of Commercial Emblems Such as 
Trade or Service Marks 


Our courts have and still are accrediting the more con- 
servative school of trademark thinkers which considers that the 
following are the sole functions of any commercial symbol, be it a 
trademark, service mark, collective mark or certification mark: 

(a) to indicate and unequivocally establish the source of 
the product or commercial service any such emblem identifies, 

(b) to act as a guarantee of the quality of its product or 
commercial service, 


* Address delivered at the Practising Law Institute’s Trademark Program, co- 
sponsored by USTA, July 20, 1954, New York City. 

** Trademark Attorney, Radio Corporation of America; member of New York bar; 
member of Board of Directors USTA. 
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(c) to act as a most powerful advertising tool for its 
product or commercial service. 

The modern practice of licensing not only trademarks, but 
every variety of commercial emblem, has undoubtedly been at least 
partly responsible for a new school of thinking which holds that 
any strong, well-promoted or advertised trademark does not indi- 
cate the origin of its products but creates for them an entirely 
distinct and separate market in the nature of a monopoly with an 
unavoidable immunity from true competition. While this theory 
has received judicial consideration, the net result as yet has been 
an even stricter judicial adherence to the conservative ‘‘indica- 
tion of origin’’ school. 

Statutory Provisions With Regard to Trademark Licensing 

The bill which finally culminated in the Trade Mark Act of 
1946, also known as the Lanham Act, had a protracted legislative 
history. 

Trademark licensing is dealt with in a United States Trade 
Mark Law for the first time by its Sections 5 and 45. The word 
‘‘license’’ does not appear in the title or language of Section 5 
and the appropriate sub-title of Section 45. 

Section 5. Use By Related Companies. 

‘Where a registered mark or a mark sought to be regis- 
tered is or may be used legitimately by related companies, 
such use shall inure to the benefit of the registrant or applicant 
for registration, and such use shall not affect the validity of 
such mark or of its registration, provided such mark is not 
used in such manner as to deceive the public.’’ 

Section 45. Construction and Definitions—Related Company. 


‘‘The term ‘related company’ means any person who 
legitimately controls or is controlled by the registrant or ap- 
plicant for registration in respect to the nature and quality 
of the goods or services in connection with which the mark 
is used.’’ 

A brief examination of the legislative evolution of these two 


sections is interesting. The original 1938 bill merely included a 
provision that use of trademarks by ‘‘subsidiary or related com- 
panies’’ should not affect the validity of a trademark so used. 
The term ‘‘related company’’ was not defined. 

In 1939 the licensing provisions of the bill took on a different 
form. ‘‘Related company’’ was defined for the first time as 
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‘‘control by stock ownership, contractual relationship or other- 
wise’’. Obviously, the detailed pattern of the final section had 
been established. The Senate Committee worked out some changes 
with regard to related companies in the bill as passed by the 
House, the only important one of which was the addition to Section 
5 of the qualifying sentence that the ‘‘mark is not used in such a 
manner as to deceive the public’’. 

The Seventy-eighth Congress which failed to pass the bill in 
1943 and 1944 rejected Department of Justice objections to the 
section based upon the fact that it did not confine use by related 
companies to organizations wholly owned by the registrant. 

In enacting the Lanham Act in 1946, the Seventy-ninth Con- 
gress added the word ‘‘legitimately’’ to Sections 5 and 45 to satisfy 
those concerned with the possibility that use of trademarks by 
related companies might be employed to evade the anti-trust laws. 

While the Lanham Act is the initial statutory authority for 
the licensing of trademarks, there is no ground for concluding that 
trademark licensing was not recognized before the enactment of 
the Law just as it is wrong to conclude that the Lanham Act 
broadened the field. 


Valid Licenses before Trade-Mark Act of 1946 


It will be interesting to consider various trademark licenses 
which had judicial recognition before the effective date of the 
Trade-Mark Act of 1946: 

In Bacardi Corporation of America v. Domenech, Treasurer 
of Puerto Rico et al., 311 U.S. 150 (1940), 31 TMR 2, the United 
States Supreme Court recognized that every valid trademark 
license must include provisions by which licensee’s various uses of 
a licensed commercial emblem and the quality of the goods upon 
which it is used must be closely controlled and supervised by the 
licensor. Mr. Chief Justice Hughes, in commenting upon the facts 
in the case, observed that: 

‘‘Under petitioner’s agreement with the Cuban corpora- 
tion all rum designated by the described trade-marks (which 
were Bacardi and Bacardi y Cia) and labels was to be manu- 
factured under the supervision of representatives of the 

Cuban corporation and to be the same kind and quality of 
rum that the latter manufactured and sold.’’ 
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In order to arrive at its decision that the Puerto Rican statute 
being tested by the litigation was unconstitutional, the court had 
to and did recognize the validity of the trademark arrangement 
between the Cuban corporation and Bacardi Corporation of 
America. 


Then there was the type of license under the terms of which 
licensor initially established necessary control over the quality of 
the finished product bearing its trademark, a vital element of every 
valid trademark license, by supplying to the licensee one or more 
principal ingredients, manufacturing instructions for and periodic 
inspection, tests, etc. of the final product, as well as its manufac- 
turing process. 


The Coca-Cola Company’s various licenses for its coca-coLa 
trademark always have been notable. This organization sells its 
syrup for preparation of a fountain drink at the point of sale by 
injection of a specified quantity of the syrup into carbonated 
water. The syrup is also sold to bottlers for controlled combina- 
tion under another formula with carbonated water for immediate 
bottling. A license to use the coca-coua trademark is granted to 
each point of sale as well as each bottled product user of the 
syrup. While the over-all terms of the two licenses vary, both 
include detailed provisions for periodic, rigid sanitary and other 
inspections of plants, supervision of mixing and bottling processes, 
and licensee must periodically furnish licensor with a sample of 
both licensor’s syrup and licensee’s point of sale or bottled prod- 
uct for chemical and other tests by licensor so as to continuously 
assure a wholesome product of uniform quality. The ‘‘bottler’s’’ 
type of trademark license may also involve use of coca-coLa not 
only as a trademark, but as part of licensee’s corporate or trade 
name as well. 


In pre-Lanham Law days, certain manufacturers of flour 
validly licensed their respective trademarks for use on bread made 
with the particular licensor’s flour product. 


The trademark of a rayon yarn was also licensed by its manu- 
facturer for use on a fabric manufactured from such yarn, such 
licensing incorporating the same strict provisions for rigid control 
over the quality of the finished product, its process of manufacture, 
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as well as all uses of the trademark upon the fabric, or in its 
advertisement or promotion. 

The manufacturer of woolen cloth licensed its exclusive trade- 
mark for that product to clothing manufacturers with provisions 
in the license for strict control by the licensor over every and any 
use of the trademark on or in connection with items of apparel 
made from such cloth. Licensor’s control also extended over the 
quality and mode of manufacture of such goods. 

Cotton piece goods were long sold by their manufacturer to 
selected custom makers of shirts and blouses with a license to use 
the exclusive trademark of the piece goods manufacturer on shirts 
and blouses manufactured from the piece goods. 

Our courts have also approved the granting of exclusive 
United States sales rights for certain foreign-made products with 
a license to use the foreign manufacturer’s trademark on the goods 
as though it were the U. S. distributor’s exclusive emblem. At 
times such an arrangement also included a grant of manufacturing 
rights to the U. S. exclusive distributor-trademark licensee and his 
use of the licensed trademark on goods so manufactured. Finally, 


registration of the trademark in the United States by the Ameri- 
can licensee buyer, and sometimes manufacturer, was permitted 
on the theory that he or it was the owner of the mark in this 
country even though such rights were limited by the license. 


Another well-recognized pre-Lanham Act type of license was 
one for the use of licensor’s trademark upon and in connection 
with goods manufactured under one or more patents also owned 
by the trademark licensor. The licensor, of course, did not supply 
any ingredients for the product as did the Coca-Cola Company, as 
well as the flour, yarn, fabric and other organizations previously 
referred to. Some, and perhaps even full, necessary control over 
the quality of the product bearing the licensed trademark was in 
some cases found to exist merely because it could be shown that 
the trademark licensor’s patent was accurately followed with 
good materials and sound manufacturing procedures. The theovy 
undoubtedly was and still is that the patent licensor’s trademark 
appearing on such a product does not signify any manufacturing 
origin for the goods, but rather that it was made in accordance 
with the patent or patents involved. In such a situation the trade- 
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mark-patent licensor must make provision in the license for and 
actually supervise production methods and control the quality of 
the finished product so as to completely preserve his exclusive 
right in the licensed trademark. He must never take it for granted 
that this will be the trademark licensee’s procedure. Such con- 
trols must never be provided for in the patent license, but in a 
separate and distinct license or consent to use the trademark. All 
adjudicated cases involving combination trademark and patent 
licenses give warning that close supervision and control over the 
quality of the product bearing the licensed trademark must be 
provided for in the license or consent to use the trademark, and 
since such supervision and control cannot emanate from the patent 
license, the only safe procedure is to prepare and execute (simul- 
taneously, to avoid practical difficulties) two distinct and separate 
license documents. 

A further type involves the licensing of a commercial emblem 
by its owner to an organization after he, the trademark owner, 
becomes associated with the prospective licensee, usually in a 
position of authority or influence. In this situation, it can well 
be assumed that the partner or high-level employee status of the 
licensor with the licensee-user of his exclusive emblem prevents 
any deception of the public. Certainly, since the licensor is so 
closely connected with the licensee-user of the trademark, neces- 
sary control over the use of the mark and the quality of the goods, 
upon which the validity of the license depends, would almost seem 
a foregone conclusion. It has been held in the’ past that a partner 
may license his firm to use a trademark he personally owns with 
the partner retaining complete ownership of such licensed trade- 
mark. 


In any situation where a trademark license emanates from 
an organization or a company which is related by stock ownership 
to the licensee, there is initially at least a dormant power of con- 
trol by licensor over the use of its trademark. If the licensor in 
such a case has controlling voting power of the licensee organi- 
zation, the courts have found no difficulty in sustaining the validity 
of the license. 

The situations just discussed are examples of valid trademark 
licensing practiced without the benefit of the statutory authority 
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set forth in the Trade-Mark Act of 1946. It is important to note 
that there has even been some judicial approval of licensing a 
trademark for use by the licensee on commodities not within either 
the manufacturing or selling experience or activity of the trade- 
mark-owner-licensor. In one case, a trademark previously used 
by its owner on items of men’s and women’s clothing was licensed 
by that organization to a hat manufacturer. In an infringement 
proceeding by the trademark owner, the defendant raised the 
defense of unclean hands premised on this license, and alleged 
resulting fraud on the public. The court concluded that no fraud 
had been proven and that the license was valid since the plaintiff 
by his testimony had shown that it passed on the quality of the 
hats bearing its trademark as well as the various models and 
styles of hats manufactured and sold by the licensee under the 
terms of the trademark license. 

Another case involved a license of the trademark scuick by 
its owner to one organization for razors, and to another for electric 
shavers. The validity of each license depended on control over 
the quality of each licensee’s goods, such control emanating from 
an accurate, full and proper utilization of a patent owned by the 
trademark owner, and the court held both trademark licenses as 
valid. 

We must keep in mind that licensing a trademark for use on 
goods made under a patent of the trademark owner can involve 
the trademark in real danger since a court may allow the licensee’s 
claim that the trademark will, upon expiration of the patent, be 
a generic expression available to everyone. While the United 
States Supreme Court so held in Singer Manufacturing Co. v. 
June Mfg. Co., 163 U.S. 169, the Court of Appeals for the 5th 
Circuit in the Singer Manufacturing Co. v. Briley, 99 USPQ 303 
(1953), 44 TMR 405, affirmed the District Court’s finding of 
law that Singer has completely re-established its exclusive trade- 
mark rights in the word stncer, undoubtedly because that organi- 
zation during the past 25 years has extended the use of its mark to 
a large number of products very different from the sewing machine 
covered by its basic patent involved in the June litigation. 

There is another rather unique type of license that has become 
more widely used during the post-war years mainly because of 
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the pre-war commercial success the pioneer in this type of license 
enjoyed. 

If the various characters of Disney movies as well as Howpy 
DOODY, HOPALONG cassipy, the emblem of NBC’s pine pone scHOOL 
program, have any trademark standing, it is as entertainment 
service marks. The Disney organization has long licensed indi- 
vidual or groups of its animated movie characters to various 
manufacturers as trademarks for specific goods covered by each 
license, and others have followed such procedure with similar 
devices. Relying upon Section 5 of the Lanham Act, various 
licensors of such emblems have effected registrations in their own 
name of their emblems as trademarks for the goods of licensees. 
There is little, if any, doubt that such licensors of entertainment 
service marks have valid trademark rights in their respective 
emblems for various goods of duly licensed trademark users of 
such emblems. 

This type of license, granted by individuals or organizations 
who never have manufactured or sold, do not presently nor will 
probably ever manufacture or sell, any kind of consumer goods, 


has at least been partly responsible for the new school of trade- 
mark thinking previously referred to, holding that a well promoted 
or advertised commercial emblem does not identify the manufac- 
turing or selling origin of its goods, but that it is the vehicle for 
the creation of a distinct and separate market in which the goods 
are immune from everyday competition. 


With regard to the general question of licensing trademarks 
and other commercial emblems as it stands today, it is impossible 
to accurately fix the separating boundary line between valid and 
invalid types of licenses. The law is still that uncertain and in- 
consistent. Over-all licensing with judicial definition of certain 
valid types had a firm foothold before enactment of the Lanham 
Act. Applicable provisions of that law have affirmed their validity 
and given us certain fundamental guiding principles. 

Commercial emblems or trade symbols are one of the strongest 
species of monopoly which may be owned and exclusively used as 
such in perpetuity dependent upon the owner’s conduct, including 
his acts of commission as well as those of omission. The fact that 
exclusive commercial emblems can be the vehicle for trade regula- 
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tion difficulties such as restraint of trade or suppression of com- 
petition must never be lost sight of. 

Every proposed commercial emblem license initially involves 
careful consideration of its overall facts to determine: 

1. What the intentions of the parties are and what means 
will be used to accomplish them. 

2. More important, however, regardless of such inten- 
tions, what will be the effect or results of operations 
under the proposed license. 

While a commercial emblem license standing by itself may be 
valid, this will not help the parties if the pattern of conduct under 
it spells out illegal restraint of trade or suppression of competi- 
tion. A license of this type must never be capable in any way of 
acting as a ‘‘tool to circumvent free enterprise and unbridled 
competition.’’ In this regard, it is not proper: 

1. For licensor to stay out of licensee’s field of operation 
if the goods are identical or similar. There are also 
real dangers to exclusive rights in trademarks in many 
foreign countries on account of their non-use by the 
owner, registered or otherwise. 

2. For licensee to do likewise. This very possible prac- 
tice is a very good reason for periodic checks to make 
sure no trade regulation situation is developing. 

The following are specific provisions which should be included 
or omitted, respectively, from any commercial emblem license by 
way of at least making every effort to avoid trade regulation diffi- 
culties. It must never be forgotten that such litigation is not only 
protracted and expensive, but that a final judgment may include 
a Court order for dedication of the defendant’s trademark. 

1. Division of sales territories must never be a part of any 
trademark license. Carefully avoid any language of exclusion with 
regard to licensor’s or licensee’s sales territories. It is equally 
dangerous to specify any territorial or other limitation for either 
licensor’s use of its own trademark or the commercial interest in 
such trademark granted to licensee. Every effort must always be 
made to omit limiting provisions of any kind. 

2. If, for practical reasons, licensee will distribute and sell 
only in the United States and insists upon such a limitation in the 
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license, it is advisable to consider a provision for such license that 
licensor will approve sales of the product or products identified by 
the licensed trademark in any part of the world except in such 
specific countries where there is no possibility of avoiding dangers 
to licensor’s exclusive rights in the trademark arising out of its 
use by any third party. 

3. Any provisions with regard to minimum or maximum 
sales quotas or specific prices for goods bearing the licensed trade- 
mark must be omitted. There is, of course, no fair trading of a 
product moving into export markets. If a quota of any kind must 
be stated in the license for any reason, it can only be a minimum 
quota. 

4. If practices of either or both parties under a commercial 
emblem license agreement are contrary to its provisions, trade 
regulation litigation may of course result regardless of the pro- 
visions of the agreement. Therefore it is almost mandatory to set 
up a procedure for periodic checks of practices under the agree- 
ment to make sure that there is no possibility of trade regulation 
litigation either in the United States or any foreign countries. 

5. Where the licensor is a reasonably large organization, it 
is important not only to periodically survey licensee’s operations 
under the agreement but to also periodically survey licensee’s 
position in its market, to watch its growth so that licensor will not 
suddenly find itself in the position that licensor is not in fact com- 
peting with licensee as it should—such lack of competition being 
caused by the trademark license. 

6. Keep in mind that a trademark license must never in any 
way interfere or attempt to control any use by licensee of its own 
trademarks. 

7. Care must also be taken in drafting any trademark agree- 
ment not to divide particular types of the licensed product upon 
which the licensed trademark will appear between the parties to 
the agreement. In other words, if the licensed product comes in a 
half a dozen different types, it is improper by the agreement to 
assign three to licensor and the remaining ones to licensee as far 
as use of the trademark is concerned. 


Whenever the goods covered by a trademark license are 
products in which the licensor has a manufacturing and sales 
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interest, licensor must continue the manufacture and sale of such 
goods under the licensed trademark, not only to preserve his ex- 
clusive rights in those parts of the world where use by a licensee 
does not enure to his benefit, but to avoid possible trade regulation 
difficulties as well. 

A trademark license situation can involve trade regulation 
difficulties because it illegally divides various markets for identical 
products bearing the same trademark and sold at discriminatory 
prices. Licensor and licensee by a trademark license may not, for 
instance, divide the market for a certain chemical product, with the 
building trade allotted to licensor at a low price while the dental 
trade is reserved for licensee at an exorbitant price. 

Section 5 of the Lanham Act provides that any licensee’s use 
of a trademark shall enure to licensor’s benefit and that he may 
effect registration in his own name based upon such use of the 
trademark by the licensee. Any licensee’s use of a trademark upon 
or in connection with goods which never have been, are not and 
probably never will be a part of licensor’s business would not in 
any way seem to involve the possibility of trade regulation 
problems. 

Necessary and Advisable Provisions for a 
Trademark License Agreement 

Consideration must be given to the various elements of a 
strong, sound license of any commercial emblem. Once the neces- 
sary trade standing of any proposed licensee has been established 
and any possible trade regulation difficulties have been eliminated, 
we must make sure that appropriate provisions in the agreement 
assure licensor’s complete control over the quality of the product 
bearing the licensed trademark as well as the same control over 
every and any other use by licensee of the licensor’s trademark 
in connection with the goods covered by the license. 

A. The term of the agreement and renewal provisions should 
be definite, and the agreement must include a suitable termination 
clause. In event of any breach, licensor should carefully exercise 
such rights under the agreement. 

B. The agreement must provide a time limit for disposition 
of goods bearing licensed trademark on hand on any termination 
date. 
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C. Detailed specifications of product or products to be iden- 
tified by licensed trademark with reference to ingredients and 
manufacturing process, etc. must be included in the agreement. 

D. Licensor must be required by the agreement to submit to 
licensor for his written approval a pre-production sample of any 
product or products, with a further provision that no production 
will start until such approval has been given. 

EK. Proofs of labels, wrappers, or cartons using licensed trade- 
mark must be submitted by licensor for licensee’s written approval 
before any use by licensee. 

F. The agreement must also stipulate that preliminary writ- 
ten approval by licensor is necessary for all proofs of any promo- 
tional pieces and ads showing licensed trademark. 

G. Royalty provision—usually about 4% or 5% of net whole- 
sale price. 

H. Include a provision for payment, by licensee at the time 
of execution, of a specified sum of money to be applied by licensee 
against future royalties when due, with no part of such an advance 
to be returned to licensee under any circumstances. 

I. Provision with regard to minimum quota of sales of goods 
bearing licensed trademark. 

J. Stipulate whatever trademark registration, copyright or 
other notice is to appear in connection with licensed trademark 
as used by licensee. 

K. Provision that only licensor may apply for any protection 
of the commercial emblem as used upon or in connection with 
licensee’s product or products, and that licensee will fully co- 
operate by furnishing any necessary information and specimen 
materials needed by licensor for any trademark, copyright or any 
other application in licensor’s name for protection of licensed 
trademark. 

L. Care must be taken to provide for control by licensee over 
use of licensed trademark by licensee’s distributors and dealers. 


M. Licensee must be required to notify licensor of any and 
all infringements of the licensed commercial emblem, and he must 
be asked to agree not to take any action without the written con- 
sent of licensor. 
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N. Licensee may insist on an exclusive license. In this regard 
it must be kept in mind that there have been cases in which an 
exclusive license of a trademark has been deemed to be an assign- 
ment of the mark for the goods covered by the license. If any 
exclusive license of a mark is for goods in which licensor never 
has had, has no present interest, and is not likely to have any 
future interest, this possibility must not be ignored. 

O. A provision that the license may not be assigned except 
upon licensor’s written consent is very advisable. 


Licensing in Foreign Countries 


Any consideration of trademark licensing would not be com- 
plete without including important foreign aspects: 


Great Britain and the Countries of the British Commonwealth 


With the 1938 amendment of the British Trade Marks Act, 
Great Britain established a procedure for use of any registered 
trademark by persons or organizations other than the registered 
owner, and certain countries of the Commonwealth have followed 
suit. The registered user license must include two essential ele- 
ments. First, the specifications and standards of licensee’s 
product bearing the licensed trademark must be those of licensor’s 
product or must be approved by licensor. Second, licensor must 
have the right to inspect licensee’s manufacturing procedure and 
the finished products bearing licensed trademark. Any registered 
user may be entered for a specified or an unlimited term, and it 
may be exclusive or non-exclusive but must always be recorded. 

The following countries of the Commonwealth have adopted 
the Mother Country’s registered user procedure: 

Australia, Canada, New Zealand, Union of South Africa, 
India, Pakistan, Singapore, North Borneo, Barbados, Southern 
Rhodesia, Malaya, South West Africa. 

The remaining countries of the Commonwealth follow the 
pre-1938 Great Britain procedure that use of any trademark by 
someone other than the owner tends to vitiate it. Whenever a 
trademark owner finds it necessary that goods of licensee, or any 
other user of its trademark, such as a subsidiary or controlled 
company, be shipped to any of these countries, the only safe trade- 
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mark procedure is to carry dual corporate information identifying 
the registered owner of the trademark as the exporter. 


Latin America 


In Latin America the trademark laws of Mexico and Brazil 
require the recordal of every trademark license. The remaining 
22 republics permit the licensing of any trademark, whether regis- 
tered or not. Such licenses need not be recorded, but that pro- 
cedure may be followed in: Chile, Cuba, Costa Rica, Dominican 
Republic, Honduras, Salvador and a few others. Recordal of the 
terms and limitations of a license is advisable in view of often 
unexpected economic and political upheavals almost anywhere in 
that continent. In addition, there are user requirements of trade- 
marks, whether registered or not, in quite a few of the Latin 
American countries. Without recordal of the license there is a 
question of licensee’s use enuring to the benefit of the trademark 
owner. Use by a recorded licensee, however, meets such user 
requirements. Use of a principal’s or licensor’s trademark as 
part of distributor’s, dealer’s or licensee’s assumed trade names 
is a common practice in Latin America, and must be watched, par- 
ticularly in view of substantive rights in the trademark that may 
flow to such users of it. 


Continental Europe 


Greece prohibits the use of a trademark on goods not manu- 
factured by the trademark owner. The one exception is a situation 
where the licensee merely completes or assembles the products 
from components manufactured by the trademark owner under 
instructions from and perhaps even supervision of such trademark 
owner. The Greek statute in question includes a provision for an 
injunction against any sale in Greece of goods offending against 
these statutory provisions. 

Holland presents a special problem since use of a trademark 
by a licensee does not enure to the benefit of the trademark owner. 
The trademark owner must therefore always be sure to ship goods 
bearing his trademark into that country at least once every three 
years. 

The trademark law of Belgium construes use of a trademark 
by a licensee as creating a right of co-ownership in the licensee. 
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Any Belgian trademark license must always include an express 
waiver and disclaimer of any such right. 

In all other continental European countries, trademark licens- 
ing does not involve any special problems and is not unlawful. 

In all foreign trademark licenses, it is very advisable to insure 
the right of the licensor to insist on strict compliance with speci- 
fications and instructions regarding use of the mark and quality 
of the goods upon which it appears as well as proper marking 
of the goods to show that use of the trademark is made under 
proper authority with clear identification of the manufacturer or 
assembler of the goods. Such licenses should also specify the 
territory, define the exclusive or non-exclusive nature of the 
license, contain a waiver of any right, title or interest in the mark 
as a result of the licensed user, prescribe the term of the license, 
covenant that licensee will not use any similar trademark upon 
termination, and finally prohibit a transfer of the license without 
the written consent of licensor. 

In British countries with ‘‘registered user’’ provisions, the 
goods should bear the licensee’s name in association with the 
words ‘‘registered user.’’ In all other countries use one of the 
following statements followed by the trademark owner’s identi- 
fication : 

(1) ‘‘under contract with’’ 
(2) ‘*by authority of’’ 
(3) ‘‘under license from”’ 
or alternately: 
(4) ‘‘licensees’’ preceded by the name of such trademark 
licensee may be used. 

Most of the continental European countries are members of 
the ‘‘International Convention for the Protection of Industrial 
Property’’ which contains in its Article 5(d)(3) the following 
stipulation comprising international recognition of the principle 
of licensing trademarks: 


‘‘Simultaneous use of the same mark on identical or 
similar products by industrial or commercial establishments 
considered as joint owners of the mark according to the pro- 
visions of the national law of the country where protection is 
sought, shall neither prevent registration nor diminish in any 
way the protection accorded the said mark in any country of 
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the Union provided the said use does not result in inducing 
the public into error and is not contrary to public interest.’’ 


Trade Names 


Our courts have always taken a somewhat more lenient atti- 
tude with regard to the licensing of trade names. It is quite 
possible that this judicial attitude stems from the rather frequent 
practice of use of the same name by more than one organization 
with a qualifying phrase used by each when needed to explain the 
lack of any connection between the two. Various cases appear to 
be based on the assumption that exclusive use of a trade name is 
not required to the same extent as it is with trademarks for the 
purpose of protecting the public interest. Consequently, a trade 
name may be validly licensed without the various controls neces- 
sary for a valid trademark license. However, for the sake of 
complete protection of the licensor’s exclusive ownership in his 
trade name, particularly if it incorporates his entire principal 
trademark or the dominant part thereof, the same detailed trade- 
mark type of license agreement with regard to the use of the trade 
name by licensee is advisable. 

Whenever it is desired to license a trademark or the dominant 
part thereof for inclusion in or as the dominant part of the corpo- 
rate or trade name of a licensee, a detailed license agreement with 
complete safeguards for the licensor’s exclusive trademark prop- 
erty must be negotiated. Operations of the licensee under such a 
corporate or trade name agreement must be periodically checked 
to assure adherence by licensee to the various terms of the license 
agreement. Certainly laches with regard to violations of any 
provisions of such a license must be avoided at all cost. 


LL — 
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SOME TRADEMARK REFLECTIONS UPON DRAMATIC 
SEQUEL RIGHTS 


By Richard Wincor* 


No form of incorporeal property is of greater potential value 
to its owner than the right repeatedly to exploit, in fresh dramatic 
situations, a character of fiction who intrigues the public. There 
lies annual harvest and repeated feast. Falstaff in our own times 
could bring Shakespeare a house in Connecticut: Falstaff in Henry 
IV (Parts I and II), Falstaff in The Merry Wives of Windsor, 
Falstaff at Groton, Falstaff Returns, Rides Again, Defeats The 
U. S. S. R., Plump Jack disseminated through books, television, 
films, records and other media to the music of endless royalties 
and sporadic capital gains. 

Who owns Falstaff? Inevitably this worldly question would 
arise. It has, on several occasions, arisen with respect to more 
recent creations including Sam Spade,’ Mutt and Jeff? and others. 
The litigation resulting has done little to settle trademark prin- 
ciples in what appears, but only appears, to be essentially a prob- 
lem in copyright. Surely the time is ripe to explore new facts of 
life in the entertainment industry. And several possible results 
may prove surprising. 

In a proper case it may be the performing artist, not the 
author or producing company, who owns the sequel rights in a 
character of dramatic fiction. It may even be true that the author 
or actor owning such rights cannot contract them away. 

Now it is very well established that characters in a book or 
play do not always come within the ambit of copyright protection. 
They may, and then again they may not, depending on the skill 
and uniqueness with which they are brought to life. The point is 
simply that protection for the vehicle does not always mean pro- 
tection for its extricable elements—plot, characters and so forth, 
and the title itself never can be copyrighted. Before even thinking 
about sequel rights it is well to consider whether fictional charac- 
ters are protected even in the original work. 


* Member of the firm Lewis & Mound, New York; legal counsel to Shellric Corp., 
New York; member of New York bar; chairman of Committee on Trade Marks of the 
Federal Bar Association of New York, New Jersey & Connecticut. 

1. Warner Bros. Pictures, Inc. v. Columbia Broadcasting System, Inc., 102 F.S. 141 
(8S.D. Cal., Centr. Div., 1951; appeal pending). 

2. Fisher v. Star Co., 231 N.Y. 414 (1921). 
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And the test used is nothing new. A British court had this 
to say on the subject :* 


‘*But if a character is, so to speak, ‘lifted,’ or one or two 
single situations, the problem becomes more difficult. Can it 
be said that in relation to performing right, and to that right 
alone, individual ideas can be protected under the Act? If, 
for instance, we found a modern playwright creating a char- 
acter as distinctive and remarkable as Falstaff or as Tartuffe, 
or (to come to a recent classic) as Sherlock Holmes, would it 
be an infringement if another writer, one of the servile flock 
of imitators, were to borrow the idea and to make use of an 
obvious copy of the original? I should hesitate a long time 
before I came to such a conclusion. I should feel the same 
doubt in reference to the taking of an ingenious situation, for 
instance an improvement on the screen scene in ‘The School 
for Seandal’ or a new device for turning the tables on the 
villain provided that it was an unimportant incident in the 
play. Anyone may introduce into his show Harlequin, Pierrot, 
Columbine and Pantaloon, or their modern and more complex 
exemplars, just as anyone may use in the invention of a 
machine levers, toothed wheels, racks and pinions, connecting 
rods and the other well-known mechanical parts. It is the use 
which the author of play or film makes of these well-known 
characters in composing his dramatic scenes that the Court 
has to consider in a case of alleged infringement; in other 
words, the plaintiff has to show that the combination or series 
of dramatic events in the infringing work have been taken 
from the like situations in the plaintiff’s work . .. To hold 
the contrary would be to give a producer or novelist not only 
a monopoly in an idea, but a monopoly in an idea without the 
merit of novelty. The plaintiff, in order to prove his right, 
must at least establish that he is the author of the character 
or the idea in some possible sense of the word.’’ 

The American view has been stated by Judge Learned Hand.* 


‘“‘Tf Twelfth Night were copyrighted, it is quite possible 
that a second composer might so closely imitate Sir Toby Belch 
or Malvolio as to infringe, but it would not be enough that for 
one of his characters he cast a riotous knight who kept was- 
sail to the discomfort of the household, or a vain and foppish 
steward who became amorous of his mistress. These would 
be no more than Shakespeare’s ‘ideas’ in the plan, as little 
capable of monopoly as Einstein’s Doctrine of Relativity, or 


3. Kelly v. Cinema Houses, Ltd., Maecg. Cop. Cas. 362, 368 (1933). 
4. Nichols v. Universal Pictures Corp., 45 F.2d 119, 122 (2 Cir., 1930). 
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Darwin’s theory of the Origin of Species. It follows that the 

less developed the characters, the less they can be copyrighted ; 

that is the penalty an author must bear for marking them too 
indistinctly ... 

‘‘There are but four characters common to both plays, 
the lovers and the fathers. The lovers are so faintly indi- 
cated as to be no more than stage properties. They are loving 
and fertile; that is really all that can be said of them, and 
anyone else is quite within his rights if he puts loving and 
fertile lovers in a play of his own, whenever he gets a chance.’’ 
And so there are many stories, plays and scripts in which the 

characters are not protected by the copyright in the entire work. 
Perhaps one might refer to them as weak scripts or even weak 
copyrights, just as the courts sometimes refer to ‘‘weak’’ trade- 
marks. Their characters are in the public domain or so feebly 
armored by the copyright grant as to be soft prey. They leave 
very little to be said about sequel rights unless something changes 
the entire picture. 

On the other side of it there are performing artists, too, who 
are equally undistinguished. But there also exist on the publie 
scene certain actors and actresses known to be towers of strength, 
performers who shape even the shoddiest material in their own 
image, making it known to the public. In their hands even stock 
characters take on economic value susceptible of enlargement 
through sequel rights. 

In television, for example, the weak script plus strong per- 
former formula occurs all too frequently. There are many strong 
television writers who create important characters, but there are 
some who do nothing of the sort and are satellites to the program 
star. When the latter is true, the public does not identify char- 
acters portrayed on the screen with the creator, but with the 
interpreter-creator who portrays them. Staff writers often tailor 
their script material to fit the style of the performing artist. 
These are industrial facts, and the common law must reflect them. 

What legal consequences ensue in this situation? The original 
script is protected by common law copyright usually held by the 
author, if the author is a free-lance licensor, and by the package 
producer if the author is on staff. Only the actual original text 
is protected by copyright, and ‘‘weakly’’ so. 
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The characters, however, come to life in the hands of the 
program star. Millions of viewers are impressed, cry for more 
and buy the sponsor’s products. Suddenly the sequel rights become 
valuable; Smallstaff has become Falstaff, and he appears weekly. 
Who has the exclusive right to exploit him? The man in the street 
points to the performing star, and he may be right. 

Whatever property has come to exist in the play character 
has been created by memorable use, serving as a trademark or 
service mark for the entertainer who gave it immediate distinc- 
tiveness or quickly established secondary meaning. It is the use, 
not the act of conception that invests it with property attributes. 

Conceptually it appears sound to suggest that performance 
may create a quasi-property resembling a mark. Given a stock 
character Judge Hand would consider too indistinctly marked to 
be copyrighted, the performer may, even in one network broadcast 
reaching millions of viewers, work it into something capable of 
distinguishing the performer’s services. Style, gestures, speech 
mannerisms and costume confluesce, making a memorable symbol 
out of nothing. Thereafter the stock character is identified with 


its performing user; whether or not this happens is an issue of 
fact, no more inherently difficult of resolution than issues of fact 
created by claims of secondary meaning in slogans, names and 
other symbols. With property attributes now recognized in news, 
musical performances and the like, why not in play characters? 


The late Elizabethan and early Jacobean dramatists fore- 
shadowed this trademark analysis with their development of 
comic ‘‘humours”’, 2.e., analyses of play characters according to 
some overriding and distinct characteristic. In the hands of 
masters the written lines were enough; in the modern theatre, 
they are sometimes but not always enough. Where they are not, 
and the characters are indistinctly marked, who can deny that 
distinctive performance may create a brand or humour? By voice 
inflection, Tallulah can make a thinly written character distinctive. 
So can the unforgettable British actress, Joan Greenwood; so can 
Sid Caesar, Bobby Clark and others. This is a real theatre truth: 
uncopyrightable characters may become property through distinc- 
tive performance. Great acting transforms the pumpkin into a 
coach. 
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It is no longer true, moreover, that a property of this sort will 
be protected only in the event of public confusion as to source. 
It is immaterial that no one in his right mind will ‘‘confuse’’ 
comedian B with comedian A, or confuse the companies furnishing 
their service whenever B portrays a character made famous by 
his rival. New York, where these questions most often arise, has 
a ‘‘dilution”’ statute making the non-confusing use of another’s 
mark actionable if its value may be thus whittled away.’ Mis- 
appropriation is the issue, not confusion. 

We have, then, a hypothetical television series founded on a 
weak script tailored to a strong performer who invests the central 
characters with distinctiveness by his ability and style, making 
them properties which no one else may perform even though the 
public is not confused. The author or producer owns the original 
script, but not the sequel rights. 

Inevitably, by this trademark analysis, the performer in such 
a fact situation has exclusive rights to further adventures of the 
same character absent abandonment and other recognized de- 
fenses. The rules require no supporting citation. Trademark 
rights are created by use and belong to the user. The mark iden- 
tifies a going concern; it is appurtenant to a business entity and 
a symbol of good will. We have had all this over and over again. 
In the television case, it means just this: proposing the mark 
(writing the character’s lines) has less legal significance than 
developing the mark (performing the role). Use, not invention, 
is the key. 

It follows that performing artists may own sequel rights in 
particular cases, just as authors more usually will own them where 
the script is strong and the copyright co-extensive. A further 
point, however, remains to be considered. 

Few such problems in literary property are left to the courts. 
They are explicitly laid at rest by contracts instead. The division 
of rights has become a fine art; copyright lawyers take care of 
sequel rights by express agreement. 

Nevertheless there are grounds for suspecting such efforts 
with respect to sequel rights. For serial or sequel rights, as 


5. Gen. Bus. L. Sec. 361-a. 
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shown, come more within the domain of trademark principles than 
of copyright. Adhering still to orthodoxy, American trademarks 
cannot simply be handed around the way copyrights and patents 
can. They must remain linked in some measure with what they 
symbolize and should follow their user. Contracts that flagrantly 
violate this principle may be struck down despite the Hollywood 
market in titles, which is flavored by industrial facts all its own. 
Putting it baldly, performers’ sequel rights may be inalienable. 

Perhaps in this fashion we approach something like a ‘‘moral 
right’’—that favorite of European authors—for great actors and 
actresses. Perhaps trademark principles may couple orthodoxy 
with just reward. By the same token authors who create Pick- 
wicks, Falstaffs and Mrs. Malaprops may be found the owners of 
inalienable property rights when they, and not the performing 
artists, are identified as the source of those great creations. And 
when this is so, a grant of sequel rights by the author may be 
held void. Actor or author may benefit, depending on the facts. 

The trademark approach might improve the status of our best 
talents. By rewarding the real puppet-master it keeps pace with 
reality and promotes fair play. 


6. See U.S.C. § 1060; Arthur Murray, Inc. v. Horst, 110 F.S. 678, 43 TMR 501, 
(D. Mass., 1953). 
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CONFISCATION AND TRADEMARKS 
By Paul Abel* 


In an effort to furnish our readers with reliable information on interna- 
tional trademark law, the Editorial Board has contacted well-known specialists 
in foreign countries for the purpose of inviting articles, legal notes and 
decisions for publication in The Trade-Mark Reporter. The Board has received 
a number of informative articles in reply to this invitation and the first of 
these articles are printed therewith.—-ED. 


The formation of totalitarian States during and after World 
War I has led to widespread confiscatory measures. Difficult 
problems of international law, rather unknown before, were 
caused thereby, which also concern the legal position of trade- 
marks. Whereas formerly trademarks registered and/or used in 
several countries were protected in accordance with the law of 
the country of the origin of the trademark (principle of wniver- 
sality or accessoriety), the opinion prevails now that the ‘‘locus 
situs’’ of a trademark is the country in which it is registered or 
used (principle of territoriality). The concept that trademarks 
registered in several countries constitute an indivisible unity seems 
to be abandoned.’ 

Those and many other difficult questions of trademarks and 
international law were at issue in a lawsuit decided on December 
31, 1952 by the Civil Court at Basel-Stadt.’ 

I. The facts of this interesting case were briefly as. follows: 

1. Zeiss Ikon Aktiengesellschaft (abbreviated ‘‘A.G.’’), 
manufacturers of photographic, cinematographic and optical appa- 
ratus, had its seat at Dresden, now in the German Democratic 
Republic (thereafter referred to as ‘‘DDR’’.) and a branch at 
Stuttgart, now in the Federal Republic of Germany (thereafter re- 
ferred to as ‘‘DBR.’’). 


Under a Statute of June 30, 1946, the Government of the 
‘‘Land’’ Saxony (Eastern Zone of Germany) ordered on June 
1947 confiscation of the establishment of Zeiss Ikon A.G., Dresden, 
without any compensation whatsoever, such confiscation taking 


* Consultant on International Law and Industrial Property, London. 

1. See inter alia Abel. Konfiskationsmassnahmen und Gewerblicher Rechtsschutz, 
JURISTISCHE BLAETTER (Wien, 1951), p. 77 sequ.; Magerstein, ibidem; Bussmann, 
GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT (GRUR), p. 93 sequ.; Seidl- 
Hohenveldern, Internationales Konfiskations-und Enteignungsrecht, 1952, p. 99 sequ., 
and others. 

2. SCHWEIZERISCHE MITTEILUNGEN UEBER GEWERBLICHEN RECHTSSCHUTZ UND 
URHEBERRECHT, November 1953, p. 200 sequ. 
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effect July 1st, 1946. Since then the establishment has been man- 
aged by an organization called ‘‘Mechanik, Vereinigung volks- 
eigener Betriebe der Photo-, Kino- und Biiromaschinenindustrie’”’ 
(Mechanik, association of establishments owned by the People 
in the Photo-, Movie-, and Office Machine Industry) under the 
trade name MECHANIK ZEISS IKON vEB (thereafter referred to as 
MECHANIK). The recordation of zEISS IKON A.G. was cancelled in the 
Commercial Register of Dresden and entered as MECHANIK. 

2. Thereupon, Zeiss Ikon A.G., Dresden, held a general meet- 
ing of its shareholders in Stuttgart which resolved to transfer the 
seat of the Company to the latter place; registration in the Com- 
mercial Register of Stuttgart was effected a few days later. 

3. Zeiss Ikon A.G., Dresden, had been the owner of various 
trademarks—zzEIss IKON, CONTAX, SONNAR and TENAX, which were 
registered in Germany and at Berne under the Madrid Agreement 
for International Registration of Trademarks. The change of 
the seat of the Company to Stuttgart was recorded in the Berne 
Register. 

4. Mechanik continued the use of these trademarks for 
products manufactured at Dresden and exported these goods 
inter alia to Switzerland with a Swiss Company at Basel as 
general representative of Mechanik. 

5. Zeiss Ikon A.G., Stuttgart, sued the said Swiss Company 
in the Court of Basel-Stadt for trademark infringement and un- 
fair competition, asking for an injunction restraining the de- 
fendant Company from using the said trademarks. The Court 
decided in favor of the plaintiff company in an exhaustive judg- 
ment, with the Court referring to Swiss and other Court rulings 
as well as to various authorities in the field. 

II. The main arguments set forth by the Court may be sum- 
marized as follows: 

1. The above mentioned Statute of June 30, 1946 was based 
on an order of the Supreme Commander of the Soviet Military 
Administration, dated October 30, 1945. The Court held that 
neither the Government of the ‘‘Land’’ Saxony nor the said Com- 
mander had authority to alter the law of the German Reich 
(‘*Reichsrecht’’) with regard to extra-territorial matters, inas- 
much as under the Potsdam Agreement supreme power in matters 
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concerning Germany as a whole was exercised jointly by all 
Commanders as members of the Control Council and not by indi- 
vidual Commanders. The Court concluded therefrom that the 
Soviet Commander was not entitled to alter the legal position of 
the plaintiff Company outside the Soviet Zone of Germany. 


2. Furthermore, as the expropriation of Zeiss Ikon A.G., 
Dresden, was a confiscatory measure, it could not have any legal 
effect outside the DDR. The Court held: 


‘‘The Swiss Federal Court has repeatedly decided that the 
Swiss judge cannot recognize the effect in Switzerland of 
legal measures, especially in the sphere of public law, taken 
by foreign States which contradict fundamental principles of 
the Swiss law and, therefore, infringe Swiss public order 
(...). Protection of private property belongs to those basic 
principles in Swiss law—recognized also in Art. 46 (2) of the 
Hague rules on the war on land—, so that the expropriation 
of the Zeiss Ikon A.G. without compensation cannot be recog- 
nized in Switzerland as it is violating the public order (...)’’. 


3. The Court, therefore, ruled that the confiscation of the 
establishment at Dresden and the cancellation of the respective 


entry in the Commercial Register of Dresden could not effect the 
termination of the existence of the Company as a legal entity, so 
that the Company must be considered as still in existence; the 
Company at Stuttgart must be held to be identical with the Com- 
pany whose seat had been at Dresden. 


4. Regarding the trademark situation, the Court stated that 
the said Madrid Agreement was still in force between Switzerland 
and Germany as no state of war had existed between those two 
countries. According to the prevailing opinion, Germany—the 
German Reich—is still in existence in spite of the formation of 
the DBR. and the DDR. whose legal position is similar to countries 
who are not members of this agreement, as they are independent 
sovereign bodies. 


5. On the basis of the Court’s finding that Zeiss Ikon A.G. 
was still a legal body, with its present seat at Stuttgart, and since 
Switzerland was still bound to Germany by the Madrid Agree- 
ment, the trademarks, internationally registered in the name of 
Zeiss Ikon A.G., Stuttgart, must, as the Court pointed out, be 
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protected in the same manner as if they had been registered 
nationally in Switzerland by the Stuttgart Company. 

6. The Court then dealt with the allegation stressed by the 
defendant Company that Dresden was the locus situs of the trade- 
marks registered in the name of the Company in accordance with 
the principle of universality and unity of trademarks registered 
in several countries which applies also to the rights in interna- 
tional registrations based on home registrations. 

The Court did not adhere to this point view. The Court 
rejected the principle of universality (accessoriety), pointing out 
that—as international trademarks were protected as if registered 
nationally—Article 6 D, of the Paris Convention, as revised in 
London, applied, which provides that national trademarks shall 
be considered, as from the date of registration, as independent of 
the mark in the country of origin. The Court stated that the 
Swiss Federal Court has abandoned its former view of indivisi- 
bility of trademarks in favor of the principle of territoriality and 
declared that even if it were assumed that the Zeiss Ikon A.G. 
had been deprived of its marks registered in Germany with regard 
to the DDR. and if it were further assumed that those trademarks 
had been transferred to Mechanik in the said territory, that this 
would not change the legal position of the international trade- 
marks, so that Zeiss Ikon A.G., Stuttgart, which is identical with 
Zeiss Ikon A.G., Dresden, was the owner of the international 
trademarks in question. The Court added that with respect to 
the defendant Company and Mechanik the plaintiff Company could 
also claim prior use in view of its identity with the Dresden Com- 
pany and could rely on the prior use of the trademarks by the 
Dresden Company. 

7. The defendant Company alleged that Mechanik should be 
entitled to concurrent use of the said trademarks. The Court 
rejected the defense because of the plaintiff’s exclusive right to 
use the marks in Switzerland. 

8. As the use of the trademarks in Switzerland was not con- 
tested by the defendant Company, the Court granted the injunc- 
tion, irrespective of whether the defendant Company had acted 
with negligence which was, however, the case in the Court’s opin- 
ion. Possibility of confusion of the Swiss public was held to exist, 
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if the plaintiff Company’s trademarks appeared in Switzerland 
on goods manufactured by Mechanik, disregarding the question 
stressed by the defense, that the products of both parties were of 
different quality. 

The decision reached by the Court at Basel-Stadt is in agree- 
ment with the position taken by the West German Court,’ and 
conforms to the generally accepted principle of international law 
that confiscation is an act of sovereignty and its effects are limited 
to the State ordering it. The DDR. takes an opposite view. The 
Supreme Court of the DDR. has ruled in a decision dated October 
5, 1953* that the confiscation of an enterprise including its trade- 
marks in the Soviet Zone of Germany had become property of 
the people. The Court referred to the principle as set forth in 
the Potsdam Agreement concerning the maintenance of the polit- 
ical and economic unity of Germany and concluded therefrom that 
the effects of the confiscation extended throughout Germany, in- 
cluding also the DBR., i.e. trademarks owned by the confiscated 
enterprise belong to the group to which the business was trans- 
ferred, not only in the DDR., but also in the DBR. The Court 
emphasized that the Courts in the Western Zone have not accepted 
this point of view which is, according to the Supreme Court, in 
contradiction to the principles of the Potsdam Agreement. I do 
not think that this attitude is in agreement with recognized legal 
principles. 

I am now referring to a decision of the Austrian Supreme 
Court, the highest Austrian tribunal in matters of civil law, which 
has dealt also with fundamental questions of trademarks and 
international law and which arrives at similar results as the 
decision of the Swiss Court. This decision, dated May 10, 1950, 
was delivered in re: Hans Hoffmann v. Jiri Dralle, a case generally 
cited as the ‘‘ Dralle case.’”* 

I. The decision was based on the following facts: 

1. The firm of Georg Dralle, manufacturers of perfumery 
and soaps at Hamburg, had formed a branch at Bodenbach in 1910, 


3. See Reimer, KOMMENTAR ZUM WETTBEWERBS-UND WARENZEICHENRECHT, 3rd 
ed., p. 216 sequ. 

4. Reported in GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT (GRUR), 
(June 1954), p. 284 sequ. 

5. JOURNAL pu Droir INTERNATIONAL (CLUNET), (1950), p. 748; referred to 
inter alia by Seidl-Hohenveldern (note 2) and by O. Sommerich, THE AMERICAN 
JOURNAL OF INTERNATIONAL LAW, (1954), p. 88 sequ. 
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which was then in the Austrian province of Bohemia and became 
part of the Czechoslovak Republic after World War I. 

2. The plaintiff’s father and the plaintiff Hans Hoffmann 
himself have for many years been the Austrian agents of the 
Dralle establishments at Hamburg and Bodenbach. 

3. Various trademarks—such as DR. DRALLES BIRKENWASSER, 
DR. DRALLES BIRKENBRILLANTIN, MALATINE—have for many years 
been registered and used nationally and internationally in the 
name of Georg Dralle, Bodenbach. 

4. In 1945, the establishment in Bodenbach was confiscated 
as German property and has since been managed by the Czecho- 
slovak State as a national enterprise under the trade name grrr 
DRALLE, narodni sprava, Podmokly (the Czech name for Boden- 
bach). 

5. Ina lawsuit brought by Hans Hoffmann against the nation- 
alized enterprise Jiri Dralle at Bodenbach, it had to be decided 
who was entitled in Austria to the use of the internationally reg- 
istered trademarks of Georg Dralle, Bodenbach, protected in 
Austria under the Madrid Agreement. 


II. The Court held: 

1. The Austrian Supreme Court dealt first with the highly 
controversial question of State immunity, the action being directed 
against the Czechoslovak State as owner of Jiri Dralle. After 
reviewing decisions rendered in several countries and legal litera- 
ture throughout the world, the Court decided that State immunity 
could not be claimed if a state acted not as a sovereign but in 
matters of private law (acta gestionis as opposed to acta imperii). 
In the instant case, jurisdiction of the Austrian Courts could, 
therefore, not be denied, because the case related to commercial 
matters run by the Czechoslovak State. 

2. The Court then considered the question whether the con- 
fiscation of the establishment at Bodenbach had any effect in Aus- 
tria; the question was answered in the negative. The Court argued 
that the confiscation was a war measure, valid under Czechoslovak 
Law, but that war measures did not have to be recognized in non- 
belligerent countries. This applied also to Austria as it had not 
participated in the war, but had been brought into the war by 
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force. The Court arrived, therefore, though by a somewhat differ- 
ent argumentation, at the same result as the Swiss tribunal. 

3. The Court concluded from the just stated principle that 
Austria could not consider the international registration of Georg 
Dralle at Bodenbach to have been legally transferred with regard 
to the territory of Austria to the nationalized enterprise run by 
the Czechoslovak State. 

4, The question as to whether a foreign trademark protected 
in Austria shall be identified with the trademark registered in the 
country of origin is to be answered—as the Court pointed out 
further—according to Austrian law and not according to principles 
of the ‘‘jus gentium,’’ irrespective of the fact that Austria as well 
as Czechoslovakia were members of the Paris Convention, because 
it is up to each member country to construe the provisions of the 
Convention independently. 

5. The ‘‘telle quelle’’ principle embodied in Article 6 of the 
Paris Convention does not prevent a member State from protect- 
ing trademarks of foreign establishments though not protected 
in the country of origin. But even if a trademark is registered in 
Austria under that clause and is, therefore, registered under the 
so-called principle of accessoriety, that principle has not the effect 
that the trademark in Austria is subordinate to the trademark 
in the country of origin. The Court refused to accept the theory 
of unity of trademarks and of their localisation in the country of 
origin but adhered to the principle of territoriality, from which 
the Court concluded that war measures which had led to confisca- 
tion of businesses in a foreign Country and to forced transfers 
of trademarks could not effect the transfer of those trademarks 
in Austria. 

6. International trademark registration does not create uni- 
form international trademark rights. 

7. For these reasons the Court concluded that only Georg 
Dralle at Hamburg and its licensee in Austria, the plaintiff Hans 
Hoffmann respectively, and not the nationalized establishment at 
Bodenbach were entitled to the said trademarks in Austria. Deci- 
sion was, therefore, rendered in favor of the plaintiff. 


SS 
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NOTES ON TRADEMARK LAW IN ISRAEL 
By Dr. Reinhold Cohn* 


I. LAWS AND TREATIES 


a. When the State of Israel was established on the 14th of 
May, 1948, its first legislative act was the promulgation of the 
‘‘Law and Administration Ordinance’? which made applicable in 
Israel the law in force in the Mandated Territory of Palestine 
at the time when Palestine ceased to exist as a political unit. The 
same act also stipulated the validity and continuity of individual 
rights, including patents and trademark registrations. 

b. The law of Palestine was essentially composed of three 
elements : 

(i) the Ordinances promulgated by the Government of Pales- 

tine ; 

(ii) the Ottoman law in force at certain specified dates before 
Palestine was severed from the Ottoman Empire, which 
was gradually being superseded by the Ordinances of the 
Government of Palestine; 

(iii) the substance of common law and the doctrines of equity 
in force in England, which the courts were bound to apply 
subject to the Ordinances and the subsisting part of the 
Ottoman law and as far as these did not extend or apply. 


ce. The law on trademarks of Palestine was mainly based on 
the Trade Marks Ordinance, 1938, which embodied the principles, 
though not the whole substance, of the British Trade Marks Act, 
1905-1919. This was supplemented by the Merchandise Marks 
Ordinance, 1929, which is criminal! law only, and by the provisions 
concerning ‘‘Passing Off’’ contained in Section 33 of the Civil 
Wrongs Ordinance, 1944. 

These Ordinances were applied in Palestine in accordance 
with their own wording and as interpemted and supplemented by 
English precedents. 

This, then, was the law taken over by the State of Israel, and 
it has remained the source of trademark law up to this day. 


. * Patent attorney, Tel-Aviv, Israel; formerly patel attorney in Berlin, Germany; 
‘ebairman of Israeli group of A. I. P. P. I. 
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d. Palestine had become in September, 1933 a member of the 
International (Paris) Convention as revised at The Hague. The 
State of Israel adhered in March, 1950 to the Convention as 
revised in London. 

Israel has also adhered to the Madrid Arrangement concern- 
ing the Repression of False Indications of Origin, but not to the 
Madrid Arrangement for the International Registration of Trade 
Marks. 


Il. REGISTRATION OF TRADEMARKS—AUTHORITY 
AND PROCEDURE 


a. The competent authority for the registration of trade- 
marks is the Registrar of Trade Marks who, by tradition, is the 
same person as the Registrar of Patents and Designs. The cffice 
of the Registrar is also known as Patent Office. 

b. Every trademark application is examined mainly iu ‘ne 
following respects: 

(i) whether the application is in formal order; 

(ii) whether the trademark is distinctive; 

(iii) whether the trademark is excluded from registration by 
specific provisions of the law, and/or whether its regis- 
tration should be refused by the judicial exercise of the 
discretionary powers of the Registrar, or whether its 
acceptance for registration should be made dependent on 
disclaimers or conditions; 

(iv) whether confusingly similar marks are already on the 
Register for goods of the same description in the names 
of other persons. 


If the Patent Office raises objections to a trademark appli- 
cation, the applicant is notified and may argue his case in writing 
and, if he desires, orally at a hearing before the Registrar. , 

c. If no objection seems to be called for, the application is 
accepted. The acceptance is advertised in the Patents, Designs 
and Trade Marks Journal. 

Within three months of the publication, any interested person 
may make opposition. The grounds of opposition are not specified 
by the law. In practice, any of the grounds on which the Registrar 
may refuse an application in the examination stage before the 













Vol. 44 T. M. RB. 





THE TRADE-MARK REPORTER 


acceptance, is also available as a ground of opposition. In addi- 
tion, opponents frequently rely on their own common law rights 
in the same or confusingly similar marks. 

The opposition proceedings are conducted before the Reg- 
istrar. 

d. If an application is refused before acceptance or upon 
opposition, the applicant may appeal to the Supreme Court sitting 
as a High Court of Justice. If an opposition is rejected, the 
opponent may similarly appeal. 

It is noteworthy that comparatively very few appeals are 
made from decisions of the Registrar. This fact seems to reflect 
a great measure of confidence of the interested public in the 
competence of the Patent Office. 


III. REGISTRABILITY—DISTINCTIVENESS AND 
EXCLUSION FROM REGISTRATION 

















a. In order to be registrable, a trademark must consist of 
characters, devices or marks, or combinations thereof, which have 
a distinctive character. Containers, especially bottles, have been 
held not to be ‘‘marks’’ for the purposes of the Ordinance. 

‘*Distinctive’’ means adapted to distinguish the goods of the 
proprietor of the trademark from those of other persons. If the 
question arises whether a mark that is in actual use is distinctive, 
the extent to which such use has rendered the mark in fact dis- 
tinctive may be taken into account. This means that even a mark 
not inherently distinctive may acquire distinctiveness by use and 
recognition, and thus becomes registrable. 

b. The Ordinance specifically excludes certain groups of 
marks from registration. In practice, the most important among 
the excluded groups are: 

(i) Marks consisting of figures, letters or words which are 
trade descriptions of goods or classes of goods; words 
which bear direct reference to the character or quality of 
the goods; words whose ordinary signification is geo- 
graphical or a surname unless represented in a special 
manner. An excluded mark of any of these categories 

may become registrable upon proof that it has acquired 
distinctiveness. 
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(ii) Marks which are or may be injurious to public order or 
morality, or which are calculated to deceive the public; 
marks that encourage unfair trade competition, or con- 
tain false indications of origin. 

Marks identical with one belonging to a different pro- 
prietor and being already on the Register in respect of 
the same goods or description of goods, or so nearly 
resembling the earlier mark as to be calculated to deceive. 
However, in the case of honest concurrent user or of other 
special circumstances, the concurrent registration of iden- 
tical or closely similar marks may be permitted. 
Marks which contain, or so nearly resemble as to be cal- 
culated to deceive, the representation, name or trade 
name of a person, body corporate or association unless 
the consent of such person or persons has been obtained. 
ce. The stipulations regarding the exclusion from registration 
of some of the categories of marks listed above in para. b(i) are 
not always well understood by practitioners accustomed to the law 
and practice of other countries. 

(i) This is true in particular for words which bear direct 
reference to the character or quality of the goods. This 
group of non-registrable marks is distinguished from the 
equally unregistrable trade descriptions and includes in- 
herently descriptive terms but is not confined to these. 
The expression used by the law: words which bear direct 
reference to (the) character or quality (of the goods), 
are somewhat vague, and though the Patent Office has 
endeavored to find objective criteria, this is obviously 
not an easy task. The test applied as a rule by the Office 
is whether the mark is one that all interested persons 
should be free to use for bona fide reference to their 
goods. In addition, it is submitted that a mark should 
not be regarded as bearing direct reference to the char- 
acter or quality of the goods unless a person who is con- 
fronted with the mark but is not aware of the goods for 
which it is destined, can recognize these goods from the 
mark itself. This proposition has not been accepted so 
far by the Patent Office. 




















(iii) 










(iv) 




















IV. INTERNATIONAL CONSIDERATIONS INCLUDING THE 
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(ii) If the Israeli Ordinance is compared to the British Act 


it will be noted that the latter defines in positive language 
certain categories of marks that are registrable, while the 
law of Israel enumerates the categories that are excluded 
from registration. On the whole, the result is the same in 
both cases, but there are borderline cases in which the 
difference becomes apparent. Thus, under the British 
law an invented word qualifies for registration, and the 
difficulty consists sometimes in the analysis whether a 
word is really an ‘‘invented’’ one. Under Israeli law the 
mere fact that a word is invented is immaterial, for it may 
still bear direct reference to the character or quality of 
the goods. 

A surname is not registered as a trademark unless it has 
acquired distinctiveness. This is even true for names 
which are of rare occurrence in the country or language 
of origin, but the Patent Office tends to take a more lenient 
view in their regard, and in any case, it is easier to prove 
their acquired distinctiveness. Fancy names, though they 
may resemble real family-names, are registrable. 
Geographical denominations will rarely qualify for regis- 
trations if they are the names of places or regions where 
the goods concerned do actually, or may potentially, 
originate. Against this, no objection is as a rule made to 
the registration of geographical names that are fanciful 
in relation to the goods such as, in many cases, the names 
of rivers or mountains. 


“TELLE QUELLE” PRINCIPLE 


a. Israel, like Great Britain, belongs to those countries in 
which obligations arising out of international agreements do not 
take precedence over the municipal law and can not be imple- 
mented unless the municipal law is adapted to the agreement by 
legislative procedure. The ‘‘telle quelle’’ principle of Article 6 
of the Paris Convention can, therefore, be applied to the extent 
only as the stipulations of the Israeli law regarding the exclusion 
of marks from registration tally with the grounds of refusal 
allowed by Article 6 to the jurisdiction of the member States. 
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For all practical purposes the Israeli law fulfills the conditions 
imposed by Article 6. The seeming exceptions are surnames, as 
Article 6 does not expressly mention them among those trademarks 
whose registration may be refused by other countries even though 
they are registered in the home country. However, surnames can 
as a rule be regarded as lacking distinctiveness and may thus be 
excluded from registration without violation of the ‘‘telle quelle’’ 
principle. 

b. It is as a rule assumed that in a case in which a mark can 
be registered upon proof of acquired distinctiveness only, it is in 
the country where the registration is sought that the mark must 
have become distinctive. 

Israel has adopted a somewhat different practice, not for 
theoretical reasons but having regard to the fact that this is a 
small country with extensive international trade relations, and to 
the additional fact that very many of its citizens are immigrants 
from abroad. Under these peculiar circumstances it may, and in 
fact does, happen quite frequently that trademarks that have 
acquired distinctiveness by extensive use in the home country and 
in international trade, have not or almost not yet been used in 
Israel at the time when an application is made for their registra- 
tion in this country. At the same time, they may be remembered 
by inhabitants of Israel who had known them abroad. 

Obviously, if the registration of such marks were refused or 
postponed until they have become distinctive in this country, less 
than justice would be done to the proprietors of the marks and 
unfair competition would be encouraged. The Patent Office, in a 
true appreciation of the principles underlying both the law of this 
country and the International Convention, takes into consideration 
all the cireumstances of use of foreign marks, and where a bona 
fide applicant can show that he has made known abroad a trade- 
mark that is prima facie not registrable in Israel because of lack 
of distinctiveness or for one of the reasons stated sub III b. (i) 
above, and that has not been used in Israel to any substantial 
extent, he has a fair chance of obtaining the registration here. 

As a corollary of this practice, the failure of an applicant 
to obtain recognition of an alleged secondary meaning of his mark 
in the home country or in important other countries, especially in 
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those where the law is similar to that of Israel, will be held against 
him in Israel unless he can make out a strong case of locally 
acquired distinctiveness. In particular, the Patent Office will not 
as a rule register a trademark which has developed into a generic 
denomination in the country of origin, even if in this country the 
same development has not yet taken place. 


V. MISCELLANEOUS 


a. Use, License, Assignment 










Eee Gigs. ss 









nent 


(i) A registered trademark may be removed from the Reg- 
ister upon application by an interested person, if there 
has been no bona fide use of the mark during two con- 
secutive years immediately preceding such application, or 
if there was no bona fide intention to use the mark and 
no actual use thereof, unless the failure to use the mark 
was due to special circumstances in the trade and not to 
any intention not to use the mark. 











(ii) The law of Israel has not made provision for the per- 
mitted use of a trademark by a person other than the 
registered proprietor. It is to be assumed that agree- 
ments in the nature of licenses will be regarded as inad- 
missible and the mark in question will become liable to 
cancellation. 









The many problems connected with this question have 
not yet been decided by a local Court. For the time 
being they have to be answered deductively in the light 
of judgments of English Courts prior to 1938. Economic 
necessities have led to some apparently admissible and 
safe forms of cooperation between foreign trademark 
owners and local persons using the marks on the local 
market. There are now some cases where local manufac- 
turers use foreign trademarks for their local products 
with the consent of the foreign manufacturers concerned. 
In some cases the trademarks in question are registered 
in Israel outright in the name of the local manufacturer, 
with an undertaking to return them to the foreign owners 
if and when the agreement is terminated. In other cases 
the marks remain registered in the name of the foreign 
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owners and the latter are mentioned on the labels or 
wrappers of the goods in such a manner that the connec- 
tion between the marks and their foreign owners remains 
recognizable. 

A trademark can be assigned only in connection with the 
goodwill concerned. For the validity of the assignment, 
it is assumed that transfer of the goodwill regarding 
Israel is sufficient, irrespective of what happens to the 
mark and goodwill abroad. 

b. Abandoned Applications 

By express stipulation of the Ordinance, a trademark appli- 
cation may be treated as abandoned if it is not completed within 
one year by reason of default of the applicant. Foreign applicants 
are not always aware of this stipulation, and though the Patent 
Office will not readily make use of it, especially not in such cases 
where a serious discussion on the registrability of the mark goes 
on between the Office and the applicant, it is advisable that all 
actions of the Office be dealt with as promptly as possible. 
ce. Goods 

The official classification of goods is the same in Israel as in 
Great Britain and some other countries, now including also France 
and Italy. 

If a trademark is to be registered in respect of goods included 
in more than one class, separate applications must be made for 
the several classes concerned. 

An application is not accepted as a matter of course for all 
goods included in the same class, but only for those goods, or 
groups of goods, for which there is a bona fide intention of use 
of the mark. Certain classes are so wide that as a rule it can not 
be supposed that the same mark will be used for all the goods 
included therein, e.g., class 7 (machinery in general), class 9 (elec- 
tric, scientific, etc. apparatus), class 11 (heating, lighting, water 
supply). 

An especially careful wording of the list of goods is required 
for class 5 (pharmaceutical preparations, disinfectants, insecti- 
cides), as in all cases in which the mark is obviously destined for 
use in connection with a single product or preparation, the list of 
goods has to be confined to the latter. 
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NOTES FROM THE PATENT OFFICE 


Identification of Prior Registrations 
By Katharine |. Hancock* 


In an application for registration of a trademark, prior regis- 
trations of the same or similar marks owned by the applicant 
should be identified, according to Trademark Rule 7.6. 

The rule is not couched in mandatory terms, nor does it 
precisely define particular situations. Application of the rule calls 
for exercise of discretion and judgment in deciding whether the 
degree of similarity of the marks, and the degree of relationship 
of the goods, in a given situation, makes it advisable to claim 
ownership of a prior registration in a pending trademark appli- 
cation. The rule does not state that the prior registration should 
be on the same or related goods before identification of the regis- 
tration is necessary. As a matter of practice, identification of a 
registration is not generally required when the goods are different, 
unless there appears to be a relation between the goods which 
might be likely to cause the public to assume that the goods would 
have a common source or origin. 

If ownership of a registration is claimed in the original 
application, and the Patent Office search room copy of the regis- 
tration confirms the claim, the registration will not be cited as a 
reference. Information on a search copy which will be accepted 
to indicate ownership by applicant, is issue of the registration in 
applicant’s name, there being no later modification; or, if the 
original registration is not to applicant, then renewal of the 
registration in applicant’s name; acceptance of a Section 8 affi- 
davit by applicant; publication of the registration under Section 
12(c) by applicant; or any other action which has similar weight. 

If ownership of a registration is not stated, under circum- 
stances which, in the opinion of the Examiner, make it appropriate 
to do so, the registration will be cited by the Examiner as a refer- 
ence, and the registration will stand as a bar to the registration 
sought in the pending application. 

When a registration owned by an applicant is cited as a 
reference by the Examiner, it will be necessary, in order to over- 


* Trademark Examiner, U. 8. Patent Office; Member, District of Columbia Bar. 
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come the reference, for the applicant to prove title to the regis- 
tration. This can be done by submission of a title report from 
the Assignment Division of the Patent Office (for which the fee 
is $1.00), which shows title in applicant; or by submission, in lieu 
of title report, of some other acceptable showing of applicant’s 
ownership. An acceptable showing would involve more than a 
mere statement (even though in affidavit form) that applicant 
owns the registration. Such a showing might constitute an assign- 
ment or similar paper, or a complete verified explanation by 
applicant or by the assignor of the circumstances under which 
transfer of title was effected. 

Likewise, when a title report indicates title in someone other 
than applicant, applicant’s title must be proved. In other words, 
at any time a discrepancy appears between an applicant’s claim 
of ownership of a registration and the title of that registration 
as shown by the records of the Patent Office, a showing supporting 
applicant’s claim of title is necessary. 3 

The identification of a prior registration may be incorporated 
in the application, or it may be in a separate paper in the file. 
The new condensed form of registration certificate removes the 
need for placing such information in the application in any par- 
ticular manner. 

The purpose of requiring proof of title to prior registrations 
which are identified in applications is to assure accuracy of the 
data in each application file, and to prevent conflicting records 
in the Patent Office. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Bulgaria 
Re-Registration of Old Bulgarian Trademarks 


Our correspondent in Sofia reported that December 31, 1954 
has been fixed as the ultimate date for the completion of the re- 
registration procedure in the case of old Bulgarian trademarks. 
‘*Any Trade Marks remaining not re-registered, 1.e., not entered 
in the Trade Mark Register within this time limit, shall be con- 
sidered as abandoned, in spite of Re-registration Applications 
filed and official and other charges paid.’’ 


Denmark 
Pharmaceutical Trademarks 


As reported at 44 TMR 1074 a Bill dealing with pharmaceu- 
tical trademarks was being considered. We can now advise that 
branded ‘‘medical specialties’’ or pharmaceuticals must be regis- 
tered with the Board of Health under a new Pharmacy Act passed 
in Denmark on June 11, 1954, to take effect January 1, 1955. 
According to our correspondent: ‘‘There are very strict provisions 
regarding the conditions under which such special (brand) names 
can be registered. Thus, the quality of the product and the relia- 
bility of the producer must be acknowledged by the Board of 
Health and a registration will only be permitted if the product is 
based on a therapeutically important discovery. The registration 
will only be valid for 20 years and only in very exceptional cases 
can this period be extended by 5 years at a time. The Board of 
Health will keep a check on the price of the product which should 
be reasonable, and also its quality.’ 

Of considerable importance to U. S. pharmaceutical firms 
whose branded products are marketed in Denmark is the provision 
that trade names already in use on the effective date of the Act 
may upon application to the Board of Health be registered for a 
period of 5 years. After that time a registration is only possible 
subject to the strict conditions referred to above. 

While the Trade Mark Law as such is not affected by the new 
Pharmacy Act and the Officials of the Trade Mark Office have 
advised they will continue as heretofore to register trademarks 
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covering pharmaceutical preparations, it would appear that such 
registrations will be of little practical value since the use of trade 
names in this field henceforth will be controlled by the Board of 
Health quite independently of the Trade Marks Register. 


Dominican Republic 
Pharmaceutical and Medicinal Trademarks 


Law No. 3763 of February 15, 1954, which becomes effective 
January 1, 1955, provides that trademarks for pharmaceutical or 
medicinal preparations cannot be registered without obtaining 
previous approval by the Minister of Health. The law also pro- 
vides that it is necessary to obtain a license for the importation 
into Dominican Republic of all pharmaceutical specialties, drugs, 
foods and cosmetics. 

With reference to pharmaceutical licenses or food licenses 
heretofore obtained, they must be renewed at the end of each 
period of five years. If the licenses referred to are more than five 
years old, then they will have to be re-registered during the month 
of January 1955. 


Those licenses which are less than five years old must be 
renewed before the expiration of five years from the date of grant. 


Great Britain 
Standardization Marks 

The British Standards Institution proposes shortly to set up 
a Consumer Advisory Council whose function will be to advise 
industry on consumer needs and to inform the public about the 
safeguards available in the form of guaranteed standards of 
quality. Among other things the Council will be concerned with 
the correct use of Standardization Marks, particularly those used 
in the textile field. 


Greece 
Proposed Amendment of the Trademark Law 


According to information received from our Greek corre- 
spondent a Bill was recently introduced in Parliament dealing with 
the amendment of the existing Greek Trademark Law No. 1998/39. 
The Bill contains provisions, inter alia, for limited licensing of 
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trademarks where there is a close financial control between the 
licensor and licensee and certain other requirements are met. 
Haiti 
New Trademark Act 

The Government of Haiti has promulgated a new Trademark 
Act as of July 22, 1954. The effective date of the Act is November 
16, 1954. 

The new law abrogates the prior statutes of 1922 and 1937 
and introduces a number of significant changes including— 


—Provision for the protection of service marks. 

—Requirement that marks covering medicinal and pharma- 
ceutical products must be registered. 

—Provision for two month period within which opposition 
may be lodged to applications published in the Official 
Gazette. 

—Reduction in period of duration of registrations from 20 
years to 10 years. 

—Provision that home certificates are no longer required. 

—Requirement that registrants must file during first 

three months of the sixth year of registration proof that 
the mark is in use or that its non-use is due to special 
circumstances. 
(Note: In the case of marks already registered more 
than five years this proof of use must be filed during the 
first year after promulgation of the law, 1.e. prior to 
July 22, 1955.) 

—Right to registration is based on first use and a prior 
user may petition to cancel a later user’s registration 
provided action is brought within five years of the 
registration. 

—Licensing of trademarks is recognized. A license should 
be recorded and include measures to insure quality 
control. 

—The International Classification (British Schedule IV) has 
been adopted as the official classification. 

—Provision is made for protection of commercial names 
provided they are registered or provided they are owned 
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by citizens of a country according reciprocal rights to 
citizens of Haiti (in which case registration in Haiti is 
not necessary). 
Hong Kong 
Proposed New Trademarks Ordinance 

On October 6, 1954 a new Trade Marks Bill was read before 
the Hong Kong Legislative Council. This Bill follows rather 
closely the lines of the Trade Marks Act, 1938 in the United King- 
dom, and contains provisions for, inter alia, the assignment of 
registered trademarks without goodwill; and the entry of Regis- 
tered Users, including a whitewashing period which excuses pre- 
vious unrecorded licensed use of a mark if an application to enter 
the licensee as a Registered User is made within one year from 
the commencement of the Ordinance and the licensee is so entered 
as a Registered User. It is considered unlikely that any substan- 
tial changes will be made in the Bill before it is enacted into law 
and it is anticipated that the enactment will be in the very near 
future. 
Israel 

Opposition Proceedings 

The Israeli Supreme Court reversed the decision of the Regis- 
trar dismissing the opposition lodged by The Coca-Cola Company 
based on three trademark registrations for coca-coLa against an 
application for vira coxa in respect of similar goods. The Supreme 
Court, in rejecting the vira cota application, specifically held that 
the mark applied for ‘‘is liable to mislead and to encourage unfair 
competition. ”’ 

The Supreme Court reaffirmed in this decision well established 
principles such as: 

(a) that if an opposer alleges that a mark filed for regis- 
tration is likely to deceive, the onus of proof that this is not 
the case rests with the applicant; 

(b) that in dealing with this point, the Registrar has to 
view the position as of the date of the opposed application; 

(c) that the provision of 4 8(e) in respect to trademarks 
‘‘which encourage unfair competition’’ has been introduced in 
consequence of Article 10 bis of the International Convention 

and probably goes farther than the English Act; 
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(d) that how far a trademark is protected in another 
country is immaterial so far as Israel is concerned because of 
the territorial character of trademark law and the necessity 
of considering the special conditions of each case (citing 
De Cordova v. Vick Chemical Co. (41 TMR 520)). 


Discussing the question of knowledge by the public which will 
be taken into account by the Courts, the Court deemed that the 
knowledge of the new immigrants which they brought from their 
country of origin is to be considered, but found that the United 
States and Canada were not countries from which there was mass 
immigration to Israel and therefore knowledge of Americans or 
Canadians could not be attributed to the inhabitants of Israel 
generally. 

The Court also held that a mere possibility ‘‘that a connec- 
tion between the goods marked with the two marks may exist is 
sufficient to invalidate the second mark.”’ 


Spain 
Home Registrations for U. 8. Applicants 


A Ministerial Ordinance dated July 23, 1954 and published on 


October 28, 1954 provides that American applicants no longer have 
to file proof of a corresponding trademark registration in the 
United States in order to obtain a registration in Spain. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
The New Law of False Trade Descriptions. (Justice of the Peace, v. 118, 
August 21, 1954, pp. 526-528.) 
Trade Marks Assignments. (The Law Journal, v. 104, September 10, 1954, 
pp. 579-580.) 


” 5 9c Re gies 


' 


* Copies of these articles are available in the Association’s library. 
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WARWICK HOTEL PHARMACY, INC. et al. 
v. KAYE-BEE PHARMACY, INC. et al. 


N. Y. Sup. Ct., App. Div., Ist Dept. — June 8, 1954 


CouRTS—PRELIMINARY INJUNCTION 

Preliminary injunction denied where defendant used name WARWICK CHEMIST 
SHOPPE for its drug store located in Warwick Hotel and across the street from 
plaintiff, DORWICK CHEMIST SHOPPE, and prior use of another plaintiff of name 
WARWICK HOTEL PHARMACY, INC. since plaintiff WARWICK HOTEL PHARMACY, INC. 
had never engaged in business, DORWICK and WARWICK are not so alike as to cause 
confusion; there was no proof of secondary meaning in name WARWICK, and isolated 
instances of misdirected mail insufficient to show unfair competition. 


Appeal from New York Supreme Court, Special Term, N. Y. County. 
Action by Warwick Hotel Pharmacy, Inc. and Dorwick Chemist Shoppe, 
Inc. v. Kaye-Bee Pharmacy, Inc. et al., for unfair competition. Defend- 
ants appeal from order granting plaintiff’s motion for injunction pendente 
lite. Reversed. 

Walsh, Aarons & Salonger, of New York, N. Y. for plaintiff. 
Charles Sonnenreich, of New York, N. Y. for defendants. 
Per Curiam. 

An injunction pendente lite has been issued restraining defendants 
from using the name WARWICK CHEMISTs in the conduct of a drugstore at 
1348 Avenue of the Americas, New York City. 

There are two corporate plaintiffs. One of them, Dorwick Chemist 
Shoppe, Inc., conducts a drugstore under its own name at 1336 Avenue 
of the Americas, which is the southeast corner of 54th Street. The second 
plaintiff, Warwick Hotel Pharmacy, Inc., is a corporation, the capital 
stock of which is owned by the same interests as Dorwick Chemist Shoppe, 
Ine., but plaintiff Warwick Hotel Pharmacy, Inc., has never been en- 
gaged in business. Its only activity since its incorporation has been to 
pay its franchise taxes. 

Defendants’ store is north of 54th Street and is located in the War- 
wick Hotel, a prominent hostelry occupying the northeast corner of 54th 
Street. Defendants are tenants of the hotel, and have permission of its 
operator to use the name Warwick Chemists. Plaintiffs have never sought 
or obtained like permission with respect to the use of Warwick as part 
of a corporate name. 

Under the circumstances, we see no necessity for a temporary injunc- 
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tion, and no equity to be served in granting such relief. The names of 
Dorwick and Warwick are not so alike as to cause confusion. There is 
no proof of secondary meaning in the name WARWICK so as to afford any 
rights to plaintiffs. The isolated instances of alleged confusion in mail 
delivery, etc., as set forth in the record are not sufficient to show any 
unfair competition. 

The order appealed from should be reversed, with $20 costs and dis- 
bursements, and the motion denied. 

Dore, Presiding Justice, CoHN, CALLAHAN, Bastow and BoreIn, 
Justices, concur. 


UPTON HOUSE COOLER CORPORATION v. ALLDRITT, 
doing business as HURRICANE FAN COMPANY 


No. 25111 — Fla. Sup. Ct. — July 13, 1954 


UNFAIR COMPETITION—SCOPE OF RELIEF—COURTS—PLEADING AND PRACTICE 
The defendant in using a picture of plaintiff’s equipment in its advertising 
catalog and causing lines to be drawn through such picture with an ‘‘x’’ mark 
and using the word OLD to indicate that the equipment had been obsolete is 
not proof that defendant is attempting to palm off plaintiff’s product as its own 
and plaintiff is not entitled to injunctive relief. 

On petition for writ of certiorari to Circuit Court, Dade County, 
Florida, Carroll, J. 

Action by Lawrence L. Alidritt doing business as Hurricane Fan 
Company v. Upton House Cooler Corporation for an injunction. Defend- 
ant petitions for writ of certiorari to review ordet denying motion to 
dismiss complaint. Petition denied. 

Irwin E. Kott and Myers, Heiman & Kaplan, of Miami, Florida for 
petitioner. 

Claude R. Jones, of Miami, Florida for respondent. 

MATHEWS, Justice. 

This suit involves an application for writ of certiorari for the purpose 
of reviewing an order of the Circuit Court denying a motion to dismiss an 
amended bill of complaint. 

The original bill of complaint alleged that the respondent had pub- 
lished a catalog including pictures and descriptions for outdoor equipment 
and that petitioner also published a catalog advertising its equipment, 
which included a picture of a power ventilator sold by the respondent, and 
that the petitioner had caused lines to be drawn through such picture with 
an ‘‘X’’ mark and using the word OLD in connection therewith, all of which 
indicated that the equipment had been obsolete. It was alleged in the bill 
that the respondent had become damaged in his business reputation and 
the bill claimed damages in the amount of $50,000. The bill also prayed 
for an injunction restraining the petitioner from describing respondent’s 
equipment as op. Motion to dismiss the bill was filed on the grounds, 
among others, that this bill simply alleged that the respondent had com- 

















1304 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





mitted an actionable wrong by the publication of printed catalog or pam- 
phlet ; that it appears from the complaint that there is an adequate remedy 
at law and the same fails to allege sufficient facts to warrant equitable 
relief. The Chancellor granted this motion, dismissed the bill of complaint 
and allowed ten days within which to file an amended complaint. 

In due course an amended bill of complaint was filed which repeated 
the same allegations of the original bill, claimed the same damages and 
praying for an injunction enjoining the respondent from publishing a 
eatalog or pamphlet containing illustrations of the petitioner’s, or other 
competitors’, products in such a manner as to be false or degrading and 
from using pictures of petitioner’s equipment in a derogatory or false man- 
ner. There is little difference between the original bill and the amended 
bill except for the exhibits attached showing the pictures. There is no 
allegation of insolvency or irreparable damage. The bill alleges that the 
damages are ascertainable and prays that the Court fix and award such 
damages to the respondent. 

There is no allegation in the bill that the petitioner is attempting to 
sell a product put out by the respondent or to ‘‘palm off’’ on the public a 
product allegedly manufactured by it which was not manufactured by it. 
It appears from the allegations of the amended bill of complaint that the 
petitioner was attempting to show the differences between its product and 
that of the respondent and engaged in trade talk about the product put out 
by respondent as being oLp or obsolete. The cases of Florida Ventilated 
Awning Co. v. Dixon, Fla., 67 So.2d 215, and Airolite Co. v. Fiedler, 147 
F.2d 496, 64 USPQ 253, are not controlling in this case. The shop, or 
trade, talk in this case does not appear to have been for the purpose of 
‘*nalming off’’ the respondent’s product for that put out by the petitioner 
but appears to be for the purpose of showing that the product put out by 
the petitioner was more modern and was a superior product to that put out 
by the respondent. 

If the respondent has a case, it is for damages at law for a trade libel. 

In American Law Institute Restatement of Torts, Vol. 3, Sections 626 
and 627, it is stated that a trade libel may be defined as follows: 

‘*One who without a privilege to do so publishes an untrue state- 
ment of fact which is disparaging to the quality of another’s land, 
chattels or intangible things, under circumstances which would lead 
a reasonable man to foresee that the conduct of a third person as pur- 
chaser or lessee thereof would be determined thereby, is liable for 
pecuniary loss resulting to the other from the impairment of vendibility 
so caused.’’ 

In the case of Moore v. City Dry Cleaners and Laundry, Fla., 41 So.2d 
865, this Court said: 

‘<* * * Where * * * a party is amenable to suit— * * * and such 
party is made accountable under the fundamental law for an abuse of 
the right of free expression, a court of equity will not enjoin the com- 
mission of a threatened libel or slander; for the imposition of judicial 
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restraints in such a case would clearly amount to prior censorship, a 
basic evil denounced by both the Federal and State constitutions. An 
action at law will ordinarily provide a full, adequate and complete 
remedy in such cases; particularly where no breach of trust or contract 
appears, or where no continuing irreparable injury not compensable in 
a court of law is shown. * * *”’ 


We recognize that there are cases where injunctive relief may be 
granted, but this is not such a case. For a general discussion of this subject 
see 28 Am. Jur., Injunctions, Sections 117, 118 and 119. 

Petition for writ of certiorari be and the same is hereby granted, and 
the order complained of, be and the same is hereby quashed, with directions 
to transfer the cause to the law side of the Court, if application is made by 
the respondent within thirty days from the date of the mandate of this 
Court, and if no such request is made, that the amended bill of complaint 
be dismissed, without prejudice to the right of the respondent to file such 
suit on the law side of the court for damages as it may be advised. 
Roserts, Chief Justice, TERRELL and Sesrina, Justices, concur. 


THE PILGRIM LAUNDRY COMPANY, INC. v. 
BENWALL MANUFACTURING CO., INC. 


No. 13972 — D.C. E.D. N.Y. — July 15, 1954 


CourTs—MorTIons 

Defendant’s denial that there is competition between the parties is not a 

sufficient reason for denying to the plaintiff the protection which the law intended 

to provide for its trademarks against unfair competition. Plaintiff’s motion to 

strike answer and for summary judgment is granted with leave to defendant to 
amend answer. 

Action by The Pilgrim Laundry, Inc. v. Benwall Manufacturing Co., 
Inc., for trademark infringement and unfair competition. Plaintiff moves to 
strike answer and for summary judgment. Motion granted. 

Edward G. Roe, of New York, N. Y. for plaintiff. 
Charles Wapner, of New York, N. Y. for defendant. 
Byers, District Judge. 

This is a motion to strike the answer and grant summary judgment 
to plaintiff in an action for an injunction and other incidental relief by 
reason of defendant’s alleged infringement of plaintiff’s service marks, 
PILGRIM, THE PILGRIM LAUNDRY and the representation of a pilgrim. Also 
because of the use by defendant of the notation PILGRIM LAUNDRY in con- 
nection with the sale of laundry nets as shown by the exhibits attached to 
the motion papers pro and con, constitutes unfair competition. 

The plaintiff (a New York corporation) is a large, old, established 
laundry, catering to a considerable element of the county of Kings and 
adjacent counties of this district and the affidavit of its vice-president 
states in part: 

‘‘Net Sales of over two million ($2,000,000) have been accom- 
plished during the past three years.’’ 
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Defendant, also a New York corporation having its office in Brooklyn, 
manufactures laundry supplies including nylon laundry nets which are 
used by laundries in the performance of their function. It has adopted 
the word PILGRIM to designate such nylon laundry nets, and advertised for 
and solicited sales of its product under that name. 

The complaint alleges the registration of the plaintiff’s service marks 
THE PILGRIM LAUNDRY alone, and with a pictorial representation of a 
pilgrim ; its business existence since 1900; its advertising of the Service 
marks the identification in the public mind of the said marks with the 
plaintiff Company and the Service it performs; its ownership and regis- 
tration of the marks in the Patent Office. 

The adoption by the defendant in 1952 of the mark pimuerm for 
laundry nets with knowledge of plaintiff’s ownership of its said marks, 
notification by plaintiff to defendant in August of 1952 to cease its use 
of the said mark, and defendant’s continued and deliberate infringement. 

For its second cause of action the plaintiff realleges the foregoing and 
that defendant’s conduct is calculated to lead the public to believe that: 

‘‘Defendant’s business is Plaintiff’s business or that the goods 
and services of defendant or goods and serviees originating with or 
approved by, or have Plaintiff’s sanction and approval, and such acts 
constitute unfair competition.’’ 

The answer consists of denials in part; and denials of knowledge or 
information ; ete. 

The affidavit in opposition to the motion comes down to the denial 
that there is any competition between the parties, since defendants business 
is to sell its products to distributors and laundries and that many pro- 
prietors thereof will testify that they are not being deceived as to the 
origin of the defendant’s products. 

This is not a sufficient reason for denying to the plaintiff the pro- 
tection which the law intended to provide for its trade marks against the 
unfair competition of one who would appropriate it. 

The action of the examiner in rejecting defendant’s application to 
register the mark prueriM (October 7, 1953) is in line with the decisions 
cited by plaintiff. The language was: 

‘Inasmuch as applicant’s (defendant’s) laundry net bags may 
be used in a laundry service and common source or origin attributed 
to both bearing the same mark registration is refused in view of: 

509,798 The Pilgrim Laundry, Inc., May 10, 1949. (The Pilgrim 
Laundry & Design, Class 105). 

509,969 The Pilgrim Laundry, Inc., May 17, 1949. (The Pilgrim 
Laundry, Class 105). October 7, 1953.’’ 

The views above set forth are confirmed by the Commissioner’s ruling 
in Copacabana v. Breslauer, 101 USPQ 467 (44 TMR 987); see also 
American Beverage Corp. v. Yellon, 72 N.Y.S. 2d 614, 73 USPQ 418. 

The denials in the answer are perfunctory and are not to be deemed 
to raise any issue save that explained in the opposing affidavit above re- 
ferred to; that issue is legally insufficient. 
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The plaintiff’s motion will be granted with leave to defendant to serve 
an amended answer within twenty days from date of service upon its 
attorney of the order to be entered hereon, if there are any genuine issues 
of fact that can be so pleaded. 

Settle order. 


EL CHICO INC. ET AL. v. EL CHICO CAFE ET AL. 
No. 14776 — C. A. 5 — July 30, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Substantive law in actions for infringement governed by state law in absence 
of a Federally registered trademark. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
EL CHICO, used for plaintiff’s Spanish restaurant in New York, is a weak trade 
name and without proof of confusion or fraud or deceit by defendants in use of 

EL CHICO for Mexican restaurants in Texas district court’s dismissal of complaint 

is affirmed; and district court’s granting of injunction against EL CHICO Canning 

Company reversed since there is no proof that 32 states in which canning com- 

pany’s products are distributed includes New York, defendant’s cans are plainly 

labeled MEXICAN BRAND FOOD MADE IN TEXAS and plaintiff’s operation over a 

twenty-five-year period show no indication as against a non-fraudulent user that 

rights in trade name EL CHICO can be extended to canning business as natural 
expansion of plaintiff’s restaurant business. 

Appeal from District Court for Northern District of Texas, ATWELL, 
Ch. J. 

Action by El Chico, Inc. v. El Chico Cafe, El Chico Canning Com- 
pany, Inc., et al., for unfair competition. Plaintiff and E] Chico Canning 
Company, Ine. appeal from judgment for plaintiff in part and for de- 
fendants in part. Modified. 

Case below reported at 43 TMR 839. 


Clarence G. Campbell and Clarence P. Greer, of New York, N. Y. for 
plaintiff-appellant. 

Coke & Coke, John N. Jackson, and Clinton Foshee, of Dallas, Texas for 
defendant-appellant. 

John A. Erhard, of Dallas, Texas for defendants-appellees. 

Francis C. Browne, of Washington, D. C., and Gene Lary, of Dallas, Texas 
for all defendants. 

Before Hutcneson, Chief Judge, Rives, Circuit Judge, and Rice, District 
Judge. 

Rives, Circuit Judge. 
Plaintiff sought to enjoin all the defendants from using the trade name 

EL CHICO in their businesses. Jurisdiction was based on diversity of citi- 

zenship. The district court enjoined the defendant El Chico Canning 

Company, Inc. and dismissed the complaint as to the other defendants.” 


1. The findings of fact and conclusions of law of the district court are reported 
in 110 F.Supp. 640, 97 USPQ 270 (43 TMR 839), et seq. To avoid confusion, we 
shall refer to the parties as plaintiff and defendants, plaintiff-appellant and defendant- 


appellant. 
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Plaintiff appeals from that part of the judgment which dismisses the com- 
plaint against all other defendants, and the defendant El Chico Canning 
Company, Inc., appeals from that part of the judgment enjoining it. 

For the purposes of appeal, the findings of fact made by the district 
court are fully accepted by the defendant-appellant, and plaintiff-appellant 
concedes in brief that such findings ‘‘* * * are based on the overwhelming 
preponderence of evidence, except as to the interstate operation of the 
defendants other than the El Chico Canning Company, Inc. * * *.’’ How- 
ever, in a part of its argument to which we shall refer, the plaintiff- 
appellant implicity attacks also the finding ‘‘* * * that there was no 
fraud, nor deceit by the defendants in the continuation of their businesses, 
nor in their original establishment.’’ 

The plaintiff’s restaurant, El Chico, at Greenwich Village, New York, 
has acquired national and international fame, and caters to customers and 
distinguished visitors from different parts of the United States and from 
many other nations. It is Spanish in character, atmosphere, decorations, 
food and entertainment, and is considered one of the four or five leading 
night clubs in New York City. It was founded by a native of Spain, 
Benito C. Collada, in 1925 at 245 Sullivan Street, New York, and opened 
in 1930 under the corporate name of El Chico, Inc., at its present location, 
80 Grove Street, New York. It has consistently enjoyed very wide and 
favorable publicity through newspapers, periodicals, and trade publica- 
tions, extensive radio broadcasting and presently through radio and tele- 
vision appearances of E] Chico entertainers and musicians. In the twenty 
years from 1931 to 1951, its investment for advertising and promotion 
amounted to $489,000.00. 

The five defendant Cuellar brothers are of Mexican descent, born in 
Texas. In October, 1940, two of the Cueller brothers opened a restaurant 
known as El Chico Cafe at 3514 Oak Lawn Avenue, Dallas, Texas, which 
is still in operation at the same address. The first El Chico Cafe prospered 
and in October, 1946, the other three Cuellar brothers joined the first two 
in opening a second El Chico Cafe in Dallas. In November, 1947, El 
Chico number three was opened in Fort Worth. In January, 1949, El 
Chico number four was opened in Fort Worth. In June, 1949, El Chico 
number five was opened in Dallas. In March, 1950, El Chico number six 
was opened in Shreveport, Louisiana. In October, 1950, an El Chico Cafe 
was opened at the State Fair Grounds in Dallas. In September, 1951, 
El Chico number seven was opened in Longview, Texas, by El Chico Cafe, 
Ine., a Texas corporation. In November, 1949, El Chico Canning Com- 
pany, Inc., was organized in Dallas. The defendants’ restaurants do not 
furnish entertainment, and are not within the class known as night clubs. 
They are Mexican as distinguished from Spanish in food, furnishings and 
decorations. 

On October 8, 1940, an assumed name certificate was filed with the 
County Clerk of Dallas County, showing EL CHICO CAFE to be owned by 
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Gilbert Cuellar and Mack Cuellar. On September 18, 1947, these two 
registered the name El Chico together with a design or symbol? not claimed 
to be infringing with the Secretary of State of Texas pursuant to the 
Texas Statutes.* Later the name and symbol were assigned to a new partner- 
ship composed of the five brothers, and that partnership has issued franchise 
agreements for their use by the various cafes and the canning company. 
From 1941 to 1951, the defendants have spent approximately $100,000.00 
in advertising through newspapers, radio and other media. 

In November, 1949, the partnership composed of the five Cuellar 
brothers filed an application in the United States Patent Office for regis- 
tration of the name and symbol as a trade mark. The application lay on 
file without anything happening until September, 1950, when one of the 
Cuellars went to Washington for the purpose of getting action on it. 
Publication of the mark followed in the Official Gazette of the United 
States Patent Office. An attorney friend of the plaintiff called the publi- 
cation to plaintiff’s attention and thus it was that sometime near Christmas, 
1950, the plaintiff learned for the first time of the use of the name El Chico 
by the defendants. 

The plaintiff does not contend that it was entitled to protection of its 


2. This symbol includes the words EL CHICO together with a representation of 
the bust of a young Mexican male wearing a sombrero and having a serape thrown 
over his left shoulder and cactus at each side of the male character, all on a substan- 
tially oval background, employing a predominantly green, red and white color 
combination. 

3. Articles 850-851, Title 23—Brands and Trade Marks, Revised Statutes of Texas, 
1925: 

‘*Article 850—Infringement Enjoined. Every person, association or union of 
workingmen, incorporated or unincorporated having adopted a label trade mark, 
design, device, imprint or form of advertisement, as aforesaid, may proceed by 
suit to enjoin the wrongful manufacture, use, display or sale of any such label, 
trade mark, design, device, imprint or form of advertisement, and the manufac- 
ture, use, display or sale of any such counterfeit or imitation; any court having 
jurisdiction thereof may grant an injunction to restrain such manufacture, use, 
display or sale, and shall award the plaintiff in such suit such damages resulting 
from such wrongful manufacture, use, display or sale as by him may have been 
sustained. Where such association or union is not incorporated, suits under this 
law may be commenced and prosecuted by any officer or member of such association 
or union in his own name, for himself and for the use and benefit of such associa- 
tion or union. 

‘Article 851—Trade Mark Filed, ete.—Every person, association or union of 
workingmen, incorporated or unincorporated, that has heretofore or shall here- 
after adopt a label, trade mark, design, device, imprint or form of advertise- 
ment, shall file the same in the office of the Secretary of State by leaving two 
facsimile copies, with the Secretary of State and said Secretary shall return to 
such person, association or union so filing the same, one of said facsimile copies 
along with and attached to a duly attested certificate of the filing of same, for 
which he shall receive a fee of one dollar. Such certificate of filing shall in all 
suits and prosecutions under this chapter be sufficient proof of the adoption of 
such label, trade mark, design, device, imprint or form of advertisement, and of 
the right of such person, association or union to adopt the same. No label, 
trade mark, design, device, imprint or form of advertisement shall be filed as 
aforesaid that would probably be mistaken for a label, trade mark, design, device, 
imprint or form of advertisement already of record. No person, or association 
shall be permitted to register as a label, trade mark, design, device, imprint or 
form of advertisement any emblem, design or resemblance thereto that has been 
adopted or used by any charitable, benevolent or religious society or association, 
without their consent.’’ 
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trade name under the Trade Mark Act in effect when in March, 1931, it 
filed with the Department of Commerce a record of its incorporation papers 
and name EL CHICO, INC., and received an acknowledgment stating, ‘‘ You 
are advised that the papers relating to El Chico, Inc., have been recorded 
with this office, relating to the names of corporations in the trade mark 
division as of March 9, 1931. The recording fee of four dollars has been 
received.’’ Instead, the plaintiff acquiesces in the district court’s con- 
clusion, 97 USPQ at 271, that ‘‘* * * it is evident that the law of unfair 
competition must rule this case.’’ In legal effect the plaintiff’s position 
is similar to that of the petitioner in Pecheur Co. v. National Candy Co., 
315 U.S. 666, 667, 53 USPQ 11, 12 (32 TMR 194), where the Court said: 


‘‘But an examination of the original exhibits, not printed in the 
record, and of petitioner’s brief on the merits here, discloses that 
the registration referred to is that of petitioner’s labels under the 
Copyright Law of the United States, and not registration under the 
Trade Mark Law. It thus appears that petitioner has alleged no 
cause of action under the Copyright Law and is not entitled to the 
benefits of registration under the Trade Mark Law. The only cause 
of action that this record could possibly support is for unfair com- 
petition and common law ‘trade mark infringement’, to which local 
law applies. See Fashion Guild v. Trade Commission, 312 U.S. 457, 
468, 48 USPQ 483, 486.’’ 


It is clear, we think, that in the absence of a Federally registered 
trade mark, issues of substantive law arising in actions for the infringe- 
ment of a trade name, or for unfair competition, are governed by state 
law even though the acts complained of may be committed in various 
states and may affect interstate commerce. Philco Corporation v. Phillips 
Mfg. Co., 7th Cir., 133 F.2d 663, 56 USPQ 248 (33 TMR 118), 148 A.L.R. 
125; Annotation 148 A.L.R. 155; 52 Am. Jur., Trade Marks, Trade Names, 
etc., Sees. 90, 89. 

Plaintiff-appellant’s statement of points to be relied on on appeal’ 
was unduly restrictive, but clearly did not mislead any of the parties 
nor result in a record inadequate for the consideration of the questions 
actually presented, and hence will not preclude us from such considera- 
tion. Foremost Dairies v. Ivey, 5th Cir., 204 F.2d 186, 188. 

As to the name, the district court made the following finding, 97 
USPQ at 271 (43 TMR 839): 


‘‘T find that the two words, EL CHICO, were arbitrary trade 
names, insofar as they related to both plaintiff and the defendants. 


4. ‘‘I, That the defendants other than the defendant, El Chico Canning Co., 
Ine., were not engaged in interstate commerce. 

‘‘TI. That the defendants other than El Chico Canning Co., Inc., were in business 
exclusively in Texas. 

‘‘TII. That the issue with respect to the interstate commerce of the defendants 
other than the El Chico Canning Co., Inc., was improperly decided and improperly relied 
on by the District Court disregarding the fact that the interstate nature of defendants’ 
business had been conceded in the pleadings by the defendants. 

‘‘IV. That the defendants’ operation cannot be divided and that if any part of 
the operation is in interstate commerce the entire operation is in interstate commerce. 

‘¢V, That the dismissal of the Bill of Complaint as to all defendants other than 
the El Chico Canning Company is therefore an error as a Conclusion of Law.’’ 
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But that the phrase, EL cHICcO, is without subject, and is merely the 
beginning of the sentence, and is, and was, and has been used for a 
long time upon many sorts of articles, and as a part of persons’ 
names.’’ 
The plaintiff does not and cannot claim to be the originator of El Chico 
as a trade mark. One of the defendants’ exhibits shows twenty-seven 
trade mark registrations of CHICO, EL CHICO and similar names for various 
products and articles, several of them prior to 1925, when plaintiff’s 
restaurant was first founded. A Moorish king of Granada, who reigned 
from 1482 to 1483 and again from 1486 to 1492 when he was driven out 
by King Ferdinand and Queen Isabella, was called El Chico. Chico has 
frequently been used both as a surname and as the first name or nick- 
name of persons. In Mexico, a mining town called El Chico is located 
in the State of Hidalgo, and there are six towns named Chico in the 
United States. A river 130 miles long in northeast Luzon, Philippine 
Islands is called Chico, and that is the name of two rivers in South 
Argentina. A Spanish-American restaurant of much less fame than the 
plaintiff is located in New York City called Gay Chico Restaurant. Small 
restaurants are located in New York State bearing that name, an El Chico 
in Buffalo, New York, an El Chico Cafe in Binghamton, New York, and 
another Chico’s Restaurant in Binghamton. There are three restaurants 
in West Virginia, two in Pennsylvania, and one in Illinois bearing the 
name El Chico. An El Chico Market is located in Newark, New Jersey. 
The evidence discloses such extensive use of the words El Chico as to 
bring them within the classification of a ‘‘weak’’ trade name which could 
be used without infringement in the absence of actual confusion or intent 
to deceive, especially where the marketing territories were different. 
Arrow Distilleries v. Globe Brewing Co., 4th Cir., 117 F.2d 347, 48 
USPQ 157; see 52 Am. Jur., Trade Marks, Trade Names, ete., Sec. 54. 


The district court found, 97 USPQ 270: 


‘‘That there is no testimony of any confusion occasioned by cus- 
tomers of the plaintiff by reason of the later establishment of the 
defendants’ business. Nor that there has been any pecuniary damage 
suffered by the plaintiff by reason of the establishment of the de- 
fendants’ businesses.’’ 

In the absence of proof of any confusion or of at least probable 
injury to the plaintiff’s business, the law is too well settled to require 
further discussion that no relief may be granted on the ground of unfair 
competition. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403; United 
Drug Company v. Rectanus Co., 248 U.S. 90; Pulitzer Publishing Co. v. 
Houston Printing Co., 5th Cir., 11 F.2d 834, affirming 4 F.2d 924; 
Fidelity Bond & Mortgage Co. v. Fidelity Bond & Mortgage Co. of Texas, 
5th Cir., 37 F.2d 99; ABC Stores, Inc. v. T. 8. Richey & Co., 266 S.W. 
551; Henke & Pillot v. Hanovice, et al., 77 8.W.2d 303; Plaza Co. v. 
White, 160 S.W.2d 312; Goidl v. Advance Neckwear Co., 123 S.W.2d 865, 
40 USPQ 509; Huth v. Rosenzweig, 27 So.2d 742. 
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The cases relied upon by the plaintiff were mostly cases in which the 
court found an express fraudulent intent. Buckspan v. Hudson’s Bay 
Co., 5th Cir., 22 F.2d 721; White Tower System v. White Castle System, 
6th Cir., 90 F.2d 67, 33 USPQ 573 (27 TMR 800); Maison Prunier v. 
Prunier’s Restaurant & Cafe, Inc., 288 N.Y. Supp. 529; Stork Restaurant, 
Inc. v. Marcus, et al., D.C. E.D. Pa., 36 F.Supp. 90, 48 USPQ 306; and 
Stork Restaurant, Inc. v. Sahati, 9th Cir., 166 F.2d 348, 76 USPQ 374 
(28 TMR 431). The courts are quick to grant relief in cases of fraud or 
bad faith, even though the businesses of the litigants are not in competition. 
52 Am. Jur., Trade Marks, Trade Names, etec., Sec. 101. One of the 
reasons is well expressed in A.L.I. Restatement of Torts, Vol. III, p. 595. 

‘*But if he adopts his designation with the intent of deriving 
benefit from the reputation of the trade mark or trade name, his 
intent may be sufficient to justify the inference that there is confus- 
ing similarity. Since he was and is intimately concerned with the 
probable reaction in the market, his judgment manifested prior to 
the controversy, is highly persuasive. His denial that his conduct 
was likely to achieve the result intended by him will ordinarily carry 
little weight.’’ 

Plaintiff-appellant seems to argue that the district court’s finding of 
no fraud or deceit on the part of the defendants is inconsistent with its 
finding ‘‘That at the time of the establishment of the defendants’ busi- 
nesses, they had knowledge of the plaintiff’s business in New York.’’ A 
eareful consideration of the record and exhibits leaves us in no doubt that 
the finding, 97 USPQ 270, ‘‘* * * that there was no fraud, nor deceit by 
the defendants in the continuation of their businesses, nor in their original 
establishment’’ is not only not clearly erroneous (Rule 52a, F.R.C.P.), but 
is sustained by the preponderance of the evidence. The court further found 
that ‘‘they also knew that the phrase EL CHICO was used on many other 
products.’’ In short, though the defendants knew of plaintiff’s use of the 
name, they further knew that the plaintiff did not have an exclusive right 
to such use as against a noncompeting business, where there was no likeli- 
hood of confusion as to source, and in the absence of an intent to benefit 
from the reputation or good will of the plaintiff. 

Plaintiff-appeliant insists that persons hearing its radio broadcasts in 
Texas or elsewhere might think that the defendants’ cafes were branches 
of the plaintiff, or on coming to New York might fail to be a customer of 
the plaintiff because they had theretofore eaten at one of the defendants’ 
eafes. That argument seems to us rather far fetched and to indicate more 
a possibility than a probability of damage and is contrary to the findings 
of the district court, that there is no testimony of any confusion and no 
pecuniary damage suffered by the plaintiff. 

As to El Chico Canning Company, it is not entirely clear why the 
district court granted the writ of injunction. It was making sales in 32 
states, but there was no proof that New York or the New York territory 
was included in those states. On each of the labels on the cans was plainly 
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printed in type easy to read. MEXICAN BRAND FOOD MADE IN TEXAS. So 
long as the labels give that plain indication, it is hard for us to see how 
the canned goods can be connected with plaintiff’s New York restaurant 
as a source. 

The plaintiff-appellant further argues that the canning business is a 
natural expansion of any food preparing business, such as a restaurant of 
plaintiff’s national reputation, and hence, that the use of the name EL 
CHICO by the Canning Company tends to prevent the natural expansion 
of plaintiff’s business. In the twenty-five years operation of plaintiff’s 
restaurant before the plaintiff had heard of the defendants’ use of the 
trade name El Chico, there had never been any indication of an intention 
to enter the canning business, and we do not think that, under those circum- 
stances, plaintiff’s rights in the trade name against a non-fraudulent user 
can be extended to the canning business as a natural expansion of plain- 
tiff’s restaurant business. 

The judgment of the district court granting the injunction against the 
Canning Company is reversed, and that part of the judgment dismissing 
the complaint as to all other parties is affirmed. The costs are taxed 
against El Chico, Inc. 


CORNELL UNIVERSITY v. MESSING BAKERIES, INC. 


New York Sup. Court, Tompkins County — July 31, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—DreEss or Goops 
Plaintiff, ConNELL UNIVERSITY, developed formula for nutritious bread; plain- 
tiff sells large quantity of foodstuffs under its name; defendant bakery sold bread 
made according to plaintiff’s formula and adopted therefor name CORNELL and 
package make-up suggesting connection with Cornell University; plaintiff is en- 
titled to judgment cancelling defendant’s New York State registration of CORNELL, 
and restraining defendant from using word CORNELL in such manner as to deceive. 

Action by Cornell University v. Messing Bakeries, Inc., for trademark 
infringement, unfair competition, and revocation of state trademark regis- 
tration. Judgment for plaintiff. 

Whitman, Ransom & Coulson (Forbes D. Shaw, Harry G. Henn, and J. 

William Robinson, of counsel), of New York, N. Y. for plaintiff. 
Scribner & Miller, New York, N. Y., and Harrison, Coughlin, Dermody @& 

Ingalls, of Binghamton, New York for defendant. 

NEWMAN, Justice. 

This action was brought by the plaintiff to obtain a revocation of the 
trade mark CORNELL BREAD or CORNELL LOAF, which had been registered 
by the defendant, and to enjoin the defendant from using the name CORNELL 
as a trade mark or trade name in connection with production, marketing 
and sale of bread. The plaintiff is one of the leading educational institu- 
tions of the country, having been chartered by the legislature in 1865, and 
commenced operations at Ithaca in 1868, from which beginning it has 
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grown to be one of our leading educational institutions, having an annual 
student enrollment of 9,500 students drawn from all the 48 states and 
some 70 foreign countries. 

In 1946 a formula for a highly nutritious bread was developed at the 
Cornell College of Agriculture in Ithaca, New York, by Dr. Clive McCay, 
a member of plaintiff’s faculty, and his associates. This formula was first 
used in the production of bread for the hospitals and mental institutions 
maintained by the State of New York and was afterwards published in 
various journals and papers for the benefit of the general public, as a 
result of which bread produced in accordance with the formula began to 
be used extensively by schools and other public agencies in New York State 
and elsewhere, and various bakery concerns became interested in producing, 
marketing and selling bread produced after this formula to the general 
public. The defendant, Messing Bakeries, Inc., was established about 1897 
and was incorporated in 1925. It is engaged in the business of baking and 
selling various kinds of bread, rolls, ete., in the metropolitan area, having 
about 5,000 outlets for its product in the metropolitan area. The defendant 
became interested in producing and marketing bread according to said 
formula, and prior to the commencement of this action a considerable 
amount of negotiations were had between the plaintiff and the defendant 
in an endeavor to arrive at some mutually acceptable method and standards 
of advertising the bread produced according to this formula; and the de- 
fendant applied for and was granted a registration of the name CORNELL 
BREAD and CORNELL LOAF as a trade mark in the State of New York. 

The plaintiff is an educational institution, but as a necessary result of 
its activities in the field of agriculture and home economics there is pro- 
duced a quantity of food products which are sold to the public, the proceeds 
of the sale of same being used to help defray the expenses of said institu- 
tion. The plaintiff realizes from the sale of these products approximately 
One Million Dollars ($1,000,000.00) per year, approximately one-half of 
said amount being receipts from the sale of food products under thé 
plaintiff’s name. 

The plaintiff is an aggrieved person under Section 367 of the General 
Business Law ot the State of New York and entitled to maintain this action 
to revoke the defendant’s registration of the trade name of CORNELL, the 
plaintiff having been engaged in the sale of food products in containers 
and packages with labels containing the name CORNELL long prior to its 
adoption by the defendant. It is not necessary to entitle plaintiff to relief 
that it be established that defendant is in direct competition with plaintiff. 
Long’s Hat Stores v. Long’s Clothes, 224 App. Div. 497; Philadelphia 
Storage Battery Co. v. Morris Mindlin, 163 Mise. 52; New York World’s 
Fair v. World’s Fair News, 163 Misc. 661. 

Plaintiff seeks to restrain the use of its name on the ground of unfair 
competition. ‘‘The Courts are not confined in the exercise of their equi- 
table powers to preventing unfair competition among the manufacturers 
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of and dealers in goods. The controlling question in all cases, where the 
equitable power of the court is involved is whether the acts complained of 
are fair or unfair.’’ Fisher v. Star Co., 231 N.Y. 414, 427. 

In Corning Glass Works v. Corning Cut Glass Company, 197 New York 
173 (cited by defendant) page 180: ‘‘Courts will not interfere where the 
only confusion results from a similarity of names and not from the manner 
of the use.’’ The manner of use is the objectionable feature of this case. 
The entire makeup of defendant’s bread wrappers and advertising is such 
as to present to the public the idea of Cornell University. The use of the 
name CORNELL in white letters on a red pennant, and later on a red scroll, 
is so designed as to necessarily impress upon the mind of the casual observer 
the idea of Cornell University. When one considers the vast number of 
people who are undoubtedly acquainted with Cornell and its reputation, 
either by having attended some of its colleges as a student, or having some 
close relative or friend who attended as a student, or has otherwise come 
in close contact with the university, the value of this type of advertising is 
apparent. As stated by the Court in Tiffany v. Tiffany, 147 Misc. at page 
679: ‘‘From these facts the conclusion is inescapable that the sole reason 
for defendant’s choice of the name was to trade on plaintiff’s reputation 
and to reap the benefit of the public belief that plaintiff was connected 
with the defendant.’’ 

Throughout the period of negotiations between the parties no one in 
authority has given the defendant permission to use the plaintiff’s name in 
the manner in which it is being used. ‘‘Mere acquiescence or delay alone 
not amounting to an estoppel does not bar an action for the infringement 
of a trade mark or one based on unfair competition ; and while acquiescence 
or delay may be used as a bar to recover for damages, it does not preclude 
the granting of injunctive relief.’’ Tiffany v. Tiffany, 147 Misc. 679, 682. 

The plaintiff is entitled to judgment canceling the registration of the 
trade name by defendant and restraining the defendant from using the 
word CORNELL in such a manner as to deceive. 

Submit findings and judgment. 


BENTLEY v. PRESSLY et al. 
No. 632972 — Calif. Superior Court, Los Angeles County — 
Sept. 13 and 16, 1954 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


DO IT YOURSELF SHOW for ‘‘home shows’’ held under circumstances to have 
acquired secondary meaning; defendants are preliminarily enjoined from use of 
same name or YOU DO-IT-YOURSELF SHOW. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
If present, fraud is an additional ground, although not a necessary ground, 
for relief. 
Action for unfair competition by Ted Bentley v. F. Al Pressly, William 
Riddle, Ira W. Curry, Dorothy McCord Curry and Lee Young. Plaintiff 
moves for preliminary injunction. Motion granted. 
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Fendler & Lerner (Harold A. Fendler of counsel), of Beverly Hills, Cali- 
fornia for plaintiff. 
Paul, Hastings & Janofsky (Lee G. Paul of counsel), of Los Angeles, 

California ; for defendants F. Al Pressly and Ira W. Curry. 

PRAEGER, Judge. 

There can be no doubt that no one has the exclusive right to use the 
words DO IT YOURSELF. 

However, whether the use by plaintiff and his assignor of the name 
DO IT YOURSELF SHOW has acquired a secondary meaning is a question of 
fact. 

Also it is a question of fact whether the use of Do IT YOURSELF SHOW 
by persons other than plaintiff and his assignor is likely to cause confusion 
in the minds of the public and exhibitors (Schwartz v. Slenderella Systems 
of Calif., 102 USPQ 177, (44 TMR 1170). In eases of this character ‘‘The 
universal test question is whether the public is likely to be deceived.’’ 
(Pohl v. Anderson, 13 Cal. App. 2d at page 242.) See also McSweeney v. 
Tarantino, 106 Cal. Add. 2d 504, 91 USPQ 73, (41 TMR 1084) ; Winfield v. 
Charles, 77 Cal. App. 2d 64. 

If present, fraud is an additional ground, although not a necessary 
ground, for relief. 

Defendant Curry, so he avers, has been in the business of conducting 
shows for the exhibition of various products, and until 1952 he ‘‘eus- 
tomarily designated and advertised his said ‘shows’ as NATIONAL HOME 


sHows; that from 1948 to 1951 he conducted shows in cities in California; 
in September 1953 he started work on a ‘‘home show”’ scheduled for pro- 
duction in Dallas, Texas in March, 1953 under the name of ‘‘ Exposition of 
Modern Living.’’ 

When he scheduled his show to be held in the Cow Palace in San 
Francisco in October of this year, however, he adopted the name po IT 


YOURSELF SHOW. 

This is likely to, and apparently has, caused confusion. 

It also is reasonable to infer that the adoption of this name was for 
the purpose of capitalizing on plaintiff’s and his assignors’ success in con- 
ducting shows under that name. 

From the exhibits annexed to the affidavits submitted by plaintiffs it 
seems reasonable to conclude that the name DO IT YOURSELF SHOW has become 
associated in the public mind with plaintiff and his assignor, and thus has 
acquired a secondary meaning. 

A preliminary injunction will be granted in accordance with para- 
graphs 1, 3, 4 and 5 of the Order to Show Cause, but in each instance 
limited to California, as to Curry and Pressly and each of them, and their 
agents, servants and employees. 

Sept. 16, 1954 

The order to show cause heretofore issued August 26, 1954, having 

duly and regularly come on for hearing on September 8, 1954, in Depart- 
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ment 34 of the above entitled Court, Honorable ARNoLD Praxrger, Judge 
presiding ; the plaintiff, Ted Bentley, appearing in person and by his at- 
torneys, Fendler and Lerner (Harold A. Fendler of counsel); and the 
defendants F. Al Pressly and Ira W. Curry (erroneously sued herein as 
Ira C. Curry) appearing by their attorneys, Paul, Hastings & Janofsky 
(Lee G. Paul of counsel); and the Court having read and considered 
plaintiff’s verified complaint and the affidavits and exhibits submitted by 
plaintiff in support of his motion for preliminary injunction, and having 
likewise read the affidavit of Ira W. Curry and exhibits submitted in oppo- 
sition to said preliminary injunction, as well as the points and authorities 
submitted by each of the parties hereto, and the matter having been duly 
argued by counsel for all parties and submitted to the Court for its deter- 
mination, and after due deliberation the Court having concluded that the 
plaintiff is entitled to a preliminary injunction in this matter, now, 
therefore, 

It is ordered that the defendants F. Al Pressly and Ira W. Curry, and 
each of them, and their respective agents, servants and employees, are 
hereby enjoined and restrained during the pendency of this action from 
appropriating or using, within the State of California, plaintiff’s trade 
name and title Do IT YOURSELF SHOW, or the colorably imitative and simula- 
tive trade name of title YoU DO-IT-YOURSELF SHOW, or any other colorably 
imitative or simulative name or title which is reasonably likely to cause 
confusion in the minds of the general public or in the minds of customers 
of the plaintiff; and 

It is furthermore ordered that the defendants F. Al Pressly and Ira 
W. Curry, and each of them, and their respective agents, servants and 
employees, are hereby enjoined and restrained during the pendency of this 
action from issuing or distributing, or causing to be issued or distributed, 
within the State of California, any publicity or advertising matter of any 
sort or nature, using plaintiff’s trade name and title Do IT YOURSELF SHOW, 
or the colorable imitation and simulation of YOU DO-IT-YOURSELF SHOW, or 
any other colorable imitation or simulation of plaintiff’s said trade name 
and title; and 

It is further ordered that the defendants F. Al Pressly and Ira W. 
Curry, and each of them, and their respective agents, servants and em- 
ployees, are hereby enjoined and restrained during the pendency of this 
action from doing or transacting any business of any nature in the State 
of California under plaintiff’s trade name and title of Do IT YOURSELF SHOW 
or under the ecolorable imitation and simulation of YOU DO-IT-YOURSELF 
sHow, or any other colorable imitation or simulation of plaintiff’s said 
trade name and title; and 

It is further ordered that the defendants F. Al Pressly and Ira W. 
Curry, and each of them, and their respective agents, servants and em- 
ployees, are hereby enjoined and restrained during the pendency of this 
action from presenting any exposition in the City of or County of San 
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Francisco, or elsewhere in the State of California, under the name or title 
DO IT YOURSELF SHOW Or YOU DO-IT-YOURSELF SHOW, or any other colorable 
imitation or simulation thereof; and 

It is further ordered that the plaintiff, Ted Bentley, file forthwith a 
written undertaking under and pursuant to Section 529 of the Code of 
Civil Procedure, providing that he will pay to the defendants above named, 
F. Al Pressly and Ira W. Curry, such damages not exceeding the sum of 
Ten Thousand ($10,000.00) Dollars, as said defendants may sustain by 
reason of this order and preliminary injunction, if the Court finally decides 
that the plaintiff, Ted Bentley, was not entitled thereto. 


O’CONNOR & GORDON, INC. et al. 
v. HANDICRAFT PUBLICATIONS, INC. 


N. Y. Sup. Ct., Special Term, N. Y. County — October 20, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Plaintiff attempted superficial use of name QUICK, which had been abandoned 
as magazine title; subsequently, defendant planned to bring out magazine entitled 
QUICK and upon learning of plaintiff ’s endeavors, rushed first issue to publication ; 
neither party may enjoin other’s use of name. 


Action by O’Connor & Gordon, Inc. et al. v. Handicraft Publications, 
Inc. for trademark infringement. Defendant counterclaims for trademark 
infringement. Complaint and counterclaim dismissed. 

Philip Handelman, of New York, N. Y. for plaintiff. 
Kane, Dalsimer & Kane, of New York, N. Y. for defendant. 
STEUER, Justice. 

Sometime prior to March, 1954, a publishing concern known as 
Triangle Publications was the owner, through purchase, of the name QUICK 
as a magazine title. At that time it decided to abandon the use of the 
name. Plaintiff O’Connor & Gordon, Inc., learned of the abandonment 
and sought to acquire the name. Triangle Publications took the position 
that the name having been abandoned it had nothing to sell. 

Plaintiff then took steps to acquire the name. It got out a news letter 
of one sheet which purported to be a weekly publication selling for fifteen 
eents a copy. Of this about a hundred copies were printed, the first issue 
being dated May 17, 1954. It was called Quick. The news letter was a 
superficial rewriting of a few news items from prominent newspapers and 
obviously was not a serious attempt to launch a publication of any kind. 
Copies were sold to employees in plaintiff’s office and were mailed to a 
list of people, at least one in each state of the union. This list was supplied 
by Trade Mark Service Corporation and the mailing was for the purpose 
of obtaining registrations in the various states. None of the people to 
whom the sheet was sent paid for it nor was it intended that they would. 
Plaintiff did solicit annual subscriptions and did obtain one paid subscrip- 
tion and six additional promises from relatives of its officers and employees. 
A second issue of like content and distribution was published on May 28, 
though dated May 23. Thereafter, publications ceased for some time. On 
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the strength of these publications, plaintiff who is in the magazine man- 
agement business did succeed in having two notices published in trade 
magazines, and one in Newsweek that it was getting out a magazine called 
quick. These notices were grossly inaccurate in content. On the strength 
of this user this plaintiff obtained registrations of the name in several states 
and simultaneously sought to interest one of its clients, the other plain- 
tiff, Pocket Magazines, in the publication of a magazine called Quick. 
Pocket Magazines was the publisher, among other periodicals, of a maga- 
zine called Tempo which in format and content was very similar to the 
QUICK magazine formerly published by Triangle Publications and it 
agreed to add the name QuIcK to TEMPO and the new magazine to be a 
joint venture of both plaintiffs. The first issue of Tempo which was also 
to use the name QUICK was to be published on September 27, 1954, and the 
first proofs were received by the printer on July 21, 1954. 

Meanwhile defendant, also a magazine publisher, had learned of 
Triangle Publications’ abandonment of the name. After verifying the 
fact it proceeded to prepare for publication a magazine generally similar 
to the one formerly published by Triangle Publications under the name 
quick. By July 21 its preparations were in an advanced stage. On that 
day it heard about plaintiff’s activities. It investigated and discovered 
that the plaintiff’s magazine had not yet gone to press. Thereupon, it 
proceeded with extraordinary haste and succeeded in getting its magazine 
printed and on the newsstands by July 28. 

In September, 1954, plaintiffs put out a third and last issue of the 
news letter. With this the news letter was discontinued and the money 
for the sole subscription returned to the subscriber. 

On these facts both parties seek to enjoin the other from using the 
name quick. There are obstacles in the way of both. Plaintiffs acquired 
no rights from the publication of the news letter. This was not a com- 
mercial user; it was purely pro forma, for the sole purpose of acquiring 
rights by aping the means by which such rights are acquired. Such 
pretense is not an acceptable substitute for bona fide use. Nor does a 
registration confer any rights in the absence of such use. Rockowitz 
Corset & Brassiere Corp. v. Madame X Co., Inc., 248 N.Y. 272. So that 
at the time defendant’s magazine appeared plaintiffs had nothing to 
protect. 

Defendant on the other hand was well aware of plaintiffs’ activities 
and preparations. It knew that by using the name in question it was 
invading doubtful territory. It sought by speed of publication to cut 
off whatever rights plaintiffs might acquire through legitimate use. The 
situation is distinct from that presented by an earlier publication in good 
faith. There even a short period of prior publication gives rights. But 
this case provides an instance where the race is not to the swift. 

Judgment is for defendant on plaintiffs’ complaint and for plaintiffs 
on defendant’s counterclaim. 
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PEERLESS ELECTRIC CO. v. PEERLESS ELECTRIC, INC. 
N. Y. Sup. Ct. Special Term — October 21, 1954 


REMEDIES—UNFAIR COMPETITION—IN GENERAL 
The potentialities of damage which are basis of restricting use of name are 
not removed merely because use is innocent; use for purpose of fraud will also 
be enjoined whereas innocent use will be enjoined only under certain circumstances. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff, PEERLESS ELECTRIC CO., manufacturer of small electric motors and fans, 
is entitled to judgment enjoining defendant PEERLESS ELECTRIC, INC., manufacturer 
of cooking equipment sold under name BROIL QUIK and vended with label bearing 
phrase BROIL QUIK BY PEERLESS, from use of its corporate name. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff ’s corporate title is Peerless Electric Co., while that of defendant is 
Peerless Electric, Inc.; fact that PEERLESS itself is ‘‘weak’’ trademark does not 
lessen possibility of confusion where defendant has adopted plaintiff’s entire 
corporate title. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
Absence of competition does not remove possibility of confusion. N. Y. Gen. 
Bus. Law 361-a. (Dilution Act.) 


Likelihood of confusion is increased by possibility that both parties may expand 
into same field. 


REMEDIES—INFRINGEMENT—DEFENSES 

Plaintiff ’s failure to take action against users of its name whose operations 

are so restricted as not to affect plaintiff’s business does not constitute an aban- 
donment of its right to protect its name. 


Action by Peerless Electric Co. v. Peerless Electric, Inc. Plaintiff seeks 
an injunction to enjoin defendant from the use of its corporate name. 
Judgment for plaintiff. 

Donovan, Leisure, Newton & Irvine (Granville W. Whittlesey, Joseph S. 

Kelley and George A. Birrell of counsel), of New York, N. Y.; Henry 

H. Hoppe and Michael Williams, of Warren, Ohio for plaintiff. 
Armand E. Lackenbach, of New York, N. Y. for defendant. 

[The ‘‘Dilution Act’’ which took effect in New York on July 1, 1954 
received its first judicial mention in the decision reported below.—EDb. | 
STEUER, Justice. 

Plaintiff is an Ohio corporation and it or its predecessors of the same 
name have been in business for over fifty years. Plaintiff has an excellent 
reputation both for credit and for its products. Its business is extensive 
and is divided into the following categories: It manufactures small elec- 
tric motors for other manufacturers who incorporate them into various 
appliances; it manufactures small motors for sale to retailers; it manu- 
factures motor driven fans or blowers. It also contemplates going into 
the field of electronics for which enterprise it is preparing. 

Defendant is engaged in the business of manufacturing cooking equip- 
ment such as boilers and friers which are marketed on a nationwide scale. 
It is owned and controlled by a family named Steinbook. These people 
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first went into this business as assemblers of appliances under the name 
of Apex Distributing Company about 1949. Later they did business 
through Royal Apex Electric Corporation, a new corporation formed by 
them. In August, 1952, they went into the manufacturing business and 
formed Imperial Broiler Corporation but in November the name of their 
corporation was changed to defendant’s present name. Prior to this time, 
Isaac Steinbook, the head of this family, had engaged in a number of 
enterprises, many of which came to grief financially, and he was twice 
forced to go into bankruptcy. His financial history is, to say the least, 
unfortunate. The present operations of defendant are on a wide scale 
involving large outlays for advertising in magazines and television. It has 
not been given any specific credit rating by financial institutions. In its 
advertising, its corporate name is given very little prominence, being con- 
fined to a single line in small print in visual advertisements and a single 
announcement in auditory advertising. It emphasizes the trade name of 
its products BROIL QuIK. The product itself carries a label BROIL QUIK BY 
PEERLESS. 

There has been some confusion in the minds of dealers and suppliers 
due to the similarity of names. All of this has taken the form of identi- 
fying the plaintiff as the manufacturer of defendant’s product and has 
resulted in plaintiff’s receiving orders and occasional bills intended for 
defendant. 

Plaintiff seeks an injunction. It relies on similarity of name, proof of 
confusion and possibility of serious harm, should expansion of either busi- 
ness bring the parties into actual competition or should any possible future 
untoward financial experience of defendant be attributed to plaintiff. 

Defendant, in resisting the application, relies on the character of the 
name, its innocence in adopting it, the absence of competition, and lastly 
that plaintiff has no right to bring the action. This last contention is 
based on the claim that plaintiff is a foreign corporation, doing business 
in this state without authorization. That it is a foreign corporation not 
authorized to do business here is admitted. But it is not doing business 
here. The presence here of an agent who forwards orders to the office in 
Ohio does not constitute doing business under familiar rules. Listing in 
the telephone book or its name on the agent’s door does not affect the 
situation. This ground of defense is not available. 

The first question is whether the defendant adopted the name for the 
purpose of making the public believe that it was trading with the plaintiff 
or some one in relationship with it. There is no evidence that this is so. 
The minimal use of the name in advertising indicates the opposite. It is 
true that in the legend By PEERLESS used on the labels attached to the 
broilers a script is used very similar to that used on plaintiff’s letterheads. 
This solitary instance is merely coincidence. 

The potentialities of damage which are the basis of restricting the 
use of a name are not removed merely because the use is innocent. A use 
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for the purpose of fraud will always be enjoined; an innocent use only 
under certain circumstances. There are certain names which are given 
different tags—descriptive, laudatory, or the like—which are technically 
known as ‘‘weak,’’ meaning that an exclusive right in them is hard to 
obtain. Such names as SUPERIOR, MAJESTIC, and ROYAL are so common that 
the use in and of itself imports nothing. One who takes such a name is 
assumed to know from the outset that such a name is being used widely, 
with the consequent possibilities of confusion. PEERLESS is in that class 
of names. And had the objection to defendant’s title been solely on that 
word in the title, it must have failed. It is different, where, instead of 
one word in the title being adopted, the exact name is employed. Plain- 
tiff is PEERLESS ELECTRIC COMPANY and defendant is PEERLESS ELECTRIC INC. 
These names are exactly similar. In all but the most formal speech both 
are PEERLESS ELECTRIC. Under these circumstances, the innocence of the 
defendant is not a bar. 

While competition provides the instances in which damage is most 
likely to result, the absence of competition does not remove the possibility. 
The public policy of this state is expressed in section 361-a of the General 
Business Law: ‘‘ Likelihood to injury of business reputation * * * shall 
be a ground for injunctive relief in cases of trade mark infringement or 
unfair competition, notwithstanding the absence of competition between 
the parties or the absence of confusion as to the source of the goods.’’ Two 
substantial grounds of likelihood of injury appear. Both parties: are 
hopeful of expanding their present rather specialized activities into wider 
fields. That their fields will meet is not too remote as to bar its being a 
likelihood. While it would be distinctly improper to base a conclusion on 
the probability of the defendant’s meeting with financial reverses, it must 
be admitted that the prior history of its founders makes this possibility 
a factor to be borne in mind. When this is coupled with the proved 
existent confusion as to the identity of the parties (trivial though the 
effects of such confusion may now be), the very serious potential danger 
to the plaintiff can be appreciated. 

The effect of one other fact must be considered. Besides the plaintiff 
and defendant, there is at least one other PEERLESS ELECTRIC currently 
engaged in business in this country, and the number may be greater. Just 
what the activity of these enterprises is does not appear, except that, 
because their operations are so restricted as to location or nature, they 
have not affected the business of either of these parties. The failure of the 
plaintiff to take action against such users does not constitute an abandon- 
ment of its rights to protect its name. Judgment is for the plaintiff, 
enjoining defendant from the use of the name PEERLESS ELECTRIC INC. 


LL 
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SMILEN BROS., INC. v. SMILEN 
N. Y. Sup. Ct., Special Term, Kings County — October 21, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Everyone has right to use his name in his own business and for advertising 
purposes, provided only that he does so honestly and with no intent to deceive 
buying public as to identity of himself and any other established business or its 
product. 

Action by Smilen Bros., Inc. v. Harry Smilen for unfair competition. 
Plaintiff moves for temporary injunction. Motion denied. 

Konrad & Smith, of New York, N. Y. for plaintiff. 
Walter J. Boyles, of New York, N. Y. for defendant. 
Keroeu, Justice. 

This is a motion for a temporary injunction restraining the defendant 
from using the name SMILEN in any form in connection with the conduct 
of his fruit and vegetable store located at No. 345 Flatbush Avenue, 
Brooklyn. Plaintiff operates and has operated for the last twenty-two 
years a chain of food stores, most of which are fruit and vegetable stores. 
One of plaintiff’s stores is located at No. 752 Flatbush Avenue, Brooklyn. 
Plaintiff alleges that its business has been extensively advertised, that the 
general public has come to know that the word SMILEN is identified with 
the business of the plaintiff and with no other business and that its repu- 
tation has been built up by many years of fair dealing and by giving to 
the public an opportunity to purchase fruits and vegetables of good quality 
at reasonable prices. 

Plaintiff contends that the defendant’s name was originally Smilowitz, 
but that he changed his name to SMILEN and that in August, 1954, the 
defendant opened a fruit and vegetable store at the above address with 
the name sSMILEN printed in a form on his sign obviously intended to 
simulate the script of the word sMILEN as used for many years by the 
plaintiff on its signs. Plaintiff charges that the defendant is making a 
deliberate attempt to trade on plaintiff’s name and to lead the public to 
believe that the defendant’s business is part of the SMILEN chain. 

The defendant denies plaintiff’s charges and states that he operates 
a single fruit and vegetable store, which is more than a mile from any 
of plaintiff’s locations, under the name ‘‘ Harry Smilen Fruit Store’’ and 
that his name was changed to SMILEN by court order in December, 
1945. Defendant also avers that for about a week after he opened the 
store on Flatbush Avenue he conducted the business under the name 
‘*H. Smilen’’ as depicted in plaintiff’s photographs, but on receipt of a 
letter from plaintiff’s lawyer and in order to avoid any confusion de- 
fendant changed the name of his store to ‘‘Harry Smilen Fruit Store.’’ 

Defendant asserts further that the name SMILEN BROS. on most of 
plaintiff’s stores is in block letters, particularly the older ones, and that 
very few of the stores have the name in script. Defendant also states 
that in any event the sign on his store is different from any of the plain- 
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tiff’s signs and that there is a vast contrast in the style and form of the 
letters. ; 
The law seems clear that everyone has the right to use his name in 
his own business and for advertising purposes, provided only that he does 
so honestly and with no intent to deceive the buying public as to the 
identity of himself and any other established business or its product. 
Meneely v. Meneely, 62 N.Y. 427; Merritt Burial Cremation Co. v. Merritt 
Co., 155 App. Div. 565, modified on the dissenting opinion in 214 N.Y. 
676. In the Meneely case, supra, the court said at pages 431 and 432: 
‘*The manner of using the name is all that would be enjoined, not 
the simple use of it; for every man has the absolute right to use his 
own name in his own business, even though he may thereby interfere 
with or injure the business of another person bearing the same name, 
provided he does not resort to any artifice or contrivance for the 
purpose of producing the impression that the establishments are iden- 
tical or do anything calculated to mislead. Where the only confusion 
created is that which results from the similarity of the names the 
courts will not interfere. A person cannot make a trade mark of his 
own name, and thus obtain a monopoly of it which will debar all 
other persons of the same name from using their own names in their 
own business.’’ 

In the light of the disputed issues raised by the affidavits of the 
parties and adverted to above, there appears to be a substantial contro- 
versy here as to the material facts. In the circumstances such issues 
should be left to the forum of a trial. Voorhees & Hobart v. Hobart, 251 
App. Div. 111. 

Plaintiff’s motion for a temporary injunction is, therefore, denied. 
Submit order. 


BAUSCH & LOMB OPTICAL COMPANY v. 
PENNSYLVANIA OPTICAL COMPANY 


No. 30898 — Commissioner of Patents — July 22, 1954 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
‘*Panoptic,’’ and its phonetic equivalent PANOPTIK, when applied to bifocal and 
trifocal lenses is a descriptive term. 
TRADE-MARK AcT of 1946—REGISTRABILITY—SECONDARY MEANING MARK 
Proof of use by the opposer of the word PANOPTIK on price lists and testimony 
that the word is used more in the nature of a grade or style mark than a trade- 
mark without evidence of advertising or evidence of the volume or extent of sales 
held insufficient to find secondary meaning. 
TRADE-MaRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PENOPTIC for welding goggle and welding helmet lenses held not likely to be 
confusion with PANOPTIK used for prescription lenses because of the nature of 
distribution. 


Opposition proceeding by Bausch & Lomb Optical Company v. Penn- 
sylvania Optical Company, application Serial No. 611,145 filed March 10, 
1951. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 
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G. A. Ellestad, of Rochester, New York for opposer-appellee. 

Zachary T. Wobensmith, 2nd, of Philadelphia, Pennsylvania for applicant- 
appellant. 

Leeps, Assistant Commissioner. 

Application has been filed to register peNoptic for welding goggle and 
welding helmet lenses. Use is claimed since December 5, 1950. Opposition 
has been filed by a user who claims trade mark rights in PANOPTIK for spec- 
tacle and goggle lenses and lens blanks. The Examiner of Interferences 
upheld the opposition, and applicant has appealed. 


The opposition alleges prior use (since 1933) of PANOPTIK as a trade 
mark for lenses and lens blanks and asserts that applicant’s mark PENOPTIC, 
when applied to welding goggle and welding helmet lenses, is likely to cause 
confusion in trade. 

The 1933 date alleged was not proved, but it appears from the testi- 
mony that opposer has used the word to some extent in August of 1942 as 
indicated by a price list showing PANOPTIK BIFOCAL and PANOPTIK TRIFOCAL. 
The same listings appear in a 1948 price list which is in evidence. An 
invoice dated in 1949 and one dated in 1950 show sales of PANOPTIK SEMI 
CDDE A and PANOPTIK SEMI PR BLANKS. One specimen package shows 
BAUSCH & LOMB in script beneath which appear PANOPTIK RAY-BAN and 
‘*semi-finished’’; and another shows BAUSCH & LOMB in script, beneath 
which appear ORTHOGON PANOPTIK. A witness testified that ‘‘PANOPTIK is a 
designated shape of a bifocal made by Bausch & Lomb Company’’; and 
‘‘ORTHOGON refers to a corrected curve.’’ 


‘ 


The word ‘‘panoptic’’ is an ordinary adjective meaning ‘‘comprising 
all in one view.’’ Webster’s New International Dictionary, Second Edition. 
As applied to bifocal and trifocal lenses, it is a descriptive term. PANOPTIK 
is a misspelling of ‘‘panoptic’’ and its phonetic equivalent. As applied to 
bifocal and trifocal lenses it is equally descriptive. We look, therefore, to 
the record to determine whether opposer has submitted proofs from which 
it ean be determined whether or not it has acquired trade mark rights in 
the word PANOPTIK as applied to its lenses. I am not convinced from the 
record that there has been either the nature of use or the extent of use by 
opposer necessary to create a secondary significance for the word. The 
price lists and the testimony indicate that the word is used more in the 
nature of a grade or style mark than as a trade mark; and in view of the 
inherent weakness of the word itself as a trade mark, the extent of such use 
becomes of primary importance. (See Hat Corporation of America v. John 
B. Stetson Co., 100 USPQ 147 (44 TMR 680).) 

The assistant foreman, a member of the advertising department, and 
the employee in charge of the billing department of opposer testified on its 
behalf. There is no evidence of any advertising of PANOPTIK; and there is 
no evidence regarding the volume or extent of sales. On the record here, I 
am unable to find that the word has any secondary meaning as identifying 
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opposer’s bifocal and trifocal lenses. The grounds have not been supported 
by proof, and the opposition must, therefore, be dismissed. 

We now turn to the question of whether applicant’s mark PENOPTIK, 
when applied to welding goggle and welding helmet lenses so resembles 
‘‘panoptic’’ in its descriptive, or primary, sense as to be likely to create 
confusion, mistake or deception of purchasers. It is obvious that applicant’s ‘ 
mark has been fabricated from abbreviating the first two words of its trade i 
name, Pennsylvania Optical Company. Applicant’s president testified : 
‘‘We wrote and tried out the sound of many different names but always 
came back to the one that seemed most natural and one that has been in 4 
use for a great many years by all of us in referring to our Company, and 
the name that a great many of our employees and people in town use in 
referring to Pennsylvania Optical Company, and that is PENopTIC. Natu- 
rally we first kept the word PENoPpTIC and when it was submitted to our 
advertising firm their artist left out one ‘n’ and the plates were already 
made by the time we saw the proof.”’ 

PANOPTIK lenses manufactured and sold by opposer are corrective 
lenses—though some are ‘‘corrective—protective,’’ being made of safety 
glass. They are, however, sold to distributors and prescriptionists, and, so 
far as the record indicates, are not ordinarily identified as PANOPTIK lenses 
when sold to ultimate purchasers. Applicant’s lenses, on the other hand, 
are protective only and are sold to industrial safety departments either 
directly by the manufacturer or through jobbers. Applicant has advertised 
its PENOPTIK industrial lenses and safety lenses since May, 1951 in trade 
journals such as ‘‘Industry & Welding,’’ ‘‘The Welding Engineer,’’ ‘‘Na- 
tional Safety News,’’ ‘‘Safety Maintenance and Production,’’ and ‘‘Occu- 
pational Hazards.’’ The substance of the advertising copy is such as to 
obviate confusion of applicant’s lenses with prescription lenses. 

In view of the obvious derivation of applicant’s mark and the nature 
of its goods and the difference in channels of distribution, I am of the opin- 
ion that there is no likelihood of confusion, mistake or deception of pur- 
chasers as between PENOPTIK welding goggle and welding helmet lenses and 
PANOPTIK prescription lenses. 

The decision of the Examiner of Interferences is reversed. 









































MacMILLAN PETROLEUM CORPORATION v. FAULKNER 
No. 31002 — Commissioner of Patents — July 22, 1954 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
RING IN and design for a chemical cleaner for treating chambers of internal 
combustion engines is not likely to be confused with RING-FREE, used for motor oil 
and lubricants. 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
When considering the marks in their entireties, the goods of the party, their 
similarities as well as their differences, it is not likely purchasers will believe 
products emanate from same source. 
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Opposition proceeding by MacMillan Petroleum Corporation v. Edward 
Faulkner (Dorothy Marie Faulkner, Administratriz), application Serial 
No. 593,477 filed March 6, 1950. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. Affirmed. 

Harris, Kiech, Foster & Harris, of Los Angeles, California and Robert E. 

LeBlanc, III, of Washington, D. C. for opposer-appellant. 

William R. Litzenberg, of Los Angeles, California for applicant-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed to register RING IN, IN being circumscribed 
by a broken circle (probably representing a piston ring), for a chemical 
for cleaning and treating chambers of internal combustion engines. Use 
is claimed since September 15, 1949. Registration has been opposed by 
the owner-registrant of RING-FREE for gasoline, kerosene, lubricating oils 
and lubricating greases (Reg. No. 302,949 and Reg. No. 302,950, both 
issued on May 2, 1933). The Examiner of Interferences dismissed the 
opposition, and opposer has appealed. 

Opposer’s testimony shows use of RING-FREE since at least 1933, and 
use has been primarily, if not entirely, on and in connection with lubricants, 
particularly a carbon-removing lubricating oil. More than three and a 
half million dollars have been spent by opposer in advertising RING-FREE 
during the ten-year period 1942-1951; sales have exceeded twenty million 
dollars’ worth during that period; and RING-FREE motor oil is sold in every 
State of the United States and in twenty-three foreign countries. 

According to one witness, RING-FREE motor oil is the original carbon- 
removing oil; it has the ability to keep engines cleaner and thus prolong 
the life of an engine; to keep it in better working condition. 

Opposer’s product is sometimes sold in bulk, but for the most part, it 
is sold in quart cans and the cans are labeled MACMILLAN RING-FREE MOTOR 
OIL. 

Applicant did not take testimony, but submitted a stipulation of facts 
showing that its product is a chemical liquid to be poured into the ecar- 
buretor of a motor while the motor is idling for the purpose of re-seating 
piston rings and valves, de-glazing pistons and cylinders, removing gums 
and carbons, and keeping the engine clean. The labels identify applicant’s 
product as ‘‘The Liquid Mechanic.’’ The product is sold mainly in cans 
and the label gives directions for use. 

It is apparent that the products of the parties are for use in internal 
combustion engines. They are intended to remove carbon and keep the 
engine clean (or at least cleaner than before their use). In addition, 
opposer’s product is intended to lubricate the engine, whereas applicant’s 
product does not have any lubricating quality. As was stated by the 
Examiner of Interferences, ‘‘In view of the said common function pos- 
sessed by the goods of the parties, they must be considered to be related 
products. There are, however, substantial differences between them which 
* * * render them specifically different.’’ 
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RING-FREE is highly suggestive of the function of opposer’s motor oil. 
RING IN as used by applicant with the representation of a piston ring has 
some suggestiveness of use in connection with piston rings, but the mark, 
in its entirety, does not have the same measure of suggestiveness as 
opposer’s. This is not to say that opposer’s mark is not a valid trade mark 
properly registered, but the significance of marks under the circumstances 
present here must be considered in determining likelihood of confusion, 
mistake or deception of purchasers. 

Considering the marks in their entireties—their display, sound, ap- 
pearance and connotations—and the goods of the parties—their similarities 
as well as their differences—I am of the opinion that purchasers are not 
likely to believe that the products emanate from the same source. 

The decision of the Examiner of Interferences is affirmed. 





MONROE CHEMICAL CORPORATION v. 
THE WELLA CORPORATION 


No. 31479 — Commissioner of Patents — July 22, 1954 


TRADE-MakK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKs— 
GooDs oF THE SAME CLASS 
A gray hair color restorer and a preparation for reconditioning and dyeing 
hair are products which might be assumed by the average purchaser to emanate 
from the same source. 
TRADE-MARK ACT OF 1946—CONFUSINGLY SIMILAR MARKS 
KOLESTONE, for a preparation for reconditioning and dyeing hair, is not con- 
fusingly similar to COLORATONE, used for a gray hair color restorer. 

Opposition proceeding by Monroe Chemical Corporation v. The Wella 
Corporation, application Serial No. 614,324 filed May 24, 1951. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Munn, Liddy & Nathanson, of New York, N. Y. for opposer-appellant. 
M. 8S. Meem, of Washington, D. C. for applicant-appellee. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register KOLESTONE for a preparation for 
‘‘reconditioning and dyeing the hair at the same time.’’ Use is claimed 
since May 10, 1951. Registration has been opposed by the registrant of 
COLORATONE for gray hair color restorer. The Examiner of Interferences 
held that opposer had failed to prove that the involved products were 
closely related and dismissed the opposition. Opposer has appealed. 

It appears from the records of the Office that Registration No. 205,611 
for gray hair color restorer issued to a predecessor on November 10, 1925 
and an assignment to this opposer was recorded on October 12, 1929. 

Opposer took no testimony, and applicant’s testimony is not very 
helpful in arriving at a conclusion as to likelihood of confusion, mistake 
or deception of purchasers. 

There is no doubt in my mind but that gray hair color restorer and 
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BAXTER v. SHARP & DOHME 


a preparation for reconditioning and dyeing hair are products which might 
be assumed by the average purchaser of such products to emanate from 
the same source if they are sold under the same mark. This leaves only 
the question of whether or not the marks so resemble each other as to be 
likely to create confusion in the marketplace. Giving proper weight to the 
significance of the marks when applied to the goods, and to their sound 
and appearance, I do not believe that the resemblance is sufficient to pre- 
clude registration by applicant. In other words, it is my opinion that 
confusion, mistake or deception of purchasers is unlikely. 

The decision of the Examiner of Interferences is affirmed, but for 
the foregoing reasons. 


BAXTER LABORATORIES, INC. v. 
SHARP & DOHME, INCORPORATED 


No. 31898 — Commissioner of Patents — July 23, 1954 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRINAVAC used for a vaccine is not likely to be confused with TRINIDEX used 
for a vitamin B-complex solution since both products are sold to and administered 
by expert persons and not sold to the average, ordinary and unwary purchaser. 

Opposition proceeding by Baxter Laboratories, Inc. v. Sharp & Dohme, 
Incorporated, application Serial No. 625,767 filed February 29, 1952. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Dawson, Tilton & Graham, of Chicago, Illinois for opposer-appellant. 
Raymond Underwood, of Philadelphia, Pennsylvania for applicant-appellee. 
Lzeps, Assistant Commissioner. 

Application has been filed to register TRINAVAC for a ‘‘biological anti- 
genic preparation for use as an immunologic agent,’’ in other words, a 
vaccine. Use is claimed since January 4, 1952. Registration has been 
opposed by the owner-registrant of TRINIDEX (Reg. No. 400,680, issued 
March 23, 1943) for ‘‘solutions containing vitamins or constituents thereof 
and solutions for parenteral therapy containing synthesized constituents 
of vitamin B-complex,’’ in other words, vitamin B-complex solutions. The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

The record establishes that the products of the parties are prescrip- 
tion items and are administered by, or under instructions of, physicians. 
Both are administered hypodermically—opposer’s product being for intra- 
venous injection and applicant’s for intramuscular injection. Opposer 
sells what it terms a ‘‘family’’ of products under the mark TRINIDEX, each 
of which contains a percentage of dextrose. Applicant’s TRINAvVAC product 
is a three-way vaccine for diphtheria, tetanus and whooping cough. 

The products are sold to and administered by careful and expert 
persons who are accustomed to discriminating between the trade marks for 
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products of the character involved here. They are not sold to the average, 
ordinary and unwary purchasers. Under such circumstances, I do not 
believe that confusion, mistake or deception is likely to occur. 
The decision of the Examiner of Interferences is affirmed. 









EX PARTE COMISION NACIONAL DE PROPAGANDA Y 
DEFENSA DEL TABACO HABANO 


Commissioner of Patents — July 23, 1954 






TRADE-MARK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 
CENTRO OFICIAL DEL TABACO HABANO held merely a business or tradename and 
not registrable as a service mark since there is nothing to indicate that it is used 
in the sale or advertising of services. 
Application for registration of service mark by Comision Nacional de 
Propaganda y Defensa del Tabaco Habano, Serial No. 579,399 filed May 24, 
1949. Applicant appeals from decision of Examiner of Trade Marks refus- 


ing registration. Affirmed. 













Almon 8. Nelson, of Washington, D. C. for applicant. 
LEeEDs, Assistant Commissioner. 

Application has been filed to register as a service mark CENTRO OFICIAL 
DEL TABACO HABANO for promoting the sale of Cuban tobacco and tobacco 
products. Use is claimed since November 14, 1947. The Examiner of 
Trade Marks refused registration on the ground that the term sought to 
be registered is a trade name used as such, and is merely descriptive as 
applied to the services. Applicant has appealed. 

The specimens submitted are: (1) a letter head showing CENTRO 
OFICIAL DEL TABACO HABANO and its address; (2) a mailing tag showing 
the name, beneath which appears ‘‘ Office of the Cuban Government Tobacco 
Commission,’’ and the address; (3) a business card showing the appli- 
cant’s name, address, telephone number and ‘‘Imported Havana Cigars;’’ 
and (4) a postal card to be used by purchasers in ordering cigars, addressed 
to ‘‘Centro Oficial Del Tabaco Habano, 222 Lincoln Road, Miami Beach, 
Florida.’’ An advertisement submitted by applicant shows: 


‘Centro Oficial Del Tabaco Habano 

222 Lincoln Road, Miami Beach, Fla. 

‘The only official organization of the Cuban government for the 
distribution and sale of genuine Havana cigars, where full information 
regarding Genuine Imported Havana Cigars will be gladly furnished 


upon request.”’ 
Another shows the English translation of the name, the picture of a 


box of cigars, ‘‘All kinds of cigars, cigarettes, Pipe tobacco,’’ ‘‘ Retail 
Sales,’’ applicant’s address and ‘‘Order by telephone—mail orders filled.’’ 

Applicant states in its brief that the establishment was opened in the 
City of Miami, Florida, some years ago ‘‘to promote the sale of Cuban 
tobacco and also to educate and inform the American public as to Cuban 
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tobaceo.’’ The record indicates that the establishment, operating under 
the name of ‘‘Centro Oficial Del Tabaco Habano,’’ maintains a showroom 
where Cuban tobacco products are displayed, offered for sale, and sold. It 
appears that if questions are asked, the appropriate persons employed by 
the establishment will attempt to answer them. 

There is nothing here which indicates that the name is used in the sale 
or advertising of services or that it is used in the sale or advertising of 
services rendered in commerce. The exhibits and ‘‘specimens’’ show that 
CENTRO OFICIAL DEL TABACO HABANO is merely the business or trade name 
for the establishment which operates a retail sales outlet for Cuban cigars, 
cigarettes and pipe tobacco. As such, it is not entitled to registration. In 
view of this finding, it is not necessary to comment upon the examiner’s 
holding of descriptiveness. 

The decision of the Examiner of Trade Marks is affirmed. 


G. D. SEARLE & CO. v. CALVITAL COMPANY, INC. 
No. 31564 — Commissioner of Patents — July 23, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
FLORA when used for produéets purchased over the counter is not descriptive 
or suggestive of a feminine hygiene preparation. 
TRADE-MarRK AcT OF 1946—REGISTRABILITY—DOMINANT FEATURES 
To dissect marks and determine likelihood of confusion on the dissimilarities 
between the suffixes is improper. The marks must be considered in their entireties. 
TRADE-MARK ACT OF 1946—-REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FLORASOL, for a feminine hygiene preparation, is confusingly similar to FLORA- 
QUIN, for an antiseptic preparation for feminine hygiene. 


Opposition proceeding by G. D. Searle & Co. v. Calvital Company, Inc., 
application Serial No. 601,871 filed August 4, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 
William T. Woodson, Beverly W. Pattishall, and Lewis 8S. Garner, of Chi- 

eago, Illinois and Thomas L. Mead, Jr., Francis C. Browne and William 

E. Schuyler, of Washington, D. C. for opposer-appellant. 

J. B. Felshin, of New York, N. Y. for applicant-appellee. 


Lreps, Assistant Commissioner. 

Application has been filed to register rLoraAsoL for a hygienic prepa- 
ration to be used as a refreshing and cleansing douche. Use is claimed 
since November 2, 1949. Registration has been opposed by the owner of 
FLORAQUIN, registered on November 17, 1936, for an antiseptic preparation 
for feminine hygiene (Reg. No. 340,715). The Examiner of Interferences 
dismissed the opposition, and opposer has appealed. 

The Examiner of Interferences found (1) FLORA is descriptive as 
applied to the goods of the parties; (2) the suffixes of the respective marks 
are wholly dissimilar; and (3) applicant’s mark differs from opposer’s in 
that it includes a ‘‘decorated, oval-shaped design background.’’ Having 
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so found, he held that there was no reasonable likelihood of confusion, 
mistake, or deception of purchasers. 

Opposer’s testimony shows use of FLORAQUIN on its feminine hygiene 
preparation since June 2, 1936; its sales have been nationwide through 
some 50,000 drug stores, and have extended to Canada and some other 
countries; volume of sales has exceeded six million dollars’ worth; its 
product has been continuously advertised under the mark in medical and 
pharmaceutical journals, by direct mail, and by distribution of literature 
by salesmen; total advertising expenditures have exceeded one and a 
quarter million dollars; and it is sold over the counter in drug stores, 
primarily to women. 

Applicant’s testimony shows use of FLORASOL on its feminine hygiene 
preparation since 1949; its sales have been primarily in the State of New 
York with some sales in the New England territory, some in New Jersey 
and some in the State of Washington; this type of product is usually 
placed on shelves behind the counter, but not displayed for buyers’ atten- 
tion; customers ask the pharmacist for it, either after having a recom- 
mendation from a physician or a pharmacist; purchasers simply ask for 
such products orally, by name; applicant’s product is sold over the counter 
without prescription. The testimony shows that applicant knew of opposer’s 
product FLORAQUIN at the time it adopted and used FLORASOL. 

Applicant claims on the one hand that the syllable FLora in its mark 
is descriptive of the product, and on the other that it is a ‘‘distinctive’’ and 
‘‘important’’ part of the mark. It is doubtful if it can be both. The word, 
of course, has a meaning as a noun. It means plant life, especially as 
distinguished from fauna. It has no adjectival meaning. To physicians 
and pharmacists it may, when used on a feminine hygiene preparation, 
suggest the vaginal flora, as indicated by a publication of Merck & Co. 
introduced in evidence. We are dealing, however, with products purchased 
over the counter, without prescription, by the average, ordinary woman. 
There is nothing in the record which indicates that rLora would have any 
significance to her other than a possible suggestion of plant life. It is not 
under such circumstances merely descriptive, or even suggestive, when 
applied to the involved products. 

Furthermore, it is not proper to dissect marks, as was done by the 
Examiner of Interferences, and then determine likelihood of confusion on 
the basis of dissimilarities between the suffixes. The established principle 
that in determining likelihood of confusion, the marks must be considered 
in their entireties should be followed, since the commercial impression is 
created by the mark as a whole. Sprague Products Co. v. Wilkor Products, 
Inc., 99 USPQ 255 (44 TMR 328) (Com’r., 1953) ; Mueller Furnace Co. v. 
United Conditioning Co., 99 USPQ 342 (44 TMR 333) (Com’r., 1953) and 
eases therein cited. 

The display of the mark in connection with products sold under the 
conditions outlined in the record is of secondary importance, since the 
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products are called for orally by name and are not displayed where the 
customer sees them. 

Purchasers are not required or expected, and, in fact, are not likely to 
make an analysis of the marks used on such products as are involved here. 
They probably are not purchased regularly or frequently, and a clear recol- 
lection of the mark may not remain with the purchaser. Peters & Russell, 
Inc. v. Greenfield Co., 99 USPQ 139 (44 TMR 310) (Com’r., 1953). It 
seems to me that when we consider the type and class of purchasers, the 
methods of sale, the faulty recollection of the purchasing public, and the 
probability that FrLora has no descriptive significance in connection with 
the products so far as ultimate purchasers of them are concerned, confusion, 
mistake or deception is likely to ensue; and registration is, therefore, pre- 
cluded by the provisions of subsection 2(d) of the statute. 

The decision of the Examiner of Interferences is reversed. 


MASON, AU & MAGENHEIMER CONF. MFG. CO. v. 
PERK DOG FOOD CO., doing business as PERK FOODS CO. 


No. 30295 — Commissioner of Patents — August 10, 1954 


TRADE-MarRK AcT oF 1946—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Patent Office classification is not determinative question in opposition; ques- 
tion for determination is likelihood of confusion, mistake, or deception. 
TRADE-MARK ACT OF 1946—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Likelihood of confusion not sustained merely because products are sold over 
same counter or fall substantially within the same price range. 


Prior acquiescence by a third party to opposer’s claim against registration of 
similar marks and patent jurisprudence’s acceptance of public acquiescence as a 
test to prove invention is not applicable in opposition proceeding. 

Production of dog foods is not natural extension of confectionery or candy 
manufacturer. 


TRADE-MARK AcT oF 1946—CoNSTRUCTION—SECTION 2 (a) AND 2 (b) 


If connection between products found sufficient to imply original user has 
branched out in his business or approved, sponsored or is connected with new 
product; or where evidence shows patent attempt to deceive public or to benefit 
by free ride on reputation or goodwill of another, it would appear that registration 
might be refused under subsection 2 (a) or 2 (b) or both. 


TRADE-MARK AcT oF 1946—CoNFUSINGLY SIMILAR MARKS 
PEAK used for a dog food could not be confused with PEAKS for a candy 


bar. 


Opposition proceeding by Mason, Au & Magenheimer Conf. Mfg. Co. 
v. Perk Dog Food Co., doing business as Perk Foods Co., application 
Serial No. 596,624 filed April 29, 1950. Opposer appeals from decision 
of Examiner of Interferences dismissing opposition. Affirmed. 
Gustav Drews, of New York, N. Y. for opposer-appellant. 
John B. Hosty, of Chicago, Illinois for applicant-appellee. 
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LEeEps, Assistant Commissioner. 

Application has been filed to register PEAK, displayed above the 
silhouette of a dog’s head, for canned dog food. Use is claimed since 
March 1, 1950. Registration has been opposed by the owner-registrant of 
PEAKS for chocolates.* The Examiner of Interferences dismissed the oppo- 
sition, and opposer has appealed. 

Opposer’s testimony shows that it is a candy manufacturer which has 
operated continuously since 1864; since 1917 it has manufactured a candy 
identified as PEAKS; the candy is in bar form and retails at five to six 
cents a bar; the product is sold to wholesalers which sell to retail outlets 
which sell to the consumer; retail outlets comprise grocery stores, drug 
stores, stationery stores and wherever else candy is sold; in excess of 
$2,000,000 has been spent since 1917 in advertising PEAKS candy bars 
through the usual national media; and sales of the item from 1917 to 1952 
exceeded $40,000,000, retail value. 

The testimony also shows that foods for human consumption and for 
canine and feline consumption are often sold in the same stores over the 
same counters and they are featured in the same advertisements; at least 
some, if not all, manufacturers which produce foods for human consumption 
and foods for animal consumption use a trade mark on the animal foods 
different from that used on foods for humans; it is not uncommon for 
some manufacturers to make candy for pets; and the price range for candy 
bars, canned dog food and dog candy is substantially the same. 

Applicant took no testimony 

Opposer argues seven specific points in support of its position and 
these are summarized and disposed of below. Its basic argument, however, 
seems to rest on the so-called ‘‘dilution doctrine.’’ 

1. The use by applicant of PEAK on dog food sold in the same stores 
with PEAKS candy would outrage and offend the fastidious customer of 
opposer’s delicacy. 

There is nothing in the record to indicate that 6¢ candy bars are a 
delicacy, or that the consumers of such candy bars are fastidious, or that 
opposer’s customers would be outraged and offended if they saw PEAK and 
the silhouette of a dog’s head on canned dog food. Furthermore, it is 
well known that purchasers are frequently as meticulous in the selection 
of food for their dogs as they are in the selection of food for their families. 
I find nothing which leads me to a conclusion that purchasers might be 
outraged or offended in the manner suggested by opposer. 

2. Dog food and candy are sold over the same counters and fall in the 
same Patent Office classification. 

Neither of these contentions avails anything, since the main question 
for determination is likelihood of confusion, mistake, or deception of the 
purchasing public as to origin of the goods. The Patent Office classification 


* Reg. No. 124,257, issued January 28, 1919, renewed, and published under Sec. 
12(¢) on January 18, 1949. 
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is not determinative of the question. Consolidated Cosmetics v. Neilson, 
109 F.Supp. 300, 96 USPQ 320 (43 TMR 369). 

3. The processing of animal food, and particularly dog food, is a 
natural extension of the business of processing foods for human con- 
sumption. 

There is nothing in the record which indicates that the production of 
dog food is a natural extension of the business of a confectioner, or candy 
manufacturer. 

The record does show, however, that when processors of foods for 
humans extend their business to foods for animals, a different trade mark 
is used. It seems reasonable to assume that the minds of purchasers have 
become ‘‘conditioned’’ to this state of fact, and, if so, then use of PEAK 
on dog food would lead away from a thought of common origin with the 
candy rather than toward it. 

4. The products of the parties fall within substantially the same price 
range, and the test of likelihood of confusion is different when products 
are in a low price range. 

Most of the cases indicate that the difference lies more in the manner 
of purchase, i.e., casual, impulse, inattentive, etc., rather than in the price 
range. Furthermore, it is believed that this test is entitled to weight only 
when the goods are competitive in nature. 

5. Candy and dog food are regularly associated with one another, 
particularly in advertising. 

Many produets are ‘‘associated’’ in advertising when they are sold in 
the same stores, but the products here are not associated in the manner 
or to the extent involved in Aunt Jemima Mills Co. v. Rigney & Co., 247 
F. 407 (syrup and flour), and Akron-Overland v. Willys-Overland Co., 
273 F. 674 (automobiles and tires), relied upon by opposer. 

6. Applicant has never advertised its product, and it is trading upon 
the good will of opposer which has resulted from extensive advertising 
and sale of its PEAKS candy bars. 

Opposer contends that the record indicates conclusively that applicant 
has not done any advertising whatsoever. The only evidence in this regard 
is an answer given by opposer’s Board chairman when he said ‘‘I have 
never seen an advertisement pertaining to horse meat dog food in any 
form whatsoever.’’ I cannot agree that this answer is conclusive of any- 
thing other than that the witness had not seen any advertisement by any 
producer of dog food made from horse meat. 

I find nothing in the record to support any claim that applicant knew 
about opposer’s product or its mark, or that applicant had any ulterior 
motive in the selection of its mark, or that applicant selected its mark with 
an intent to trade on opposer’s good will. 

7. Competitors have acquiesced in opposer’s claim that PEAK or a 
similar name on a commodity other than candy, such as chewing gum 

(citing Opposition No. 3,688, in which Wm. Wrigley, Jr. Co. agreed to dis- 
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continue use of PK’s in 1922) and animal food (citing Opposition No. 
19,511 in which J. & L. Paper Products Co. defaulted in 1940), and it is 
suggested that we should follow the patent jurisprudence where it has been 
held that public acquiescence in the inventor’s rights over an extended 
period of time has been applied as a test to prove invention, citing Keasby 
«& Mattison Co. v. Philip Carey Mfg. Co., 139 F.571. 

It may be that a chewing gum manufacturer has acquiesced in op- 
poser’s claim that a manufacturer of animal foods did not choose to defend 
its right to register; but the action or inaction of these parties cannot 
mitigate against this applicant. This case must rest on its own facts, and 
the applicability of the statute to them, and not on the patent juris- 
prudence. 

The statute provides in Section 2: 


‘*No trade mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the Principal Register on account of its nature unless it * * *”’ 


and then follow subsections (a), (b), (c), (d), (e) and (f). The only 
subsections which could be applicable here are (a) and (d). The ques- 
tions as to applicability may be asked in the following manner: 


(a) Does applicant’s mark consist of or comprise matter which 
may disparage or falsely suggest a connection with opposer or bring 
opposer into contempt or disrepute? 

(d) Does applicant’s mark so resemble opposer’s registered mark 

as to be likely, when applied to its dog food, to cause confusion or mis- 
take or to deceive purchasers? 


Although the ‘‘dilution doctrine’’ has been sparingly applied by some 
courts in actions for infringement and unfair competition, a careful analysis 
of the decisions indicates that its application resulted only where the con- 
nection between the involved products, though remote, was found sufficient 
to imply that the original user had branched out his business into the 
remotely associated field, or that the first user had approved or sponsored 
the later product, or was in some way connected with the later user; or 
where the evidence showed a patent attempt to deceive the public or to 
benefit in some manner by hitching a free ride on the reputation and good 
will developed by another. In any one of these situations, it would appear 
that registration might be refused under subsection 2(a) or 2(b), or both. 
See Admiral Corporation v. H. D. Hudson Mfg. Co., 101 USPQ 83 (44 
TMR 845) (Com’r., 1954) ; Copacabana, Inc. v. Breslauer, 101 USPQ 467 
(44 TMR 987) (Com’r., 1954), and cases therein cited. 

On the record before me I do not find sufficient connection between 
the products to draw the inference that the purchasing public is likely to 
believe that opposer has extended or branched out its business into the 
dog food business, particularly where it is the common practice of pro- 
ducers of foods for human consumption and foods for animal consumption 
to use different marks on the different products; nor do I find any prob- 
ability that purchasers of applicant’s dog food will assume that it is 
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approved or sponsored by, or in any way connected with, opposer. There 
is no evidence which indicates or suggests any attempt on the part of 
applicant to deceive the public or to have a free ride on opposer’s repu- 
tation and good will. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE UNITED STATES PLYWOOD CORPORATION 


Commissioner of Patents — September 28, 1954 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Registration of patented article as a trade-mark for the patented article, the 
patented features being the very features of shape alleged to be distinctive as a 
trade-mark, is improper. 
REGISTRATION PROCEDURE—APPLICATION 
REGISTRATION PROCEDURE—EVIDENCE 
Paragraphs of consent decree relating to secondary meaning cannot be given 
weight as establishing secondary meaning, in application for registration. 
REGISTRATION PROCEDURE—EVIDENCE 
Form affidavits are not very convincing; particularly in situation where, owing 
to patent situation, applicant controls supply of article, such affidavits are not 
seen to have any bearing 

Application for trademark registration by United States Plywood 
Corporation, Serial No. 569,783, filed December 2, 1948 and Serial No. 
578,185 filed May 3, 1949. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Affirmed. 

James M. Heilman and Heilman & Heilman, of New York, N. Y. for ap- 
plicant. 
Freperico, Examiner in Chief. 

Applicant appeals from the rejection by the Examiner of Trade Marks 
of two applications for registration. The two appeals are considered in 
one opinion. 

Application Serial No. 578,175 will be considered first. The goods 
recited in the application is plywood, and the drawing of the application 
is a line drawing of a piece of plywood. The specimens accompanying the 
application are large gummed labels carrying the same line drawing of a 
piece of plywood and in one corner, spaced from the drawing, the legend 
PRODUCT OF UNITED STATES PLYWOOD CORPORATION. The drawing is a pic- 
torial representation of the goods sold by the applicant. It is not clear 
from the application itself whether applicant is seeking to register the 
configuration of the goods as the trade mark, or the picture of the goods 
as the trade mark. However, looked upon either way, the considerations 
and conclusions would be the same. Applicant in its supplemental brief 
indicates that the distinction is academic since the ‘‘configuration’’ and 
the ‘‘representation’’ are identical or substantially identical. 
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The configuration used and which is involved in this application con- 
sists in having a series of parallel grooves on a face of the plywood. The 
drawing illustrates a rectangular section of plywood with parallel grooves 
extending throughout the length of the piece. These grooves are irregu- 
larly spaced, but very close together, averaging about eight and a fraction 
to the inch. Each groove is apparently of the same depth throughout its 
length, but the depths of the different grooves are irregular in a random 
manner. No recurrence of pattern is discernible on the drawing or on the 
sample submitted in the application, which exhibits a rustic effect. 


Registration is sought on the Principal Register and applicant asserts 
that the configuration has become distinctive of its goods, and proof of 
distinctiveness under section 2(f) of the Trade Mark Act has been sub- 
mitted. However, applicant requests in its brief that, if registrability on 
the Principal Register is not found, the mark be held registrable on the 
Supplemental Register. 

The ground of rejection is that the alleged mark does not function as 
a trade mark, being nothing more than the goods itself. This ground of 
rejection is taken to mean that the alleged mark does not distinguish, or is 
incapable of distinguishing, applicant’s goods in a trade mark sense. 


Applicant relies upon three major considerations: first, that the par- 
ticular pattern is arbitrary and non-functional; second, a decision of the 
United States District Court for the Southern District of California in- 
volving applicant’s goods; and third, the affidavits submitted in the appli- 
cation for the purpose of showing distinctiveness. 


Applicant states that the pattern is arbitrary and non-functional since 
grooving may be varied in many ways to provide different effects upon the 
eye of the observer. 

Applicant is the assignee of United States Patent No. 2,286,068, issued 
June 9, 1942, for Plywood Panel. The specification of the patent, after 
first describing various difficulties in plywood arising from the drying out 
and shrinking of the plies, creating stresses which result in separation of 
edges and checks and cracks, states that: ‘‘I have found it possible to 
eliminate these stresses, and the deleterious effects thereof, by gouging the 
surface or surfaces of the panel with a multitude of closely spaced grooves, 
extending generally parallel to the grain, and preferably of uneven, irreg- 
ular, and random depth, following no recurring pattern, but sufficiently 
closely spaced, and having, at sufficiently close intervals, sufficient depth 
as to cut through the recurring grain layers, and to break up each indi- 
vidual layer and the surface of the panel generally into narrow widths or 
ribs of uncut wood. Within these narrow widths the stresses which cause 
the shrinking, cracking, checking, and swelling may not accumulate to such 
an extent that they may not be relieved within the grooves in the surface.’’ 
It is considered unnecessary to summarize the detailed description in the 
specification but one additional paragraph will be quoted: 
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‘*This grooving is to be distinguished particularly from grooving, 
as heretofore practiced, in patterns or groups of grooves, for purely 
visual effect. The grooving according to this invention is usually 
distinguished by an absence of any pattern. Moreover it is to be 
emphasized that while the visual effect is attractively rustic and in- 
formal, and does enhance the salability of the product to those who 
desire such effects, the grooving has as its principal objective the 
avoidance of undue shrinkage and swelling, and is of value for that 
purpose, and for the other purposes mentioned, regardless of appear- 
ance.”’ 

Two claims of the patent are also quoted: 

Claim 3. As a new article of manufacture, a plywood panel 
having a multiplicity of grooves in the exposed surface of a face ply, 
said grooves being each sufficiently deep to prevent stresses, normally 
arising from shrinking and expanding, from accumulating across any 
appreciable width of the grooved ply, and of uniform depth through- 
out its length, but of random depth relatively to other grooves, and 
each groove being relatively narrow, and disposed closely adjacent 
other such grooves, and all such grooves extending substantially length- 
wise of the grain of the wood. 

‘‘Claim 5. As a new article of manufacture, a plywood panel 
having a multiplicity of grooves in the exposed surface of one face ply 
extending substantially parallel to one edge of the panel and substan- 
tially lengthwise of the grain of the wood, said grooves being each of 
substantially uniform depth throughout its length, and of such depth 
as to prevent stresses, normally arising from shrinking and expanding, 
from accumulating across any appreciable width of the grooved ply, 
but of random depth relative to other grooves, and being each of a 
width not appreciably exceeding its depth, and spaced without material 
interval from adjoining grooves.”’ 

It thus appears that the configuration which applicant is seeking to 
register as an alleged trade mark falls within the requirements of the 
patent. Applicant is thus attempting to register a patented article as a 
trade mark for the patented article, the patented features being the very 
features of shape alleged to be distinctive as a trade mark. The mere state- 
ment of the proposition is sufficient to show that registration on either the 
Principal or Supplemental Register would be manifestly improper. 

Applicant also relies on a suit in the Southern District of California 
in which the final decree has findings relating to and acknowledging a 
secondary meaning in the configuration of applicant’s grooved or striated 
plywood. This case was a suit for infringement of applicant’s patent 
which has been referred to above, for infringement of applicant’s trade 
mark WELDTEX which mark is used by applicant in connection with the 
goods, and for unfair competition. Decisions of the court in applicant’s 
favor on motions for preliminary injunction have been published, United 
States Plywood Corporation v. Zeesman Plywood Corporation, et al., 
81 USPQ 436 and 86 USPQ 184. The decisions discuss the infringement 
of applicant’s patent and the infringement of applicant’s trade mark 
WELDTEK, but contain no mention whatsoever of any secondary meaning 
in the configuration of applicant’s plywood. The final decree on which 
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applicant relies is a consent decree entered after proceedings were begun 
to punish for contempt in violating the preliminary injunctions. The 
paragraphs of the consent decree relating to secondary meaning can not be 
given any weight as establishing secondary meaning. 

Applicant has submitted fifty affidavits of others to show distinctive- 
ness. Twenty-four of these affidavits are single page mimeographed dup- 
licate forms with a blank space to be filled in by the affiant (three of them 
forgot to fill in the blank). Sixteen are another duplicated form with two 
blank spaces to be filled. The remaining ten follow a third form with a 
few slight variations. Form affidavits are not very convincing, and in a 
situation such as this where, owing to the patent situation, applicant con- 
trols the supply of the article, such affidavits are not seen to have any 
bearing. 

In application Serial No. 569,783, the drawing is an illustration of 
applicant’s plywood, across which in large letters appears the word 
WELDTEX and the specimens submitted with the application are small 
gummed labels with the illustration, the word WELDTEX, and other written 
material. WELDTEX has been registered by the applicant as its trade mark 
for plywood. Registration has been refused in this case because of the 
unregistrability of the representation of the goods and the absence of a 
disclaimer of the representation. Inasmuch as the configuration of the 
goods, or the representation of the goods, is held unregistrable in the first 
part of this opinion, and the statute in section 6 requires unregistrable 
matter to be disclaimed, registration on this application could not be con- 
sidered in the absence of a disclaimer. 

The decision of the examiner in each of the applications is affirmed. 


EX PARTE BABSON BROS. CO. 
Commissioner of Patents — September 29, 1954 
TRADE-MarRK AcT or 1946—SUPPLEMENTAL REGISTER 
TRADE-MarK AcT or 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
Configuration of goods can be registered, if at all, only on Supplemental 
Register. 
Configuration of goods cannot be registered if primary purpose of configura- 
tion is functional. 
TRADE-MarK Act or 1946—SUPPLEMENTAL REGISTER 
REGISTRATION PROCEDURE—EVIDENCE 
Where structure of a device if of a character which would not ordinarily be 
taken as a trade-mark, evidence that it actually does function as a trade-mark 
must be submitted for consideration for registration on the Supplemental Register. 
Application for trademark registration by Babson Bros. Co., Serial 
No. 566,686 filed October 8, 1948. Applicant appeals from decision of 
Examiner of Trademarks, refusing registration. Affirmed. 
Chritton, Schroeder, Merriam & Hofgren, of Chicago, Illinois for applicant. 
Feperico, Examiner in Chief. 















Vol. 44 T. M. R. EX PARTE BABSON BROS. CO. 1341 


Applicant has appealed from the refusal of the examiner to register an 
alleged trade mark on the Principal Register. The application for regis- 
tration was filed on October 8, 1948, and use of the mark since August 5, 
1948 is alleged. 

The goods on which the mark is used are specified in the application 
as ‘‘inflations or flexible linings, of natural or synthetic rubber, for the 
shell of a teat cup assembly for milking machines.’’ What applicant is 
attempting to register as a trade mark is the configuration of part of the 
goods. The goods involved are difficult to describe without an illustration 
including the complete assembly. A cross section of such an assembly 
(adapted from Patent No. 2,425,901, assigned to applicant), of which there 
are four in a milking machine, is shown on the following page. In this 
illustration A is a cylindrical metal shell having near its lower end a con- 
nection B leading to a pulsator which applies suction and pressure to 
periodically squeeze the teat. Inside the teat cup shell is a removable 
rubber member C which is spaced from the wall of the shell and has a 
narrow lower end D which passes through the bottom of the shell and is 
connected to the bucket to receive the milk and through which continuous 
suction is applied. The upper end of the rubber insert C has an enlarged 
head E, the under side of which is grooved to fit over the rim of the shell. 
This rubber insert is the article involved in the present application. The 
drawing of the application and the specimens (which are photographs of 
the article) show the outer rim F of the enlarged head provided with small 
parallel ridges running in the direction of the length of the article. It is 
this configuration of the ridges in the rim of the head of the article that 
applicant asserts to be a trade mark for the article! 

The article carries the trade mark suRGE molded on the part which is 
not visible in use. 

The application states that ‘‘The trade mark consists of a narrow band 
of parallel transverse ridges moulded on the bead at the large end of the 
inflation.’’ When the application was filed this expression read, ‘‘The 
trade mark consists of a knurled band or ring on the bead at the large 
end of the inflation,’’ and the word ‘‘knurled’’ has been used by appli- 
cant in some of the papers. Knurling is conventionally used on the rims 
of cylindrical parts of objects, such as circular nuts, thumb screws, bottle 
stoppers and caps, etc., to facilitate grasping and manipulating or for 
decorative purposes. Applicant is asserting, in effect, that such ordinary 
knurling constitutes a trade mark when applied to the article involved here. 

Registration was refused by the examiner on the ground that the 
structure was functional in that its purpose was to facilitate handling of 
the device, and also on the ground that the structure forming an integral 
part of the device would not be taken as a trade mark by prospective 
purchasers. 

What applicant is attempting to register is a ‘‘configuration of goods’’ 
and it has been held in a number of cases that such configuration, if regis- 
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trable, cannot be registered on the Principal Register but only on the 
Supplemental Register, see Ex Parte Minnesota Mining & Mfg. Co., 92 
USPQ 74, (42 TMR 164). Consequently, the application cannot be allowed 
and the registration. asked for is refused for this reason. 


It has also been held that a configuration of goods cannot be registered 
in any event if the primary purpose of the configuration is functional, Ez 
parte Alan Wood Steel Co., 101 USPQ 209, (44 TMR 866). Applicant 
denies the examiner’s assertion that the knurling serves a functional pur- 
pose and has filed three affidavits of users who deny that the ridges have 
any utility. The examiner views these affidavits with some skepticism, 
pointing out that the affidavits merely state that it is not necessary to 
twist the devices either in removing them from or inserting them into the 
teat cups. It is not believed that the evidence is sufficient in the absence 
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of any showing of the normal and usual manner of handling and applying 
the devices. 

With respect to the other ground of rejection, the structure shown is 
obviously of a character which would not ordinarily be taken as a trade 
mark. No evidence has been offered to show that it actually does serve as 
a trade mark, and, even in connection with registration on the Supple- 
mental Register, some evidence would need to be submitted that it was 
capable of so functioning. 

The decision of the examiner is affirmed. 


EX PARTE R. P. SCHERER CORPORATION 


Commissioner of Patents — September 29, 1954 


REGISTRATION PROCEDURE—EVIDENCE 
Letters from applicant’s customers do not show trade-mark significance of 
ROTARY DIE PROCESS, for capsules, since these customers, purchasing capsules from 
applicant who was only one in its field making capsules by rotary die process, 
would know that applicant was only source of rotary die process capsules. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Since term ROTARY DIE PROCESS is the name used for applicant’s process for 
making vitamin capsules, ROTARY DIE PROCESS CAPSULES would be natural name for 
capsules made by this process; accordingly, expression is not registrable as trade- 
mark. 


Application for trademark registration by R. P. Scherer Corporation, 


Serial No. 591,803, filed February 1, 1950. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 

Burton & Parker, of Detroit, Michigan for applicant. 

Feperico, Examiner in Chief. 

This is an appeal by the applicant from the action of the Examiner 
of Trade Marks in refusing registration. 

The mark sought to be registered consists of the phrase ROTARY DIE 
PROCESS CAPSULES (with the word capsules disclaimed apart from the 
combination) used for capsulated vitamin preparations, and other medi- 
cinal products in capsules. Registration was first sought on the Principal 
Register but the application has been amended to seek registration on the 
Supplemental Register. 

The ground of rejection is that the phrase is not capable of distin- 
guishing applicant’s goods in trade. 

Applicant manufactures filled capsules for pharmaceutical houses and, 
in one instance, for a large merchandiser. The product is sold only in 
bulk, and when packaged for resale to the consumer the individual con- 
tainers carry the label and mark of the merchandiser. The mark sought 
to be registered is used only on the bulk packages and is not encountered 
by the consuming purchaser. 

The capsules are manufactured by a process which simultaneously 
makes and fills them by the action of rotary dies. This process and the 
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apparatus for carrying it out were originated by the founder of applicant 
corporation, and the process and apparatus were patented August 14, 1934, 
Patent No. 1,970,396. In contradistinction from the prior process which 
used flat plate dies, applicant’s process is referred to as the rotary die 
process for making capsules. 

The examiner stated that the term ROTARY DIE PROCESS CAPSULES was 
believed to be the natural language which would be used to describe 
capsules made by means of the rotary die process and that the term would 
distinguish capsules made by one process from those made by another but 
would not identify the source of the capsules, that the term merely conveys 
information relative to the method of manufacture of the capsules. 

Applicant asserts in its brief that it is not seeking a registration for 
use on capsules but rather for various capsulated medicinal and other 
products. However, in view of the particular nature of the process by 
which the capsules are produced, the capsule, that is, the container, does 
not exist separate from the contents, and the word CAPSULE in this con- 
nection would be taken to mean the entire product, that is, the container 
and the filling. 

Applicant stated in one of the papers in the record, ‘‘A further fact 
is that applicant is believed to have been not only the first to develop, but 
the first to patent, a rotary die capable of performing the necessary opera- 
tion for complete manufacture of a loaded capsule. It is submitted that 
this fact can only go toward strengthening applicant’s contention that the 
mark is quite capable of indicating origin in it.’’ On the contrary, the 
fact stated operates against the contention that the phrase is capable of 
indicating applicant’s goods in a trade mark sense. Applicant also argued 
that there is nothing of record to show that the term was ever used before 
in the trade. Obviously, if no one else was permitted to use the rotary die 
process for making capsules, they could not describe or refer to their 
capsules as rotary die process capsules. Lack of trade use by others has no 
significance under the circumstances. 

Applicant has submitted a number of letters in an effort to show trade 
mark significance, several from customers. The customers are pharmaceu- 
tical manufacturers and it is not believed that any weight can be attached 
to their letters as evidence of trade mark significance. Naturally these 
customers, purchasing capsules made by the rotary die process from appli- 
cant who was the only one in the field manufacturing capsules by the 
rotary die process, would know that applicant was the only source of rotary 
die process capsules. This, however, does not prove trade mark significance. 
In one of the letters it is stated, incidentally, ‘‘I have always referred to 
the process as the ‘Rotary Die Process.’ * * *’’ In a letter from a teacher 
of pharmacy it is stated, ‘‘In my various contacts with industry and in 
my teaching, I have consistently used this term [rotary die process] myself 
for at least the past fifteen years and it is my understanding that the term 
is universally accepted to apply to the process used by your organization.’’ 
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Since the term ‘‘rotary die process’’ is the name used for applicant’s 
process for making capsules, ROTARY DIE PROCESS CAPSULES would be a 
natural and obvious name for capsules made by this process. With this 
view, the expression can not be considered as being registrable either as a 
trade mark or as a potential trade mark. 

The decision of the examiner is affirmed. 


EX PARTE AUTOMOTIVE & MARINE PRODUCTS CORP. 


Commissioner of Patents — October 12, 1954 
TRADE-MaRK ACT OF 1946—REGISTRABILITY—CONFU3INGLY SIMILAR MARKS 
Ampco, for lubricants, is confusingly similar to amoco, for gasoline, lubri- 
cating oils and greases. 

Application for trademark registration by Automotive & Marine 
Products Corp., Serial No. 616,842 filed July 24, 1951. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 
Nathaniel Frucht, of Providence, Rhode Island for applicant. 

LEEDs, Assistant Commissioner. 

Application has been filed to register the word ampco displayed in 
white letters on a red oval background, for special lubricants for top 
cylinder lubrication. The words ‘‘approved lubricant’’ are disposed above 
and below the word ampco, but they are not properly a part of the mark. 
Registration has been refused on the ground of likelihood of confusion with 
three registrations of amoco for gasoline, lubricating oils and greases.’ 
The two most recent registrations cited show the word amoco in white 
letters on a black panel upon a red oval background, and the earlier one is 
for the word amoco alone. Applicant has appealed. 

The mark Ampco on a red oval looks and sounds so much like amoco 
on a red oval, when used on the involved products, that confusion, mistake, 
or deception of purchasers is believed to be inevitable. This conclusion is 
supported by The American Oil Co. v. Anderson-Prichard Oil Corp.; 58 
USPQ 342, (33 TMR 552) (Com’r., 1943)—amoco—apco; Richfield Oil 
Co. of Calif. v. The Franklin Railway Oil Co., 8 USPQ 430, (21 TMR 271) 
(Com’r., 1931)—roco—rroco; and Shock Independent Oil Co. v. Sinclair 
Refining Co., 24 F.2d 286, (18 TMR 173) (C.A.D.C., 1928)—sico—sinco. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE UNIVERSAL SHEET AND STRIP STEEL CO. 


Commissioner of Patents — October 12, 1954 
TrRADE-MarK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
STEEL IS UNIVERSAL, for steel shapes, is not confusingly similar to UNIVERSAL, 
for metal box strapping and hacksaw blades. 


TRADE-MaRK ACT OF 1946—REGISTRABILITY—IN GENERAL 
UNIVERSAL is not unique as a trade-mark and has been characterized as a 


‘*weak’’ mark. 


1. Reg. No. 167,769, issued May 8, 1923, renewed; Reg. No. 397,089, issued August 
18, 1942; and Reg. No. 397,326, issued September 1, 1942. 
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Application for trademark registration by Universal Sheet and Strip 
Steel Co., Serial No. 617,000 filed July 26, 1951. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 
Maz Rittenberg and Thiess, Olson, Mecklenburger, Von Holst & Coltman, 
of Chicago, Illinois for applicant. 









LEEpDs, Assistant Commissioner. 

Application has been filed to register the phrase STEEL IS UNIVERSAL 
displayed on a rectilinear panel superimposed angularly upon an illustra- 
tion of the globe, for steel in the form of sheets, strips, coils, bars, plates 
and other shapes. Use is claimed since August 20, 1948. The Examiner 
of Trade Marks has refused registration on the ground of likelihood of 
confusion with two prior registrations, namely, UNIVERSAL for metal box- 
strapping,’ and UNIVERSAL displayed on a background circle surrounding 
two parallel lines above and two below the word for hacksaw blades.” 
Applicant has appealed. 

The word UNIVERSAL is not unique as a trade mark. It has been char- 
acterized by the courts as a ‘‘ weak’’ mark,’ and it is not uncommonly used 
as a part of a trade or corporate name. 

The registered marks cited by the examiner as references are UNIVERSAL. 
This applicant has taken the word UNIVERSAL from its corporate name and 
incorporated it in a phrase which may be interpreted in different ways— 
it says something different from what might be expected to be said of the 
product—and it has combined the phrase with a design background which 
might be considered to be, in some measure, illustrative of the phrase. 
Under such circumstances, even though the phrase is in the nature of a 
slogan, the composite functions as a trademark. 

On the basis of the record here, and considering the nature of the 
marks and the character of the products, it is my opinion that the cited 
references should not preclude registration by this applicant. The mark 
should be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 




























THE HUMKO CO. v. FAVIA doing business as ATLANTIC CANDY 
COMPANY 


No. 31489 — Commissioner of Patents — October 27, 1954 


TrRADE-MakK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

MEL*0O+* POPS for hard candy on a stick is not confusingly similar to MEL-0-POP 
for popcorn seasoning; although theatre concessionaires purchase both products, 
former is likely to retain its identity until it reaches ultimate consumer while 
latter is likely to lose its identity in end product; under such circumstances, 
likelihood of confusion is minimal. 










1. Reg. No. 104,177, issued May 4, 1915, renewed. 
2. Reg. No. 207,170, issued December 22, 1925, renewed. 
3. Dwinell-Wright Co. v. National Fruit Products Co., 60 USPQ 304 (C.A. 1, 1944). 
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TRADE-MARK AcT or 1946—NarTuRE or RIGHTS 
Rights in arbitrarily coined trademark do not extend farther than to those 
products which might reasonably be assumed to come from, or be associated with, 
or approved, or sponsored by a single business entity. 


TRADE-MaRK AcT oF 1946—REGISTRABILITY—DISCLAIMER 
POPS need not be disclaimed in application to register MEL+0+ Pops, for hard 
candy on a stick. 

Opposition proceeding by The Humko Co. v. Dominic Favia, doing 
business as Atlantic Candy Company, application Serial No. 580,473 filed 
June 15, 1949. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 

Weatherford & Weatherford, of Memphis, Tennessee for opposer-appellant. 
Laforest 8. Saulsbury, of New York, N. Y. for applicant-appellee. 


LEEDs, Assistant Commissioner. 


Application has been filed to register MEL‘o-Pops for hard candy on a 
stick. Use is claimed since May 24, 1948. Registration has been opposed 
by the registrant of MEL-0-Ppop for popcorn seasoning. The Examiner of 
Interferences dismissed the opposition, and opposer has appealed. 

The testimony shows that opposer is a manufacturer of cooking oils, 
refined cocoanut oil, and a seasoned oil for use in connection with the 
popping of popcorn. The popcorn seasoning is sold under the trade marks 
POPTENE* and MEL-0-PoP. The latter is sold in one and five gallon cans 
and in fifty pound and four hundred pound drums to institutional and 
industrial users. MEL-0-POP seasoning has been marketed since the summer 
of 1947, and the total sales value of the product sold under the mark during 
1949, 1950, 1951 and the first ten months of 1952 amounted to $350,000.00. 
A considerable amount of advertising has been inserted in trade periodicals 
reaching opposer’s customers and potential customers. 

Opposer presented as a witness a purchasing agent for a company 
which operates in theatres concessions dispensing candy, popcorn, ice 
cream and the usual items available from machines located in theatre 
lobbies. 

It appears that purchases for the concessions are made centrally and 
distributed to the individual theatres for use or for sale, as the case may 
be. Candy and popped popcorn are presented for sale in the outlets to 
the same ultimate consumers. There is nothing in the record, however, 
which indicates that the finished popcorn seasoned with opposer’s MEL-0-POP 
seasoning is ever offered for sale as MEL-0-PoP popcorn. In fact, the record 
indicates that the seasoning loses its identity, both as to product and trade 
mark, before the end product is offered to the ultimate consumer. 

Opposer contends that the channels of trade through which the prod- 
ucts of the parties move are the same. It is true that the record shows 
that both hard candy on a stick and popeorn seasoning are purchased by 


1. Reg. No. 508,709, issued April 19, 1949. : 
2. POPTENE apparently is used on a seasoned cocoanut oil; and MEL-O-POP is vsed on 


a seasoned peanut oil. 
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theatre concessionaires, but it also shows that the former is purchased for 
sale and the latter is purchased for use. The former is likely to retain its 
identity until it reaches the ultimate purchaser; and the latter is likely 
to lose its identity in the end product. Under such circumstances, the 
likelihood of confusion is greatly minimized, if not nonexistent. 

Except for the single class of purchasers comprising purchasing agents 
for theatre concessions and like outlets, it does not appear that the products 
of the parties have common purchasers. The Examiner of Interferences 
characterized purchasing agents of the class involved here as ‘‘discrim- 
inating’’ purchasers. This may not be an altogether apt characterization, 
but they are at least aware, and they know with whom they are dealing. 

Opposer argues that the proofs show that where a theatre concession- 
aire orders a food product under the brand name MEL-0-PoP, he reasonably 
expects a product of opposer. The proofs show that when a theatre con- 
cessionaire orders popcorn seasoning under the brand name MEL-O-PoP, he 
reasonably expects a product of opposer, but there is nothing which 
remotely suggests that such a purchaser ordering candy under the mark 
would expect it to come from opposer. As a matter of fact, there is 
nothing which even suggests that such widely diversified items as candy 
and oil seasoning for institutional and industrial use are produced by a 
single business entity or that potential purchasers would be likely to believe 
that they emanate from a single source. 

The marks are, for all practical purposes, identical in sound and 
appearance, but in view of the wide disparity in goods and the difference 
in the suggestiveness of the mark as applied to the different products, it 
is not believed that confusion, mistake or deception is likely. 

Even though, as opposer contends, opposer ‘‘arbitrarily coined’’ the 
word MEL-0-PoP, it has no rights in it as a result of conception—nor do 
rights in the term per se extend farther than to those products which 
might reasonably be assumed to come from, or be associated with, or ap- 
proved, or sponsored by, a single business entity. Mason, Au & Magen- 
heimer Conf. Mfg. Co. v. Perk Dog Food Co., 102 USPQ 352, (44 TMR 
1333) (Com’r., 1954); Fred W. Amend Co. v. American Character Doll 
Co., 99 USPQ 249 (44 TMR 226) (Com’r., 1953). There is nothing in the 
record here to suggest such common origin, association, approval or 
sponsorship. 

During the prosecution of the application the Examiner of Trade 
Marks stated: ‘‘The word pops should be disclaimed. It is not believed 
such word is capable of being exclusively appropriated.’’ The reason 
underlying such belief is not apparent, but it is clearly apparent that this 
applicant is not seeking any ‘‘exclusive appropriation’’ of the word pops. 
The mark sought to be registered is MEL‘O-PoPs, and so far as the applica- 
tion reveals, this term has been ‘‘exclusively appropriated’’ by the 
applicant for hard candy on a stick. The disclaimer may, at the option 
of applicant, be canceled. 

The decision of the Examiner of Interferences is affirmed. 
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PEASE WOODWORK COMPANY, INC. v. READY HUNG DOOR 
COMPANY, INC. (by change of name, READY HUNG DOOR 
CORPORATION) 


No. 5961 — Commissioner of Patents — October 29, 1954 


TRADE-MarRK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
READY HUNG, used descriptively for several years in connection with prefabri- 
cated windows, does not assume dignity of trademark merely as result of being 
placed on label affixed to units prior to shipment. 


TRADE-MARK ACT oF 1946—REGISTRABILITY—RELATED COMPANY USE 
CANCELLATION—IN GENERAL 
Applicant, in application, made standard averments that it was using mark 
and that it believed no other person had right to use mark; facts were that appli- 
cant’s licensee, and not applicant, was using mark; withholding of such information 
is material, and registration is cancelled. 

Cancellation proceeding by Pease Woodwork Company, Inc. v. Ready 
Hung Door Company, Inc. (by change of name, Ready Hung Door Cor- 
poration), Registration No. 562,641 issued August 5, 1952. Registrant 
appeals from decision of Examiner of Interferences sustaining petition. 
Petition dismissed, but registration cancelled. 

Allen & Allen, of Cincinnati, Ohio for registrant-appellant. 

Herbert J. Brown, of Ft. Worth, Texas and Munson H. Lane, of Washing- 
ton, D. C. for petitioner-appellee. 

LEEpDs, Assistant Commissioner. 

A petition has been filed on September 4, 1952, to cancel registration 
No. 562,641, READY HUNG DooRS (DOORS disclaimed) enclosed within an 
ellipse, for prefabricated doors, issued on the Supplemental Register on 
August 5, 1952 from an application filed April 26, 1950 on the basis of 
claimed use since July 10, 1948. 

The petition is based upon prior use of READY HUNG on and in con- 
nection with the sale of prefabricated window units. Petitioner has filed 
an application to register READY HUNG as a secondary meaning mark for 
its window units.’ 

The Examiner of Interferences sustained the petition and recom- 
mended cancellation. Respondent has appealed. 

The petition alleges generally the following: 

Petitioner has, since April 4, 1941 used the trade mark READY HUNG 
on window units; it has built up a valuable good will in the manufacture 
and sale of READY HUNG window units which have been marketed with a 
label bearing the trade mark READY HUNG affixed; window units bearing 
the mark have been advertised and distributed throughout markets of the 
United States; and respondent’s marketing of products under the mark 
READY HUNG will confuse the public into thinking that they are products 
of petitioner to the injury of petitioner’s business. The answer denies 
generally all of the allegations of the petition and alleges that there has 


1. Ser. No. 621,838. 
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been no actual confusion and that as a result of widespread advertising 
and sales under the mark by respondent, READY HUNG has become known 
to the public as respondent’s mark. 

Petitioner’s record, comprising testimony and exhibits, shows illus- 
trated price lists from 1941 to 1953 which listed and advertised prefabri- 
cated window units described as READY HUNG. The use of the term is 
in the same manner and the same script display as UP-SwING for garage 
doors, MODEL HOME for kitchen, and UNPAINTED for kitchen cabinets. In 
the 1942 and 1943 price lists, two types of prefabricated window units are 
shown with the terms READY HUNG and FLEXIBLE JAMB displayed in the 
same manner in connection with the two types. The indexes to the fifteen 
price lists in evidence show READY HUNG WINDOWS in alphabetical order 
with the other common descriptive names of items indexed. It is note- 
worthy that none of petitioner’s trade marks? appears in the indexes. 

The informational data about READY HUNG window units is substan- 
tially as follows in each list: ‘‘ All this work has been done at our factory— 
and done carefully by experienced men (1) The Frames are completely 
SET UP (2) Sash balances are installed (3) And so is the Weatherstrip 
(4) Glazed Sash are fitted and hung (5) And left in operating condition 
(6) Then the Unit is carton packed—All that needs to be done on the job 
is (1) Remove the shipping carton (2) Set the Unit in the opening (3) 
And secure it in place.’’ 

Petitioner’s price lists have been distributed generally throughout the 
central and eastern parts of the United States. More than one and a 
quarter million copies were distributed between 1941 and 1953, and more 
than a quarter million window units were sold during that period, repre- 
senting from six to twenty-eight per cent of year-end inventory. 

The orders and invoices which are in evidence show READY HUNG 
WINDOWS and RH WINDOW UNITS as distinguished from BASEMENT WINDOWS 
and ‘‘windows,’’ but there is nothing in them which indicates that the 
term is anything more than an apt description which identifies a type of 
unit meeting certain specifications, or that petitioner has recognized READY 
HUNG as anything else. Orders and invoices for READY HUNG window 
units which are in evidence date from January, 1947, and production 
records for the units date from 1944. 

A label sticker, removed from a sample in petitioner’s display room, 
shows READY HUNG, and the witness who identified it testified that the 
sample window unit with the sticker affixed to it had been in the display 
room for four or five years prior to February 18, 1953, the date the 
testimony was taken. 

A label sticker which is in evidence shows: ‘‘This is a Ready Hung 
Window unit available only from Pease Woodwork Co., Cincinnati 23, 
Ohio.’’ According to the testimony, it is typical of labels which are 


2. RICHTONE teleboard cabinets and asphalt shingles; SHARKSKIN roofing; SCREEN- 
0-SASH storm sash and screens. 
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presently pasted on the sides of petitioner’s window units before they are 
shipped. There is no satisfactory evidence concerning the length of time 
such labels have been used, but the testimony creates an impression that 
they are of rather recent origin. 

The evidence is inconclusive in so far as petitioner’s having acquired 
any trade mark rights in READY HUNG for window units is concerned; but 
there is no doubt that the term has been used descriptively in connection 
with the prefabricated windows since 1941. The term, having been used 
for a period of several years to describe a type of window unit, does not 
assume the dignity of a trade mark merely as a result of being placed on 
a label affixed to the units prior to shipment. 

Respondent’s record shows that its predecessor Edmonds L. Guerrant 
operated under the trade style of Ready Hung Door Company from July 
of 1948 to November 15, 1948 when respondent corporation was organized. 
On October 8, 1948 respondent’s predecessor entered into a non-exclusive 
license agreement with Hall Sash & Door Co., Inc., for the manufacture 
of a prefabricated frame for wall openings which was, according to the 
license, the subject of a pending patent application, Serial No. 34,265.° 
Under the terms of the agreement, which was for a term of one year, the 
licensee agreed to make certain royalty payments for each frame manu- 
factured ; to sell the frames through dealers only; not to deviate from the 
plans and specifications furnished by licensor; to permit licensor to reject 
frames which were below licensor’s quality standards; to permit licensor 
entrance to any portion of licensee’s premises where the frames were being 
made; and to mark each and every frame made under the agreement with 
READY HUNG and the notice ‘‘Patent Pending.’’ Licensor agreed to give 
upon request of licensee, any and all assistance respecting the mode of 
using the ‘‘invention’’ to the best advantage; to communicate to licensee 
any and all improvements in the ‘‘invention’’ and to permit use of such 
improvements; and to furnish advertising material to licensee at cost. 
The remainder of the terms are not relevant here. 

According to the testimony of the president of respondent, who was 
respondent’s predecessor, he was working with the licensee at the time 
the license was executed doing sales work and working in the shop to assist 
the licensee in making the frames. 

For some reason which is not adequately explained in the record, 
Hall Sash & Door Co., Inc., apparently made a sale of eleven Ready Hung 
Doors on July 1, 1948 and delivery was made on July 20, 1948, more than 
two months before the license agreement was executed. 

On December 4, 1948 the license was assigned by the licensee to H. D. 
Hall, doing business as H. D. Hall Lumber Company, who made royalty 
payments until March 1, 1949 at which time he repudiated the agreement. 

3. Ser. No. 34,265, filed June 21, 1948, was finally rejected on September 13, 1950, 
as being fully met by an earlier patentee, and it became abandoned by operation of 


law on March 13, 1951. A copy of the application and proceedings thereon have been 
made of record in this case. 
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On January 7, 1949 respondent corporation entered into a license 
agreement with Ready Hung Door Manufacturing Company, of Dallas, 
Texas, for the manufacture of prefabricated door frames under the then 
pending patent application filed by respondent’s president. The license 
was for a term of five years, and so far as the issues here are concerned 
the provisions of the agreement were the same as those of the prior license. 

On May 4, 1949, respondent’s president filed an application for patent, 
Serial No. 91,252, for a means for packing prefabricated door frames. 
Upon petition of respondent and a showing of alleged infringement by 
the former licensee Hall, the application was made special and Patent No. 
2,489,029 was granted to respondent’s president on November 22, 1949. 

Subsequently, the following license agreements were entered into by 
respondent : 

May 27, 1950—Ready Hung Door Manufacturing Corporation, 

Memphis, Tennessee. Term 10 years. 

May 27, 1950—Houston Ready Cut House Company, Houston, 

Texas. Term 10 years. 

June 24, 1950—Ready Hung Door Corporation, San Antonio, 

Texas. Term 10 years. 

June 4, 1951—Ready Hung Door Mfg. Co., Burbank, California. 

Term 10 years. 

October 22, 1951—Haskelite Manufacturing Corp., Grand Rapids, 

Michigan. Term 10 years. 

March 20, 1952—Prefabricators, Incorporated, Denver, Colorado. 

Term 10 years. 

May 28, 1952—C. Lloyd & Son, Ltd., Wingham, Ontario, Canada. 
July 9, 1952—National Woodworks, Inc., Birmingham, Alabama. 

Term 10 years. 

October 31, 1952—National Woodworks, Inc., Charlotte, North 

Carolina. Term 14 years. 

August 29, 1952—Bailey-Whalen Co., West Orange, New Jersey. 

Term 14 years. 

October 16, 1952—Jordon Millwork Co., Sioux Falls, South 

Dakota. Term 14 years. 

The Memphis, Houston, San Antonio, Burbank, Grand Rapids, Denver 
and Birmingham and West Orange licenses each recited ownership of 
Patent No. 2,489,029 and of Application Serial No. 34,265, although the 
patent application had been finally rejected and had become abandoned 
some time before the five last mentioned herein were executed. 

The Canadian license recites ownership of ‘‘Canadian trade mark 
rights, for which Application for Registration has been made of the Com- 
missioner of Patents of Canada, on the name READY HUNG Doors.’’ If a 
term was specified in the license, it does not appear on the first page thereof, 
which is the only portion in the record. 

The Charlotte and Sioux Falls licenses referred only to ‘‘Licensor’s 
Patent Rights,’’ in so far as the portions introduced in evidence show. 

The direct testimony is to the effect that all of the license agreements 
contained provisions ‘‘for the marking of all Ready Hung Door units 
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manufactured with the Trade Mark Ready Hung, and such Patent Numbers 
and Notices as we require.’’ So far as the exhibits show, this is true of 
the Dallas and Memphis licenses. The other licenses are not in evidence. 
Only that the first page of each was introduced and such pages contain no 
marking provisions. When asked on direct examination whether or not 
the marking provisions have been carried out, the president of respondent 
testified that he was sure they had been; that he had never known of any 
time, nor had he ever seen Ready Hung Door units, where the marking 
was omitted. On cross-examination, however, the witness admitted that in 
some of the later license agreements there was no marking provision except 
as it might appear in blueprints and specifications furnished by the 
licensor, and those were changed from time to time. 

In 1948 respondent had printed 5,000 folders advertising Ready Hung 
Doors and in 1949 another 41,000 folders were made, but it does not appear 
how or whether they were used. Respondent has had exhibits at Home 
Shows and Builders Shows and Lumbermen’s Conventions since 1948 in 
several cities in Texas, New Orleans and Miami. More than $32,500.00 
have been spent by respondent in advertising Ready Hung Doors in trade 
periodicals. Much of the periodical advertising done by respondent fea- 
tures the ‘‘door and frame packaged unit’’ and lists the names of the 
licensees as the mills producing the units, but no mention is made of the 
licensor-licensee arrangement. In addition to respondent’s advertising, 


the licensees advertise the doors in conjunction with their own names and 
sometimes with their own trade marks, such as HASKO READY HUNG DOORS. 
There apparently is no control exercised over the advertising done by 
licensees. There has been some unpaid publicity in newspapers and trade 
journals concerning the doors and the license agreements, and much of the 


ees ’9 


publicity features the president of respondent as ‘‘inventor’’ of the door 
and its manufacturing and packaging process. 

The respondent’s exhibits bearing dates subsequent to the dates of 
rejection and abandonment of patent application Serial No. 34,265, includ- 
ing the rubber stamp for affixing READY HUNG Doors to the units; the 
drawings furnished to licensees; mailing pieces; memo. pads; advertise- 
ments in American Builder for May, 1952 and August 1952, Practical 
Builder for July and August, 1952, Southern Builder Supplies for May, 
1952, and American Lumbermen for May 5, 1952; invoices of licensees; 
and a photograph of respondent’s display at the 1952 exhibition in Houston, 
all show ‘‘Pat. No. 2,489,029—Others Pending.’’ Much of the publicity 
dealing with the door units makes reference to: ‘‘Ed. L. Guerrant, presi- 
dent and inventor of the door and its manufacturing process’’; ‘‘Ready 
Hung Door Corporation, of Fort Worth, holds patents on the product and 
licenses door and millwork manufacturers and jobbers on a royalty basis’’; 
‘‘The Ready Hung Door Corporation, Fort Worth, Tex., has granted a 
license to manufacture Ready Hung Doors under its patent rights’’; ‘‘a 
license to manufacture the Ready Hung Door has been granted—by the 
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patent holder, Ready Hung Door Corp., Fort Worth, Texas’’; ‘‘The new 
Ready Hung Door, now on the market in the Fort Worth area, was in- 
vented by Ed. L. Guerrant,’’ The fact is that neither Ed. L. Guerrant 
nor respondent Corporation holds patent rights on the door. The fore- 
going indicates a course of conduct on behalf of respondent which amounts 
to misrepresentation of facts, so far as the public is concerned.* The fact 
that at least five licenses which were executed after application Serial No. 
34,265 had been finally rejected and abandoned purported to license under 
the application as if it were pending would indicate that there may have 
been a misrepresentation of facts, so far as the licensees were concerned. 

The president of respondent testified that although READY HUNG DOORS 
is applied to door units made in accordance with the license agreement’ 
‘*we would not, however, make any issue over it if a Licensee attempted 
to make the unit in a different way for which they will continue to use the 
erate’’ (the packing assembly disclosed in Pat. No. 2,489,029) ; that it is 
possible to make door units otherwise than as set forth in respondent’s 
specifications and use them in connection with respondent’s patented crate ; 
and that READY HUNG DOORS is primarily used in association with door 
units which are crated according to the patent. 

The witness further testified that in the early license agreements 
respondent attempted to exercise control over the quality of the goods put 
out by its licensees, but in later agreements it was deemed unnecessary— 
‘‘that the manufacturer himself would take care of that with less friction 
than if we attempted to exercise a control over it.’’ The later licenses, 
according to the witness’ testimony, do not give a right to respondent to 
go into the plant of the licensees and inspect; and while the license gives 
the licensees the right to use the term READY HUNG DOORS, respondent makes 
no provision for inspecting the quality of the goods put out by such 
licensees. 

Apparently some form of inspection is made from time to time by 
respondent, since the testimony shows that its president had recently dis- 
covered that one of its licensees was making a door of inferior construction 
and he had written to the licensee pointing out the deficiencies, after which 
a correction was made by the licensee. 

It is clearly apparent from the record that READY HUNG DOORS are a 
type of prefabricated door and frame unit manufactured by at least eleven 
unrelated companies, packaged in accordance with a patent owned and 
licensed by respondent, and sold to the trade by the manufacturers. The 
doors themselves may or may not be the same, and they have been offered 


4. It is noted that 35 U.S.C. 292 provides in part: 

‘«Whoever marks upon, or affixes to, or uses in advertising in connection with 
any article, the words ‘patent applied for’, ‘patent pending’, or any words import- 
ing that an application for patent has been made, when no application for patent 
has been made, or if made is not pending, for the purpose of deceiving the publie— 
shall be fined not more than $500 for every such offense.’’ 


5. Presumably ‘‘in accordance with the license agreement’’ refers to specifications 
disclosed in the abandoned patent application. 
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for sale under the licensees’ own trade marks and identified descriptively 
as READY HUNG. As it aptly stated in some of respondent’s advertising 
featuring the door units and the term, ‘‘ Just what the name implies, the 
Ready Hung Door is a door and frame packaged unit having the door 
hinged, the lock installed and the frame trimmed on both sides, ready to 
install in any inside wall opening.’’ 

The registrant of READY HUNG Doors for prefabricated doors is not and 
has not been a manufacturer of door units. It is merely a licensor under 
a patent for a means for packing prefabricated doors and door frames. 
So far as the record shows, respondent, has never used READY HUNG DOORS, 
but such use as has been made of the term has been made by licensees, 
who may or may not be ‘‘related companies’? whose use might, under 
proper circumstances, have inured to the benefit of respondent. There is 
nothing in the record which shows that such use inured to respondent’s 
benefit. In any event, information concerning such license arrangements 
was withheld from the Patent Office during the prosecution of the appli- 
cation. Respondent’s president stated under oath in the application that 
Ready Hung Door Company, Inc., 


‘is using the trade mark shown in the accompanying drawing’’ 
and that 


‘‘no other person, firm, corporation, or association, to the best of his 
knowledge and belief, has the right to use such trade mark * * *.’’ 


At the time the oath was executed on April 22, 1950, respondent was not 
using the term, but Ready Hung Door Manufacturing Company of Dallas 
had the right to use it, was using it, and apparently was required, by the 
terms of its license agreement, to use it. Since information material to 
the question of use and ownership was withheld from the Patent Office, 
respondent was not entitled to register on the basis of the application 
presented. 

The widespread and continued usage by petitioner of READY HUNG to 
describe its prefabricated and packaged window units from 1941 (seven 
years prior to respondent’s entry into the field), is sufficient basis for a 
finding that the term READY HUNG as applied to prefabricated door and 
window units is, and was at the time the application was filed, merely an 
apt description of the units. Respondent was, therefore, not entitled to 
registration at the time of its application. 

Such rights as might, under proper circumstances, have inured to 
respondent as a result of the use by its licensees have been extinguished 
as a result of the manner of use and advertising by its licensees. Whatever 
its original significance, READY HUNG DOORS now means a type of prefabri- 
cated door made and sold by numerous manufacturers (some of which even 
use Ready Hung as a part of their names), and crated in accordance with 
a patent owned by respondent corporation. 

The petition for cancellation is dismissed for the reason that petitioner 
failed to establish the allegations of its petition (John H. Woodbury v. 
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Dr. Max Riese & Co., 101 USPQ 496 (44 TMR 1215) [Com’r., 1954]); 
and Reg. No. 562,641 should be canceled for the reason that the respondent 
was not entitled to register the mark at the time of the application for 
registration. 


STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United States 
Code, Section 233) SHOWING THE OWNERSHIP, MANAGEMENT, 

AND CIRCULATION OF 


The Trade-Mark Reporter and The Bulletin of The United States Trademark Asso- 
ciation. Published Monthly—12 times a year at New York, N. Y.—October 1, 1954. 


1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 
Publisher—The United States Trademark Association, 522 Fifth Avenue, New York 
ae, 
Editor—Doris K. Meyerhoff, 522 Fifth Avenue, New York 36, N. Y. 
Business manager—Dorothy Fey, 522 Fifth Avenue, New York 36, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 

The United States Trademark Association, 522 Fifth Avenue, New York 36, N. Y. 
President—Sherwood E. Silliman, 122 East 42nd Street, New York, N. Y. 
Treasurer—L. C. Ehrhardt, 155 East 44th Street, New York, N. Y. 

Executive Secretary—Dorothy Fey, 522 Fifth Avenue, New York 36, N. Y. 


3. The known bondholders, mortgagees, and other security holders owning or 
holding 1 percent or more of total amount of bonds, mortgages, or other securities are: 


(If there are none, so state.) None. 


4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraphs show the affiant’s full knowledge and belief as to the cireum- 
stances and conditions under which stockholders and security holders who do not appear 
upon the books of the company as trustees, hold stock and securities in a capacity other 
than that of a bona fide owner. 


5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months 
preceding the date shown above was: (This information is required from daily, semi- 


weekly, and tri-weekly newspapers only.) 
DOROTHY FEY 
Business Manager-Exec. Secy. 


Sworn to and subscribed before me this 21st day of September, 1954. 
JEAN M. SHIRLEY 
(My commission expires March 30, 1955) 
(SEAL) 
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